This PDF is available from The National Academies Press at http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary
Report (1948)

Pages Palmer, Archie M.; National Research Council
175

Size

7x10

ISBN
0309355532

D Find Similar Titles EI More Information

Visit the National Academies Press online and register for...

v Instant access to free PDF downloads of titles from the
NATIONAL ACADEMY OF SCIENCES
NATIONAL ACADEMY OF ENGINEERING
INSTITUTE OF MEDICINE
NATIONAL RESEARCH COUNCIL

+/ 10% off print titles

+/ Custom notification of new releases in your field of interest

v Special offers and discounts

Distribution, posting, or copying of this PDF is strictly prohibited without written permission of the National
Academies Press. Unless otherwise indicated, all materials in this PDF are copyrighted by the National Academy

of Sciences.

To request permission to reprint or otherwise distribute portions of this NAHDNSIE: g%ﬁg%ﬁ;;

publication contact our Customer Service Department at 800-624-6242.
1863-2013

. . . . Celebrating 150 Years
Copyright © National Academy of Sciences. All rights reserved. of Service to the Mation



http://www.nap.edu/catalog.php?record_id=21085
http://www.nap.edu/related.php?record_id=21085
http://www.nap.edu/catalog.php?record_id=21085
http://www.nas.edu/
http://www.nae.edu/
http://www.iom.edu/
http://www.iom.edu/

Survey of University Patent Policies: Preliminary Report
http://www.nap.edu/catalog.php?record_id=21085

SURVEY

OF

UNIVERSITY PATENT POLICIES

PRELIMINARY REPORT

BY
ARCHIE M. PALMER

DIRECTOR OF SURVEY

1948
National Research Council

2101 Constitution Avenue
Washington 25, D. C.

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://www.nap.edu/catalog.php?record_id=21085

Copyright 1948
by
Archie M. Palmer

Copyright © National Academy-of-Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://lwww.nap.edu/catalog.php?record_id=21085

FORZWORD

This preliminary factual report on the survey of university patent
policies which the National Research Council has, been conducting is re-
leased for the information and guidance of research scientists, university
administrators, patent attorneys, industrialists, and other concerned with
the conduct, administration, and support of scientific research and the
handling of patentable discoveries and inventions growing out of research
on the university campus.

For more than thirty years the National Research Council has been
interested in the patent problem. In 1917 the United States Commissioner
of Patents, with the approval of the Secretary of the Interior, requested
the National Research Council to appoint a committee to investigate the
Patent Office and the patent system, with a view to increasing their ef-
fectiveness, and to consider what might be done to make the Patent Office
more of a national institution and more vitally useful to the industrial
life of the country. The report of the Patent Committee, appointed by
the Council in compliance with that request, was issued in 1919 as the
first publication in the Council's Reprint and Circular Series.

The Council's present Committee on Patent Policy, under whose spon-
sorship this survey of university patent policies has been conducted, was
created in 1933. Through the years this cammittee has given continuing
consideration to the various aspects of the patent problem d@nd has hela
several conferences on the general subject and on specific patent questions.

The present survey has been conducted under the direction of Dr. Archie
M. Palmer, who has been a member of the Council's Committee on Patent Policy
since its inception in 1933. With thoroughness and acuity, resulting from
deep personal interest and extended experience with the problem as univer-
sity administrator and research worker, he has analysed the prevailing prac-
tices of the universities and has prepared this preliminary report on his
findings.

Through its Committee on Patent Policy and the director of the survey,
the National Research Council gratefully acknowledges its indebtedness to
the college and university officials, scientists, and others who liberally
contributed information and data concerning existing policies and practices;
to Research Corporation which made the survey possible through a generous
grant to the National Research Council without placing any restrictions on
the conduct of the survey or assuming any responsibility for the findings;
to the various professional journals which have published preliminary ma-
terial on the survey; and to Hugh Samson and Paul F. Johnson who assisted
the director of the survey in the collection and analysis of the basic ma-
terial used in the preparation of this report.

GEORGE B. PEGRAM
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I
INTRODUCTION

As a service to American higher education and to the scientific fra-
ternity, the National Research Council has been making a factual survey
of the policies, procedures, and practices of educational institutions in
the handling of patentable results of scientific research. Begun in Au-
gust 1945, the survey was originally conceived as a factual study of sig-
nificant prevailing practices. A similar, although much less comprehen-
aive~surveyl made fifteen years ago served a very useful purpose in pre-
senting an analysis of the situation as it existed at that time.

. The present survey has been undertaken in recognition of the need at
this time for a critical study of the whole question of university research
and patent policies, their implications and interrelations. Such a study
is particularly opportune as educational institutions adjust themselves to
postwar conditions. The original plan for the survey has accordingly been
expanded and made more camprehensive.

Survey Procedure

Higher educational institutions of all types -- universities, colleges,
scientific and technological institutes, and medical schools -- have been
included in the survey. Through correspondence, conversations, and visits
to.the institutions all available information, including formal policy
statements, regulations, agreement forms, reports, and other printed ma-
terial, concerning prevailing practices and present thinking about research
policies and patent management programs has been collected, collated, and

analysed. ,

The scientific, professional, technological, and general literature
has been examined for articles, information, and references on patent poli-
cies and problems and for pertinent discussions of the various aspects of
the subject. Despite the increase in research activity in educational in-
stitutions, during recent years, the bearing of patent management practices
and procedures on the administration of scientific research programs, and
the importance of the inherent problems, relatively little specific material
of immediate use in the survey has appeared in the literature, especially
during the past ten years. :

It has been necessary, therefore, to obtain practically all the desired
data on the current situation directly from the institutions themselves. A
mail canvass has been made of all those which might conceivably be concerned
with the problem or have had experience with patentable discoveries. The
returns from this canvass and other available source material indicate that
at least two hundred colleges, universities, medical schools, and technolog-
ical institutes have given or are currently giving thought to this problem.
The existing situation in those two hundred institutions has been carefully
examined and a preliminary summary analysis of the findings is presented in
this report.
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Personal visits have been made to more than eighty of the institutions,
located in twenty-nine states and Canada, as well as a number of independent
and institutionally affiliated nonprofit research organizations. On these
visits the problem has been discussed with administrators, trustees, faculty
members, and research workers, and conferences have been held at many places
with patent committees, research councils, and special groups studying the
question.

It has been found, through experience during these visits, that this
has been the most productive phase of the study. The information obtained,
the views exchanged, and the situations clarified, as well as the personal
observations made on these visits, have led to better understanding and more
accurate interpretation of the practices of the institutions. Both during
the visits and subsequently material and ideas have been freely shared, to
the mutual benefit of all concerned. On a number of occasions committee re-
ports, patent management programs, and proposed patent policy statements have
been submitted for analysis and criticism.

Insofar as such information has been available and the institutions
have been willing to disclose further details, individual experiences with
patentable ideas evolved on the college campus and the handling of the resulte
ing patents have been examined for suggestive methods of procedures. Simi-
larly the attitude and experience of individual scientists and of industrial
research directors who have had conta¢ct and contractual relations with educa-
tional institutions, especially in connection with cooperative research, have
been sought and studied.

As a result of these efforts a vast fund of valuable data has been as-
sembled, for use (1) as the basis of this report, (2) in further studies to
be made of various aspects of the problem, and (3) for such advisory and
consultative assistance on patent policy matters as has been and may in the
future be requested by representatives of educational institutions and other

organizations.
Supplemental Activities

Studies have also been made of the organization, objectives, financ-
ing, policies, and programs of nearly a hundred special research insti-
tutes, foundations, bureaus, and corporations, both independent and with
institutional affiliations, whtch! have been established for the adminis-
tration of patents as well as the conduct and arrangement of sponsored
research programs.

In connection with the survey and also independently, calls for ad-
vice and consultation on patent management problems and research policies,
as well as assistance in the formulation of patent policies, have been re-
ceived from educational institutions, research organizations, and govern-
ment agencies, both in this country and in Canada.

Articles on the survey have appeared in a number of publications, in-
cluding Science, Scientific Monthly, Chemical and Engineering News, Law
and Contemporary Problems, School and Society, the Association of American
Colleges Bulletin, the Educational Record, Higher Education, and the Bul-
letin df the American Association of University Professors; others have
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been requested and are in process of publication.2 The director of the
survey has also been invited to discuss the subject before several educa-
tional and scientific organizations. -

Presentation of Findings

In this report a preliminary summary of the findings of the survey is
presented, limited to factual analyses of the existing situation at educa-
tional institutions. The report is organized in a series of analytical
chapters. The first deals with the subject of patents and university re-
search as a general background for the subsequent analyses of specific
areas covered in the report.

Then, following an overall discussion of the present situation and
existing patent policies and practices, individual chapters are devoted to
the prevailing practices with respect to patentable ideas and patents re-
sulting from (1) the personal research activities of faculty and staff
members, specially employed technical personnel, and students, (2) re-
search pursued as part of the regular activities of an institution, and
(3) sponsored and cooperative research, supported by foundations, societies,
industry, and government.

The findings of a special study of an important and controversial as-
pect of the patent problem, the handling of the results of scientific re-
search affecting public and individual health, are covered in a separate
chapter on medical patents, including a survey of the current practices
of the seventy medical schools on the approved list of the American Medical
Association.

Separate chapters are also devoted to discussions of (1) patent manage-
ment procedures and the techniques and machinery used for handling patents,
including information on special agencies such as institutionally affili-
ated foundations and Research Corporation, and (2) prevailing practices in
the disposition of revenue received from patents and patent rights.

The final chapter presents a summary of the findings of the survey, per-
tinent considerations in the formulation of a university patent policy, and
certain tentative conclusions.

Verbatim statements of thirty-seven formalized patent policies are
given in the Appendix, to supplement and illustrate references made to these
policies in the text of the report, and to serve as examples of the exact
style and phraseology used in the formlation of a university patent policy
statement.

For convenience of reference, source material on various points cov-
ered in the text is cited at the end of each chapter and a topical index is
included at the end of the report.

Further Studies and Services
The findings of the present survey and experiences acquired during the

course of the survey indicate the desirability of further studies in this
field and of maintaining as a function of the National Research Council,
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under the auspices of its Committee on Patent Policy, a continuing patent
policy project (1) to provide counseling and advisory services for educa-
tional institutions, research organizations and foundations on patent poli-
cies and research problems related to them, and (2) to serve as a clearing
house of information on the subject.

Such a program would involve specific studies of (1) the policies and
practices of other nonprofit organizations and foundations conducting or
supporting scientific research, (2) patent and administrative problems re-
lated to sponsored and cooperative research in educational institutions and
other nonprofit organizations, and (3) various special aspects of the gen-
eral progi.am, with a view to the publication of reports on the findings of
such studies.

Suggestions have also come from a number of sources that a series of
conferences and symposia on patent problems be held for the general discus-
stion of the findings of the present survey as revealed in this preliminary
report, the exchange and sharing of ideas and experiences by those concerned
with these problems, and the refinement and amplification of the informa-
tion gathered during the survey, with a view to the subsequent publication
of a definitive report on the subject as it applies both to educational in-
stitutions and to other nonprofit research organizations.

References

1. Palmer, A. M., University Patent Policies, 16 Journal of the Patent Of-
fice Society, 96-131; (February 1934); also published in pamphlet form.

2. Palmer, A. M., Patent Policies in Educational Institutions and Nonprofit
Research Organizations, 105 Science,154-155 (7 February 1947); Patents and
University Research, 66 Scientific Monthly, 149-156 (February 1948); Patent
Policy to Be Surveyed, 25 Chemical and Engineering News, 435 (17 February
1947); Patents and University Research, 12 Law and Contemporary Problems,
680-694 (Autumn 1947); Research and Patent Policies, 65 School and Society,
345-346 (10 May 1947); University Patent Policies, 33 Association of Ameri-
can Colleges Bulletin, 167-174 (March 1947); University Patent Policies,
Practices, and Procedures, 29 Educational Record, 81-92 (January 1948); Pat-
ents and University Research, 4 Higher Education, 109-112 (15 January 1948);
Survey of University Patent Policies, 32 Bulletin of the American Association
of University Professors, 738-741 (Winter 1946); reprints of many of these
articles are available through the National Research Council at a nominal
charge; other articles in process of publication include one on Medical Pat-
ents (in the Journal of the American Medical Association) and another on
Industry-Sponsored University Research (in Chemical and Engineering News).
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II
PATENTS AND UNIVERSITY RESEARCH

Patents are usually fortuitous by-products of research. They are not
necessarily the conscious or inevitable objectives of scientific investiga-
tions. This is particularly true of the products of research on the univer-
sity campus, conducted with a view to expanding the frontiers of knowledge,
encouraging and stimlating the spirit of inquiry, and contributing toward
the training of scientific and technological personnel.

Concerned primarily with the discovery of new ideas and the understand-
ing of nature and its laws, most scientists working in university labora-
tories are content to pursue their investigations without much thought of
the practical application of the results. The discovery and development of
patentable inventions are not conscious objects of their research efforts.
They feel with Sir Henry Dale that "the primary and special function of re-
search in the universities is to build the main fabric of knowledge by free
and untrammelled inquiry and to be concerned with the practical uses of it
only as these arise in the course of a natural development."l

However, many new ideas, discoveries, and inventions, the result of ex-
periments undertaken with quite a different purpose in view, may have valu-
able commercial application or require protection and control in the public
interest. They may not only be essential to scientific and technological
progress and to cultural and social advancement, but these new ideas may
also be basic to industrial development and expansion. The protection and
control provided under the patent laws may have to be invoked to obtain the
greatest public benefit and usefulness from these products of scientific

research.

The patent law? provides that any new and useful art,3 machine, manu-
facture, or composition of matter, any new and useful improvement thereof,
or any distinct and new variety of plant, other than a tuber-propagated
plant, which has been asexually reproduced is subject to patent. Under
this provision of the law many of the products of university research can be
patented.

Attitudes Toward Patenting

The attitude is taken by many scientists, especially those in univer-
sities, that the publication of the results of scientific research and the
dedication of their findings to the public is sufficient. However, as Pre-
sident Karl T. Compton of the Massachusetts Institute of Technology said in
his annual report for 1932, "responsibility does not always end with mere
publication of a patentable scientific discovery or invention; the public

benefits derivable from the patent laws and contemplated by the framers of
those laws should not be lost through a failure to solicit patent protection9

Discoveries or inventions that are merely published, and are thus made
available to everybody equally, are seldom adopted, despite their possibili-

5
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ties of commercial application. As Elihu Thomson so aptly put it:

Publish an invention freely, and it will almost surely die from
lack of interest in its development. It will not be developed
and the world will not be benefited. Patent it, and if valuable,
it will be taken up and developed into a business.?

Yet, some well-meaning scientists look askance at the patenting of the re-
sults of their investigations as if it were a rather selfish and ungracious
act, essentially unworthy and unethical.

Writing in Chemical and Metallurgical Engineering in 1921, V/iilliam J.
Hale defended the patenting of the results of university research work:

There is nothing dishonorable in a university scientist seeking

a patent. On the contrary, he gains enormously thereby in inter-
national prestige. Of course, he usually is condemned at home

by the university drones unable to comprehend the value of ideas
other than their own; but such childish criticisms are negligible.
No true scientist doubts for a moment the rights of a man to pat-
ent his own inventions.,. . . The real inventor should have a
right to his own ideas.®

The patenting of the product of creative or inventive research need not
necessarily bring any direct personal profit to the research worker himself,
even though the patent proves to be commercially profitable, nor need it
distract his interest from fundamental research through the lure of greater
rewards from work with patentable possibilities.

Financial rewards are not the essential or necessary objectives in ob-
taining patents. Of even greater importance are the protection of the pub-
lic against exploitation by irresponsible or selfish persons, the regulation
and control of the purity or the reliability of the manufactured product
(particularly in the case of a medical discovery), facility in licensing
responsible concerns which can effectively cammercialize the invention and
invest sufficient capital to manufacture a product of appropriate quality
without fear of unfair competition and piracy, the introduction of the in-
vention to the public through proper channels and under the proper controls,
and the provision through patent protection for unhampered further develop-
ment — all in the public interest.

In discussing whether university patents are ethical, Yandell Henderson
of Yale University has said:

Inventions, like all other new ideas, have generally to be forced
on conservative mankind. It would be easy to paint to many in-
ventions and other applications of discovery now saving large
numbers of lives that would not yet be in use without advertis-
ing and the efforts of salesmen. Without commercialization a
large part of all the scientific ideas that are now in constant
and active use in our daily lives would be locked in books on

the dusty shelves of university libraries. It is properly the
business of the creative scholar to see to it that, if possible,
his ideas serve mankind in his own generation.
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But an even stronger duty rests on a discoverer or inventor. He
should see to it that his idea or invention is not misused. He
should control it. He should find one or more high-grade concerns
to develop it. He should afford them at least such little protec-
tion as a patent gives against cut-throat competition, after they
have spent money to put the invention into practical form and have
made a market for it. Without some assurance of such protection
it is difficult to get an idea developed and commercialized. The
inventor should so far as possible prevent the sale of inferior or
harmful imitations.?

A practicing physician, Elmer L. Sevringhaus, summarizes the advantages
which can be obtained from patenting in a discussion of the question Should
Scientific Discoveries Be Patented?, published in 1932 when he was on the
staff of the University of Wisconsin. As he says:

The public is thereby protected against certain ruinous types of
exploitation. Assurance can be gained that technical processes
are used in dependable ways. Even the publicity may be kept on
a satisfactorily high plane. Rapid development of discoveries
which are of academic interest may be secured when patent rights
assure a commercial producer of protection in the field.8

In a separate article on the same subject he indicates some of the com-
plications caused by the prevailing differences of opinion, especially among
medical men, as to whether scientific discoveries should be patented at all:

The debate about patenting scientific discoveries is not concerned
wholly with the matter of profits. It is usually a matter of pride
with medical men as well as with many other scientific investi-
gators that any discoveries are given freely to the profession and
the public. The tradition opposed to patent restrictions is gener-
ally assumed to be based on a renunciation of personal profit be-
cause of fraternal ideals. This spirit among productive scien-
tists certainly must be cherished. But there are other -ends to be
thought of. Does free publication of a new idea, an improved for-
mla for a remedy, or a better instrument secure the most prompt
and effective use of the discovery? Pseudo-scientific exploitation
may be dishonest or may bring discredit to the science by exaggera-
tion. How may such exploitation be prevented?

There are many necessary S8teps between the fundamental discovery
in the laboratory and general use of the result by a non-technical
public. Unless some practical control for a period of perhaps a
few years can be assured, it is difficult to secure adequate back-
ing for the adaptation to quantity production and the prompt dis-
tribution of the new article. The patent laws provide Just this
necessary guarantee; the result is not only profit to the inventor
and the manufacturer but also a social gain . . .

Even the strictest patent laws may be inadequate properly to pro-
tect the interests of the public, quite without regard to the dis-
coverer and manufacturer. There are peculiar possibilities for

exploitation of the public whenever a discovery relates to food or
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drugs. The prospective purchaser cannot commonly have sufficient
technical information to choose wisely. The advertising of such
materials with magic words like "vitamin," "hormone," and the
names of famous laboratories, brings quick profits to the dis-
pensers, whether the claims for the product be in the long run
justified or not.9

Specific examples of some of the more serious disadvantages implicit in
the patenting of the results of university research are submitted by Alan
Gregg in a discussion of university patents and the practice of certain uni-
versities to resort to patenting, directly or through designated agencies,
for the purpose of obtaining money to support research work by members of
their staffs and students. Experience, he says, is proving that "a policy
of patenting, so attractive when first contemplated, involves more numerous
and more serious difficulties than were at first foreseen, even by those
who opposed the policy on ethical grounds."1l0

I am not interested in discussing here the ethics or morality of
the matter. The way it is working out is proving dangerous: it
tends to shut off unselfish exchange of ideas and information, it
tends to kill a critical and impartial attitude, it tends to in-
troduce quarrels and bitterness and to consume time and funds in
lawsuits. It may quite naturally influence the choice of univer-
sity personnel and the choice of research problems. If, in addi-
tion, the policy of taking out patents for revenue be interpreted
as a declaration of independence the public may quite cheerfully
acquiesce and leave research work to earn its own way. Why should

: gifts intended for the general welfare play the role of capitaliz-
ing a business? And what becomes of the peculiar function of uni-
versity research as contrasted with that of the shrewdly adminis-
tered business enterprise?

Although there is some doubt as to whether the problem need concern the
universities, question is sometimes raised about restraints upon the utili-
zation of inventions by financial and industrial interests, through patent
control. In a paper he gave in 1938, Bermhard J. Stern cites specific in-
stances of the "supggession" of technological innovations through corporate
control of patents. Floyd W. Vaughan also presents instances of the sup-
pression and non-~use of new and improved patents to reduce or eliminate
competition with existing profitable products in his book on the Economics
of Our Patent System,13 as does Alexander Morrow in a recent article on the
Suppression of Patents.l4 This whole gquestion is highly controversial and
involyes the extent to which such restraints are practiced.

In a report on The Protection by Patents of Scientific Discoveries,
published in January 1934, the Cammittee on Patents, Copyrights, and Trade-
marks of the American Association for the Advancement of Science cited as
some of the more pronounced objections frequently voiced against patenting
the results of university research:

1. That it is unethical for scientists or professors to patent
the results of their work;

2. That patenting will involve scientists in commercial pursuits
and leave them little time for research.
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3. That publication or dedication to the public is sufficient to
give the public the results of the work of scientists;

4. That patenting leads to secrecy;
5. That a patent policy will lead to debasement of research;

6. That patents will place unfortunate strictare on other men
who subsequently do fundamentally important work in the same field;

7. That it is debatable whether one man should receive credit for
the final result he obtains after a long series of studies has been
carried out by others before him;

8. That the policy of obtaining patents will lead to ill feeling
and personal jealousies among investigators; and

9. That the act of securing patents is in itself evidence that he
(the scientific investigator) desires financial profits from his

work.

After analyzing these objections and seeking answers to them in the
literature and in the personal experiences of the members of the committee
and other interested scientists, the committee reached the conclusion that
the patenting of the results of research which have some commercdal import-
ance or industrial application is highly desirable:

Our patent laws have been enacted in accordance with the provision
in the Constitution, "to promote the progress of science and use-
ful arts, by securing for limited time to authors and inventors ex-
clusive right to their respective writings and discoveries.

The investigator who takes advantage of our patent laws is there-
fore perfectly warranted in his act not only for any possible
financial returns but also for the good of the public. The ob-
taining of some remuneration from a patent it no more debasing
or tainted with commercialism than the acceptance of copyright
royalties from a textbook or even receiving a salary for teach-
ing. Ve are at present living in an economic structure in which
the makdng of legitimate profit is a fundamental assumption.

The recent economic crisis has reduced the funds available for
research to an alarming extent. Scientists are therefore war-
ranted in legitimately obtaining funds from the results of their
own work whenever they can do so by patents. In this way they
will be able to finance their own work, extend their researches,
and at the same time make contributions both to science and to
industry.16

In its report the committee also pointed out definite advantages in
securing patents on important scientific discoveries, since only by means
of patents can the legal right be secured to prevent others from unfairly
practicing a given process or from commercializing a new product in ways
that are not consistent with the highest ethical principles:
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By having such control of new discoveries the investigator is
assured that his results-will be used only for proper and meri-
torious purposes. He can prevent the exploitation of the public
by dictating the terms under which his patent should be worke
and even control the character of the commercial advertising.

The Challenge to Science

Interest in science and scientific research, patrticularly in the natu-
ral sciences and in their application to engineering and medicine, was in-
tensified and accelerated by our experiences during the recent war. How-
ever, war is destructive and costly in scientific progress as well as in
human 1life. During a war research projects are largely developmental in
nature, designed to meet immediate and urgent needs. The normal course of
scientific investigation is interrupted. Research workers are drawn from
the laboratory, some never to return. The continuity of research in many
fields is broken.

New and fundamental ideas do not flourish in an atmosphere of pressure,
of meeting dead-lines and achieving specific developmental objectives. As
C. F. Kettering said in his address as retiring president of the American
Association for the Advancement of Science in 1946:

There is nothing in research more important than the time factor.
Research must be started years before the results come into gen-
eral use . . . Research is more a process of evolution than of
revolution. Progress is slow and occurs in small increments, and
long periods of time are involved in new discoveries.18

Now that the military emergency is over, science has an opportunity to
return to its normal course of free and unregimented research. The pressure
of meeting dead-lines and of achieving urgent developmental objectives is
lifted. Research workers and scientific investigators from the university
campus and industrial laboratory aided materially in the magnificent record
our nation made in war production and military achievement. Returned now
to the campus and the laboratory, on release from wartime responsibilities
and occupations, they are more research-minded than ever. Interest in re-
search is being given further impetus by government and industry, which are
turning to universities, professional schools, and technological institutes
for assistance in their postwar reconversion programs.

The situation is made more acute by the critical shortage of scientific
and technical personnel and the need for developing a new crop, grounded in
fundamentals and trained in research procedures. This new supply of quali-
fied scientists to meet the needs of the future as well as of the immediate
present must come from the universities and professional schools. At the
same time these institutions are expected tocontinue as centers of basic

"and fundamental research. During the past several years, largely for war
purposes and the national security, we have been using up our storehouse of
fundamental knowledge faster than we have been adding to it.

Scientists, industrial leaders, and government officials are concerned
over the extent to which the storehouse of fundamental scientific informa-
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tion was depleted during the war and the need for prouptly restocking the
shelves. Social and national security, public and private health, and eco-
nomic prosperity and well-being depend upon the constant extension of scien-
tific knowledge and the effective application of that lmgwledge.

American science faces a challenging future. Can science be mobilized
for peacetime purposes as effectively as for war? Will scientific investi-
gation be conducted under conditions favorable to the search for new know-
*ledge? Can we build upon and utilize our wartime experiences and the present
research consciousness among scientists and the public generally? How will
our universities, the primary source of independent scientific investigation,

respond to the challenge?

These are questions of paramount importance if this nation is to dis-
charge its responsibilities and assume leadership for peace and progress in
the postwar era. Whether we are to enter upon a rich period of productive
research, profiting from our wartime experiences and capitalizing on the
present research consciousness among scientists and the public generally,
will depend to a large extent upon the philosophy behind our university re-
search programs and the administration of those programs.

Some scientific discoveries made on a university campus are of such a
character that they should be made public and be available to anyone wishing
to make use of them, the university merely retaining, and issuing licenses
under, the patent title in order to prevent some person or organization. from
taking out a patent by slightly modifying the material and thus monopolizing
the discovery or invention. A fertilizer or medicine that any manufacturer
could make is an illustration in point.

There are cases, however, such as the carbonization of coal or the manu-
facture of vacuum tubes for radio transmission in which the article can best
be manufactured only by one or two establishments, because of the large amount
of capital necessary or because the use of the new discoveries depends upon
the utilization of materials or processes patented and owned by others. 1In
such a case, it is manifest that the public interests may be best served by
giving a license to the manufacturer of the patent or discovery, even an ex-
clusive license if necessary, either royalty-free or on a royalty or cash
basis.

Recognition of Equities

There are at least three distinct equities or interests involved in
patentable discoveries or inventions resulting from scientific research in
an educational institution: the inventor or inventors, the institution,
and the general public; to which must be added a fourth, the sponsor or sup-
porter of the research, in the case of sponsored or cooperative research.
When further developmental work is necessary, a fifth interest may be invol-
ved, although frequently it is the same as the sponsor or supporter of the
original research.

The recognition and protection of these several and diverse interests
naturally complicate any individual situation. Self-interest, pgrsonal
rights, professional ethics, institutional policies, employer-employee re-
lations, academic freedom, contractual relations, patent law, business prac-
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tices, commercial competition, and the variables in individual cases are
some of the elements that contribute to the problem. Nevertheless, to be
equitable and effective a patent policy must provide for such recognition
and protection, placing the responsibility where it can be best discharged,
most expeditiously and with the minimum of burden on the regular teaching
and administrative staffs of the educational jinstitution.

While there is at present a great variation of practice among the
educational institutions, efforts are being made by many of them to formu-
late definitive research and patent policies. This is a healthy sign and
is to be encouraged and facilitated. Especially insofar as medical discov-
eries are concerned, protection of the public interest, as well as the in-
terests of the institutions themselves and the inventors, requires that
existing differences be resolved and that some agreement be reached among
all the parties concerned.

If the proper safeguards are established, our universities and par-
ticularly our professional and technological schools can contribute, even
more extensively than they have in the past, to the furtherance of science
progress through the most effective utilization of their research facilities
and the present short supply of scientific and technical personnel.

Desirability of Having a Policy

Of direct concern to university administrators and scientists en-
gaged in the formulation and conduct of research programs is the policy or
procedure followed in the handling of the results of scientific investiga-
tion. How can the greatest public benefit be obtained from new discoveries
and inventions? Specifically, how should these discoveries and inventions
be administered in the public interest, taking into account the objectives
of the institutions and the over-all welfare of the scientific workers?

The need at this time for a critical study of this whole problem and
its relation to scientific research programs is recognized by those con-
cerned with and participating in those programs. Through the years certain
institutions, faced with immediate situations, have formulated more or less
definitive patent policies. At others, practices or procedures are being
currently followed which are not yet clearly formulated in definitive poli-
cies, but nevertheless represent the modus operandi of those institutions.
Even in many of the institutions where definitive patent policies have been
adopted those policies are now under review to meet changing postwar con-

ditions.

The increasing dependence of industrial and economic development
upon the research activities of educational institutions and other nonprofit
research organizations, particularly in the scientific fields, has changed
the outlook of administrators and scientists alike. Clearly defined research
and patent policies are recognized as essential to efficient operation and
harmonious relations. The consequences of a lack of policy are serious;
they are not avoided by evasion.

Fur{hermore, the number of colleges and universities offering research

service to industry and to the Government raises many problems. The recent
increase in cooperative and sponsored research in educational institutions
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accentuates the need for clarification of attitude and procedure, through
the formulation of research and patent policies. This is particularly true
in the light of the vast amount of university research now being supported
by industry and by Government agencies.

The effect of this type of research on the educational programs of our
colleges and universities on the discharge of their responsibility for train-
ing scientific personnel poses a serious problem. Basic research, for which
there is such a critical need today, will eventually suffer if too much
attention is given to developmental research projects, no matter how attrac-
tive any possible financial return may seem. The attitude of the scientist
toward his research work and his grounding in fundamentals are matters of
vital importance, particularly in view of the current shortage of trained
scientific personnel and the demand for such personnel, both in the immedi-
ate present and in the future.

The implications of cooperative research supported by industry and by
Government are uore far-reaching than is inmediately apparent. 7hat influ-
ence will it have on scientific research in our American colleges and uni-
versities? and, what effect will it have on the educational programs of
those institutions? 1ill the emphasis be on developmental research? What
will be the effect on basic research? How can interest in immediate end-
results rather than in the search for new knowledge be avoided? These are
all questions of vital importance if the cooperation between education,
Government, and industry, which was so effective during the recent war, is
to be utilized for the advancement of science.

The full realization of the productivity of university research, as
well as the recognition and protection of the various interests involved in
scientific research and in the application of new discoveries and inventions

having commercial possibilities, makes university research and patent poli-
cies highly desirable.
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III
THE PRESENT SITUATION

At present there is a wide diversity of practice among eéducational in-
stitutions, and even at the same institution, in the handling of patentable
discoveries and inventions growing out of scientific research. There is no
common pattern of policy statement, administrative procedure, recognition
of the inventor, determination of equities, assignment requirement, patent
management plan, distribution of proceeds or protection of the public in-
terest. Nor is there any convenient grouping according to the type or size
of institution, complexity of university organization or kinds of research
undertaken. Existing practices vary from strictly drawn patent policies to
laissez faire attitudes and even an unwillingness to beoome concerned with

patents.

However, during recent years there has been a growing tendency on the
part of educational institutions to adopt definitive patent policies and to
establish machinery to meet situations which have arisen or are anticipated.
The current revival and acceleration of research activities in universities
and other research centers make this problem an active and increasingly im-
portant one to both administrators and scientists. The need for facing
this problem objectively and for formulating, in advance, methods for meet-
ing situations before they arise is urgent.

The Overall Picture

Some institutions follow a hands-off policy, leaving to the individual
inventor the responsibility for determining what disposition is to be made
of the product of his research efforts. Others take the position that the
institution has an interest in all research activity on the campus and have
established formal patent policies or follow generally accepted practices
for handling any patentable discoveries that may result. Still others ob-
serve a definite policy of not having a patent policy. However, a great
many have given little or no consideration to the patent problem, despite
the increasing volume of scientific investigation on the campus.

Faced with immediate situations, certain institutions have, through
the years, formulated moie or less definitive patent policies. Yet less
than forty such policies— have been formally adopted thus far, more than half
of them during the past six years. At a number of other institutions prac-
tices and procedures are being currently followed which, though not definitely
formalized, are generally accepted as applicable to research throughout the
institution. A few have adopted special policies or recognize general prac-
tices for dealing with those results of scientific investigation that affect
public or private health.2 Others have developed policies and practices only
with respect to sponsored research.3

Many of the existing policies and most of the prevailing practices are
currently under review to meet changing postwar conditions and current con-
siderations in the institutions. The need at this time for critical examin-
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ation of the whole question of what to do with the patentable products of re-
search, and also of its relation to scientific research programs and the over-
all policies of the institutions, is recognized by those concerned with these
programs and with the general administration of the institutions. At a num-
ber of institutions, many of which have not previously had any patent policy,
faculty and trustee committees are currently studying the question, with a
view to formulating new, or revising existing policies.

At many institutions each case is decided on its individual merits in
accordance with a general policy or, in the absence of such a policy, by
agreement among the parties concerned. A few still feel that they discharge
their responsibility by merely publishing the results of investigations or
by securing patents and dedicating them to the public. Others accept full
responsibility for obtaining patents and administering the patent rights in
the public interest. Many exercise control over the patents by issuing 1li-
censes and accepting royalty payments, either directly or through agencies
designated to manage their patents.

Some recognize the rights and interests of the inventor and share the
proceeds with him, either under a prior contractual arrangement or by mtual
agreement, but there is no uniformity in the division of the financial return
from patents between the inventor and the institution.4 Even in those in-
stances where the proportion to be given the inventor is specified in accord-
ance with a general policy, there is a wide variation among institutions in
the amounts allotted to the inventor. In other institutions the inventor!'s
share is determined in each case after consideration by a special faculty or
adpinistrative committee.” A few institutions include patent provisions in
their contracts of employment, in some instances for all faculty members but
more often limited to members of the staff whose entére or major responsi-
bility is research, especially contractual research.

At most institutions the compulsory assignment of patent rights is not
considered desirable, except when it is necessary in connection with coopera-
tive or sponsored research. Voluntary assignment is preferred and in many
institutions is encouraged and facilitated either through formalized proce-
dures or through special machinery for handling patents set up within the
institution. In many instances the services of an outside organization
closely related to the institution or under agreement to act as its patent
management agent are employed.

Some institutions administer patent applications and the resulting pat-
ents directly, utilizing their regular administrative personnel or special
units within the institutions or, where separately organized, agencies re-
sponsible to their boards of trustees. Others, for legal or fiscal reasons,
use the facilities of separately incorporated patent management foundations,
independent of but closely allied to the institutions. Still others have
entered into agreements with Research Corporation,7 a nonprofit patent man-
agement foundation, to handle patentable discoveries in their behalf, with
full protection of their interests and those of the inventors and the public.
Most institutions endeavor to avoid becoming involved in the intricate legal
and commercial aspects of patent management, mainly because they lack person-
nel with the requisite specialized knowledge and experience.8

Nearly all of the formalized patent policies and many of the generally
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accepted practices cover all types of research on the campus. Most of the
others are concerned mainly with problems growing out of sponsored research
projects supported by outside agencies on a contract basis. Certain insti-
tutions are unwilling and a few refuse to undertake research projects which
entail patentable developments. Others are willing to undertake such pro-
Jects only when they retain complete control over both the patent rights

and the publication of the findings of the investigation. Still others will
enter into contracts under which the sponsor receives, for a consideration,
full possession of the research findings, including title to all patentable

discoveries.

There is no uniformity in the terms or conditions under which sponsgred
research is accepted and conducted, nor in the determination of charges.
Some institutions have established specific policies for handling all such
research; others make the best arrangements obtainable in each case. Some
will accept only projects which are definitely related to their educational
programs and which can be performed by faculty members and students as part
of their regular activities. Others have set up special facilities for spon-
sored research, employing personnel who devote full time to such activities.
A number have established special bureaus or divisions within the institu-
tion to relieve the faculty and regular administrative personnel from con-
tractual relations with research sponsors.

Formalized Policies

Even the formalized university patent policies show little similarity
in style or research situations covered._  As indicated in the thirty-seven
policy statements given in the Appendix,lo some are very brief and general;
others are specific in their delineation of procedures; still others are
confined to certain types of research. Many of these policies are currently
under review to meet changing postwar conditions in the institutions, and
also to clarify local situations and conform to experiences with research
and patent problems.

Most of the formalized policies have been established through trustee
action, usually after extended prior study by special faculty committees and
administrative approval and recommendation. In many instances the policy
statements have been incorporated in the official by-laws and regulations
of the institutions concerned; in other instances they are to be found only
in the minutes of meetings of the boards of control. The patent policies
of several of the state institutions have been established by legislative
action and are part of the organic laws of the states. In one instance the
patent policy of an affiliated research foundation serves as the policy of
the institution. In other instances the practices of affiliated research
foundations conform to general university patent policies.

Certain of the policy statements have been published in booklet form,
frequently as part of general research and other faculty regulations, but
a number exist only in mimeographed or other semi-permanent form. The
statements vary in length and also in the extent to which they provide for
the various possibilities that might arise and delineate the procedure to
be followed. In practice the policies are all subject to and are given
local interpretation, in conformance with institutional regulations and
other pertinent considerations.
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Of the institutions with formalized ratent policies, Columbia Univer-
sity and the Massachusetts Institute of Technology, both of vhich have had
considerable research and patent experience, have developed comprehensive
policies and programs of procedure which are most suggestive. Since their
original formulation both of these rolicies have been continuously under
review and on several occasions changes in the procedure has been made to
improve and facilitate their operation.

The Columbia policyll dates fram 1924, when the University Statutes
were amended to provide for an Administrative Board of University Fatents
with authority in its discretion, subject to the direction and control of
the Board of Trustees of the University, "to accept for and on behalf of
the University by assignment or otherwise, either directly or through trus-
tees or holding corporations, patents, patent applications, royalties, li-
censes, or rights therein covering discoveries, inventions or processes,
whether produced by members of the teaching staff of the University by use
of University laboratories or otherwise." The Board was also empowered to
make arrangements, on such terms and in such way as it might approve, for
"the use, manufacture, sale or other disposition thereof, or of rights
therein, with power, subject always to the approval of the Trustees, to ar-
range for the use or division of the proceeds thereof."

The occasion for the formulation of the original Columbia policy was
the discovery by a member of the pathology department, while working in one
of the University laboratories, of a chemical product which proved to be a
specific remedy for the disease of rickets. Desiring to assign to the Uni-
versity the patents issued to him to cover this invention, he raised with
the administration the question of procedure. He wanted to assure to the
University a share in the royalties which might be expected to accrue under
the patents, and also to insure for the public a new and effective medical
remedy made under the best possible conditions and sold at a reasonable
price. In order to meet this situation and to handle similar patentable
devices which might be assigned voluntarily to the University, the Board of
Trustees of the University in 192, amended the University statutes to pro-
vide for the establishment of an Administrative Board of University Patents.
This Board was almost immediately replaced by a patent holding corporation,
University Patents, Inc.,” for the same purpose. A Committee on Patents
was also created to act as a policy-making group on University patent pro-
cedure and to serve in an advisory capacity to staff members.

The Massachusetts Institute of Technology policyl3 was originally a-
dopted in 1932 when a Faculty Committee on Patent Policy, appointed by the
President of the Institute,was established, with the following duties:

1. To receive and act upon reports of invention from members of
the staff.

2. To determine inventorship, dates of conception, disclosure.
and reduction to. practice in respect to 1 above.

3. To determine equities of Institute. inventor, co-inventor,
and other parties.

4. To recommend inventor participation in fimancial returns.
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In December 1942, at its own request the Committee on Patent Policy was
relieved of the following responsibilities, which were then assumed by a new
Camittee on Patent Management:

To unify a policy on the business management of all patents..in
which the Institute has equities.

To advise on patent provisions of contractual arrangements to
which the Institute is a party.

To advise on patent arrangements which involve expenditures of
funds of, or on account of, the Institute, and to make recommen-
dation in this regard to the President.

To review matters of broad policy in patent matters affecting
Institute relations with the public.

To represent the Institute in receiving and disposing of patent
rights.

The title of the former Faculty Committee on Patent Policy was changed to
the Massachusetts Institute of Technology Patent Committee, its personnel
remaining unaltered. An agreement has also been made with Research Corpor-
ation whereby this organization handles all legal and commercial aspects of
inventions assigned to it by Institute inventors.l4

The patent policyl5 of Lehigh University, adopted in 1924, is designed
to preclude the appropriation and exploitation by personal or private inter-
ests of the results of discoveries or inventions made in the laboratories
of the University, the cost of which has been paid from University funds or
from funds under the control of the University. That policy differentiates
between inventions made by members of the University staff in the course of
their regular duties and thosg made on sponsored research projects. The
Lehigh Institute of Researchl® was created in April 1924 "to encourage and
promote scientific resedrch and scholarly achievement in every division of
learning represented in the organization of the University; and in recogni-
tion of the need for further and more exact knowledge in science and in the
applications of science to the affairs of modern life."

The policyl7 governing the administration of patents resulting from re-
search at Pennsylvania State College is embodied in a series of recommenda-
tions formulated by the Council of Research of the College, and adopted by
the Board of Trustees in March 1931. Patent rights assigned to the College
under the terms of the policy may be assigned to the Pennsylvania Research
Corporation18 or other agency selected for the administration of the patent
rights in the interest of the public, the College, and the inventor. The
policy covers investigations financed wholly by the College; investigations
in which a part only of the material requirements or personal services in-
volved are provided at the expense of the College, the remainder being con-
tributed an organization of an industrial or other character, or by indi-
viduals not connected with the Gollege; investigations financed wholly by
an organization of an industrial or other character; and ihvestigations rer-
formed by members of the college staff on their own time and at their own
expense. '
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In 1935 Drexel Institute of Technology, the University of Louisville.
and Michigan College of Mining and Technology formalized their policies.l9
That of the Drexel Institute of Technology is similar to the Massachusetts
Institute of Technology policy and that of the University of Louisville is
patterned after the original Columbia policy. The provisions of the Michi-~
gan College of Mining and Technology policy are included in the agreement
signed by every employee when accepting a position at the College.

It is the policy?0 of the University of Illinois in such cases where it
seems best to take out patents on discoveries and inventions made by members
of the staff on University time and using University equipment, to require
the staff members concerned to assign the patents to the University. Under
this policy it is considered the duty of the University to conserve and ad-
vance the interests of the public in matters of discoveries and inventions
made under its auspices and to seek to insure for these the largest possible
use. As the widest benefits to the public at large may not always be at-
tained by the same procedure, it is provided in the by-laws of the Board of
Trustess of the University that each case must be decided on the basis of
the character of the patentable discovery or invention and a procedure adop-
ted accordingly. These matters are handled by two committees, one a commit-
tee of the Board of Trustees which concerns itself with questions of policy
and the other a committee of the faculty which handles the administration of
the patent matters. The patents are assigned to the Board of Trustees of
the University for a nominal consideration and the Board administers the
rights under the patents in ways to suit the conditions, dedicating the pa-

tent to the public or licensing its use. The facilities of the University
of Illinois Foundation?l may be used in the commercial exploitation of the

patent rights.

In 1913 the officers of the Engineering Experiment Station at the Uni-
versity of Illinois adopted a series of regulations to govern the activities
of the staff of the station. These regulations, with slight modification,
have been approved by the Trustees of the University for general applicabil-
ity to the entire University.

(1) That the principle be recognized that the results of experi-

mental work carried on by or under the direction of the scientific

or teaching staff of the College of Engineering and the Engineer-

ing Experiment Station, and having the expense thereof paid from

the University funds or from funds under the control of the Uni-

versity, belong to the University and the public and should be

used and controlled in ways to produce the greatest benefit to the

University and the public.

(2) That in case of valuable discoveries and inventions which
may be expected to have a basic relation to other discoveries or
inventions of commercial importance, the practice be established
of taking out patents to be controlled by the University, and that
any member of the scientific or teaching staff of the College of
Engineering who has made a valuable discovery or invention as the
direct result of his regular duties on University time and at Uni-
versity expense may be required to patent his discovery or inven-
tion,zghe expense connected therewith to be borne by the Univer-
sity. '
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A policy,23 originally adopted in 1937 for the School of Mines of the
University of North Dakota, to provide for the administration of patents on
discoveries of utility in experimentation and testing of state minerals and
allied resources, is now applied on a university-wide basis. Established
by legislative action, that policy is embodied in the Complied Laws of the
State of North Dakota. In 1943 the North Dakota Research Foundation?k was
created by legislative enactment to plan, execute, and direct a program of
research designed to develop the natural resources, both mineral and agri-
cultural, and to bring about greater economic stability in the state. The
Foundation is authorized under the law to accept and administer patents
assigned to the state, including those assigned in accordance with the Uni-
versity patent policy.

In 1938 the policy25 was established at Iowa State College of securing
patents to be controlled by the College, or any agency established by it, on
inventions that are the outgrowth of the ressarch work of members of the
staff, when it is believed to be for the best interests of the state. It
is not the purpose to secure patents merely because there appears to be the
possibility of revenue accruing, nor is the research program to be directed
away from fundamental research into development work in the ho e of securing
valuable patents. The Iowa State College Research Foundation<® was created
as an agency to which members of the College staff might assign patents for

management and exploitation.

The basic policy27 of Princeton University was formulated in 1938 and
has continued in effect without substantial modification since that time.
The administration of the policy was originally the respeonsibility of a
Patent Committee, superceded in 1946 by a Committee on Project Research and
Inventions .28 In cammom with a number of other institutions, Princeton has
entered into an agreement with Research Corporation to act as its patent
managenment agent.

Stanford University also adopted a formalized patent policy29 in 1938.
Under this policy discoveries or inventions made by members of the staff or
by other persons making use of the laboratories or other facilities of the
University are reported to the Fatent Committee of the University and those
which, in the opinion of the committee, should be protected by patents are
assigned to the University. The University reserves the right, in its dis-
cretion, to so manage and exploit all patents assigned to it in the public
interest and in such manner as it considers to be consistent with the best
interests of both the public and the University. .

The Board of Regents of the University of Arizona adopted a university
patent policy30 in 1939, under which an employee, either on full or part
time, who develops an invention as the result of research work for which he
is paid by the University, is required to report it to a latent Committee
of the Faculty. If the committee decides that the invention or discovery
is meritorious and if the process or article is such that it probably can
be marketed profitably, the matter is submitted to Research Corporation,
which has been designated by the University to act as its patent management
agent.

Under a policy3l adopted in 1940, the South Dakota School of Mines and
Technology recognizes the principle that the results of research whose cost
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has been paid from School funds, or funds under the control of the School
belong.to the School and should be used for the benefit of the School and
the State of South Dakota. Vhen a research worker reports a patentable
discovery or invention to the President of the School, a faculty committee
is immediately appointed to investigate it and make a recommendation on the
desirability of patenting it. Patents assigned to the School, either under
the procedure asuthorized under the policy or by gift, are administered by a
Patent Administration Committee which may assign the patent rights to a re-
search foundation for management.

In 1943, after a long study by a special committee, the Regents of the
University of California adopted a formal patent policy32 applicable to "all
members of the faculty and other employeees of the University who may devise

. inventions which are patentable." It is designed to facilitate patent ap-
plications, to protect both the University and the inventor, to arrive at an
equitable determination of the rights of all concerned, and to provide uni-
form rrocedure in patent matters. The policy statement delineates in detail
the attitude of the University and the procedure to be followed in handling
patentable discoveries. While the University recognizes an obligation to
safeguard whatever interest it may possess from patents issued on discoveries

. and inventions growing out of research on its campus, the assignment by the
inventor of whatever rights he may possess in a patent or the appointment of
the University Board.of Fatents to act as his agent is optional on the part
of a faculty member or other employee.

The policy statement of Carnegie Institute of Technology,33 which is
published in booklet form for distribution to all concerned, also covers in
detail questions concerning the ownership of inventions, the administration
of the policy, and its applicability to students. The Institute believes in
the encouragement of invention and discovery, and in adequate rewards to in-
ventors. Tihile the development of patentable inventions and discoveries is
not the primary rurpose of research activities conducted at the Institute,
patents on inventions and discoveries made on its campus or with its cooper-
ation may be deemed desirable for various reasons. Examples of those rea-
sons . are: "to protect the Institute from possible undesirable publicity re-
sulting fram uncontrolled development; to protect the public from possible
mis-use of an invention or discovery through its exploitation by personal
or private interests; or to improve facilities for research from any income

. that may accrue."34

Three of the shortest, but nevertheless camprehensive, policies are
those of the University of Chicago, Clemson Agricultural College, and Yalc
University. All three present very definitely the attitudes of the institu-
tions on the patenting of the results of scientific research conducted by
members of their staffs. Under the University of Chicago policy,35 based
upon the principles of complete freedom of research and the free, unrestrict-
ed dissemination of information, neither the University nor any member of
its staff may profit from research by means of patents, royalties or licens-
.ing agreements. At Clemson Agricultural College the principle is recognized
that the results of experimental work carried on by or under the direction

of any College employee or employees, where any of the facilities of the
College are used or where any part of the expense involved is paid from

funds controlled by the College, belong to the College and the public and
shall be used and controlled in ways to produce the greatest benefits to the
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College and the public. In the event of any discoveries or inventions re-
sulting from such experimental work, the Board of Trustees reserves the
right to detzrmine what use may be made of them in the best interests of
the public.3 It is the policy37 cf Yale University that neither the Uni-
versity nor the members of its faculties should make profits from inven-
tions or discoveries made at the University, or in conncction with its
activities, and especially from inventions or discoveries which may affect
the health or welfare of individuals or of the public.

These brief descriptions of the situation at institutions which have
formulated patent policies illustrate the great diversity of practice now
prevailing. As indicated in the verbatim policy statements given in the
Appendix, 8 some of the more recently adopted policies are patterned after
those already existing in other institution, particularly Columbia and
lehigh Universities, “assachusetts Institute of Technology, the University
of Illinois, and Pennsylvania State College.

Generally Accepted Practices

A number of institutions which do not have formal patent policies fol-
low practices which are generally accepted throughout the insitutions for
the handling of patentable products of the research efforts of their faculty
merbers and other employees. In the observance of these generally accepted
practices an inventor or discover is usually under no compulsion to assign
his patent rights to the institution. However, in many instances he is en-
couraged to utilize the facilities of a nonprofit research foundation inde-
pendently incorporated but closely related to the institution or to assign
his patents to Research Corporation for management and exploitation. Many
of these iristitutions have been giving consideration, especially during the
past several years, to the formulation of definitive patent policies.

At Cornell University the members of the faculty are under no obliga-
tion to turn over patentable discoveries and inventions to the University.
However, opportunity is provided through the Cornell Research Foundation39
for them to seek relief from the intricate legal and administrative respon-
sibilities of patent management by the assignment of their patents under mu-
tually agreeable terms. Recently the University entered into an agreement
with Research Corporation to represent its interests and those of the Cor-
nell Research Foundation, the stock of which is wholly owned by the Univer-
sity.

While it is recognized by the Regents of the University of Minnesota
that the compulsory assignment of patentable discoveries is necessary when
they are the result of cooperative research or are developed in one of the
University's experiment stations, it is the belief of the Regents that other
discoveries should be assigned to the University on a‘voluntary basis. To
handle situations as they might arise the Regents established in 1938 a Uni-
versity Committee on Patents, to which all patentable discoveries are re-
ported. That committee is authorized to receive and consider applications
from staff members desiring to secure patents, at University expense and with
University control and participation in profit, and recommends to the Board
of Regents agreements with staff members for the assignment of patents. One-
fourth of all royalties are given to the staff member when the patent is in
the general field of his employment, and one-half when it is outside that
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field and University funds and facilities were not used in the development.
Patents assigned to the University are managed directly by the govzsning
board of the University, which enjoys wide latitude in its powers. The
position is taken that it is not improper to use the control of patents as

a means of adding to the research funds of the University. In the adminis-
tration of patents assigned to it, the University is guided by the spirit of
the conclusions of a faculty committee of some years ago, although not fol-
lowing the recommendations in every instance. These conclusions rrovide

for the granting of monopolies for the manufacture, sale and use of products
the patents for which are held by the University, and also the acceptance of
royalties by the University from the sales of such products. It is the prac-
tice in all such cases to allocate the funds so received to further research
in the same or allied fields.

The recommendations of the faculty caumitteehfresent some fundamental
aspects of the problem which are worthy of study.

The University cannot take out patents, but they can be secured
by members of the staff and later signed over to the University.
When a member of the staff signs over a patent to the University,
presumably he is moved to do so for one or more of the following
reasons:

' First, if the institution in which he works is supported by
taxation, he feels that the benefits of his discovery should, so
far as he and his institution are concerned, be given to the peo-
rle. Being in the employ of the University when he makes the dis-
covery, he does not feel that he is entitledto the financial
benefits likely to come from it.

Second, if he holds the patent, and accepts royalties from
the sale of a product or process, which, in the natural course of
his work he must pass judgment upon, he loses caste with research
workers in his field. He is regarded as being commercial rather
than scientific -in his purposes, his subsequent contributions to
science do not carry so much weight because his fellows are not
sure of his motives. At this point he does not get full protec-
tion if the University grants a monopoly on the manufacture and
s~rle of the product, and if it accepts royalties from sales, be-
czuse his fellows will feel that either directly or indirectly he
is the recipient of benefits from the patent.

Third, he is aware of the temptation to become commercial in
his outlook, particularly in case of a large volume of sales of
the patented product and wishes to avoid any such temptation.
%hether or not large profits will accrue from any particular pat-
ent is not germane, since it is inevitable that in most cases the
measure of success will be the financial returns.

Fourth, in most fields of scientific work the university man
feels that his professional code of .ethics would not sanction the
rroposed arrangements any nore than would the lawyer's code permit
him to be a silent partner in a firm which he was prosecuting.
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In granting monopalies on patents and in accepting royalties from
the sales of the resulting products, the University faces problems
that may prove embarrassing.

First, the research spirit in the staff would suffer and the
regard for the University as a research institution would be less-
ened.

Second, there would be a tendency, on the part of the public,
to let the University live on its earnings. As this situation de-
veloped, it would sver be that the value of a man to the University
would be measured by the income which he brought to the institution,
rather than by scholarly attainment.

Third, research workers are fallible. It is not beyond pos-
sibility that a mistake will be made, that a product lacking in
merit will be patented, *hat large sales will be made for a time
and that the University will receive severe criticism for accept-
ing royalties on the sales of such a product.

Fourth, by granting monopolies and accepting royalties the
University indirectly competes with commercial companies. A com-
pany may offer an inferior product as a substitute for one on
which the University is accepting royalties. If so, it will be
rather difficult for the University to prove that its statements
relative to its inferiority are unbiased. Competing companies
will be prompt to take advantage of this situation.

Fifth, the Agricultural Experiment Station would be most af-
fected by any policy of granting monopolies on patents and ac-
cepting royalties from the sales of the resulting products. For
years these institutions faced the criticism that their work was
so centered upon the immediately practical that it was not sound
scientifically. There were always outstanding exceptions and in
recent years the insitutions have demonstrated their thoroughness
and scientific background. They would be exposed to new and
general criticism and greatly handicapped in their work if they
became definitely involved in competition with commercial firms.

Sixth, a company to which a monopoly is granted may not be
anxious for improvements on the ratented product to come in rapid
succession. A specific instance of a company so expressing itself
can be cited. Such an attitude depresses the spirit of research.

Ohio State University follows the general practice of using the facili-
ties of the Ohio State University Research Foundation#0 in the handling of
patent matters, as well as sponsored research projects. Each patentable
discovery or invention is considered on its own merits and in the light of
the circumstances leading to its conception. Except in connection with re-
search projects conducted under contracts made by the Foundation, the Uni-
versity has no formalized patent policy other than the provisions in the
State Statutes that all rights accruing fram patentable discoveries result-
ing from investigations carried out in the University laboratories with the
use of University facilities are the property of the University and that the
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University may assign and transfer its rights or grant licenses as desired.
It has been the general practice for the University not to apply for patents
in the field of medical research, but rather to disseminate the results of
such work in the widest possible way for the greatest public benefit. Pat-
ents in this field would be applied for only in those special cases in which
the medical profession felt that it was necessary for the protection or wel-
fare of the public.

Similarly, the University of Tennessee has no formalized patent policy
but all members of the faculty and staff of the University are encouraged to
use the facilities of the University of Tennessee Research Corporation,43
which was organized in 1934 with "the general welfare of society, not indi-
vidual profit" as its main object. Thile legally independent, the Corpora-
tion is in effect a subsidiary of the University and is controlled and main
tained through the membership of administrative officers and faculty on its
directorate. The Corporation was formed to hold title to patents issued to
members of the staff of the University of Tennessee as a result of develop-
ments growing out of research work in the various divisions and departments
of the University and to promote the use of the inventions and discoveries
covered by these patents. It is believed that the major benefits come from
the fact that the Corporation serves as a means of protecting results of re-
search from selfish exploitation or suppression by interests which might
gain control in some way. The Corporation also provides a link between the
laboratory and the field of practical application.

At the University of Wisconsin the individual research worker, faculty
or student, is privileged to handle the patentable results of his scientifie
research in any manner he sees fit, unless funds for the research project
are derived fram a private source and some prior arrangement has been made
underwhich the sponsor obtains title to any patentable discoveries. Some
staff members have assigned their inventions and discoveries to the Wiscon-
sin Alumni Research Foundation“4 as their agent and have permitted profits
which have accrued from these discoveries to be compounded through this
agency. The Foundation was organized in 1925 "to promote, encourage, and
aid scientific investigations and research at the University and to assist
in providing the means and machinery by which the scientific discoveries
and inventions of the staff may be developed and patented, &hd the public
and commercial uses thereof determineg; and by which such utilization may be
made of such discoveries and inventions and patent rights as may tend to
stimulate and promote and provide funds for further scientific investigation
and research within said University." 1Vhen patentable ideas developed by
university faculty members or students are voluntarily turned over to the
Foundation, efforts are made to commercialize them with the understanding
that after the cost of development has been recouped, ang repaining moneys
are to be employed in the support of research in the natural sciences.

It has been the general practice at Indiana University, which does not
have a formal patent policy although the question has been under study for
some time and considerable work has been done on the formilation of a defi-
nite statement of policy, not to permit applications on the products of in-
dividual or school supported research. In 1936 a separately incorporated
body, the Indiana University Foundation,h5 was established to finance re-
search, handle patents, aid the University in undertakings for which funds
were not otherwise available, and generally perform such functions as the
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University, being a state institution, could not do for itslef. l'any of the
contracts made by the University in connection with research grants contain
clauses relative to the ownership of the inventions that may develop as a
result of the grant. In most of these contracts the University has the op-
tion of retaining ownership of the invention in its own name or in the name
of the Indiana University Foundation. Members of the faculty have also been
permitted to sign contracts with commercial organizations furmishing finan-
cial support and to agree in the contract &s to tiie patent rights, in sou:e
instances with the returns from royalties going directly to the research
worker. It is felt that this plan is not objectionable and is broad enough
to encourage substantial support of research studies by commercial organi-
zations, and that a stricter policy would undoubtedly remove considerable
support of research programs and would deny faxurty and graduate students
the opportunity of gaining valuable research experience.

. No pressure is brought to bear on a staff member of the University of
Toronto to assign to the University any patent that may be issued to him on
a discovery of his own, even though that discovery may have been made in one
of the University laboratories, but a procedure similar to that followed at
Columbia University has been developed and is generally observed. Under the
procedure the University will accept the assignment of a patent offered to
it if in the judgment of the Governors of the University such acceptance is
considered desirable. Since 1906 the Governors of the University have been
empowered to "rurchase or otherwise acyuire any invention or any interest
therein, or any rights in respect thereof, or any secret or other informa-
tion as to any invention, and apply for, purchase or otherwise acyuire any
patents, interests in patents, licenses and the like conferring any exclu-
sive or nonexclusive or limited right to make or use or sell any invention
or inventions; and use, exerciee, develop, dispose of, assign or grant li-
censes in respect of, or otherwise turn to account the property rights or
information so acquired; and generally possess, exercise and enjoy all the
rights, powers and privileges which the owner of any invention or any rights
in respect thereof, or the owner of a patent of invention or of any rights
thereunder may possess, exercise and enjoy. 46 Tt will be recalled that it
was in the laboratories of the University of Toronto that the possibilities
of insulin as a treatment for diabetes were discovered in 1921.

There are no special legal or statutory provisions at Fundue University
for handling questions concerning ratentable devices and inventions result-
ing from faculty or institutional research. Iach case is considered indi-
vidually and on its merits. In those instances where royalties have been
received the investigator has been permitted to share in the royalties on
some equitable basis. Because of the large amount of research work being

‘ done on the Purdue campus and the extensive research relations with indus-
try, mmuch consideration has been given to the problems involved, and the
need for a more definite policy for determining these matters recognized.

In 1930 the Furdue Research Foundation47 was organized to cooperate with in-
dustry in the solution of pure and applied scientific research problems, "to
promote educational purposes by encouraging, fostering and conducting sci-
entific investigations and industrizl research; by training and developing
rersons for the conduct of such ‘investigations and research and by acguiring
and disseminating knowledge in relation thereto; and further, both in con-
nection with Furdue University and independently thereof, to foster and en-
courage education and learning in science, agriculture and mechanic arts and
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to promote the liberal and practical education of the industrial classes in
the several pursuits and professions of 1lifc." The facilities of the Foun-
dation are available to the staff of the University and to the University
itself for the handling of patent matters and the administration of patents,
obtained either by voluntary assignmert or, in the case of sponsored research,
as required under the terms of the contract with the sponsor.

The formulation of definitive research and patent policies is currently
under consideration at the State College of Washington, in line with plans
for the extension of the research activities of the College. At present
patents are handled through the State College of Washington Research Founda-
‘l'.:Lon,l*8 which was organized in 1939 with extensive powers for promoting edu-
cational objectives "by encouraging, fostering and conducting scientific in-
vestigations," along lines similar to the Purdue Research Foundation, after
which it is patterned.

At a number of other institutions which do not have formal patent pol-
icies it is the generally accepted practice either to leave to the indivi-
dual inventor full responsibility for handling patents resulting from his
research efforts or to decide each case on its merits, as it arises, and in
a manner that seems best under the circumstances. Aid and assistance may
be given through standing and ad hoc committees, through administrative of-
ficers and legal counsel, or by reference to a patent management organiza-
tion such as Research Corporation or an affiliated research foundation.
Largely as the result of recurring problems and the increasing interest in
scientific research many of these institutions are presently giving consid-
eration to the formalizing of existing practices into definitive research
and patent policies.

Policies of Limited Application

Experiences and problems with medical patents and patentable results of
sponsored research, contractually arranged with industrial concerns and gov-
ernment agencies, are causing many institutions to establish either formal
policies, institutional practices or standard procedures for dealing with
such matters. Specific instances of the situation at a number of medical
schools, as well as the universities with which many of them are affiliated,
are describedin the chapter on Medical Patents, while the policies and prac- .
tices observed in connection with contractual research are discussed in the
chapter on Sponsored Research. Brief mention of certain of those situations
will serve to illustrate the limited application of many prevailing policies
and practices.t9

Neither Harvard University nor Johns Hopkins University concerns it-
self with discoveries and inventions made by faculty members or students in
fields other than those relating to public and individual health, both in-
stitutions leaving such matters to the inventor. At Harvard University no
patents primarily concerned with therapeutics or public health may be taken
out by any member of the University, except with the consent of the Presi-
dent and Fellows of the University, nor will such patents be taken out by
the University itself except for dedication to the public.5° This policy,
originally adopted in 1934 upon the recommendation of several faculties of
the University, deals with the subject matter of the research rather than
the site of its performance. Similarly, Johns Hopkins University, while
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officially pursuing a hands~off policy on patents resulting from research

in its various schools, discourages the acquistion of patents, either by

an individual staff member or by the_ University, on inventions and discover-
ies which may affect public health.”l Both universities encourage the use
of the facilities of Research Corporation in cases where it seems desirable
in the public interest to resort to patents.

While the formulation of a general university patent policy has been
under study for several years at St. Louis University, the only policy ob-
served at present is with reference to the voluntary assignment, without
consideration of personal benefit, of patent rights to discoveries in fields

- in any way related to medicine and public health. This practice, initiatd
in 1930 in connection with the discovery of theelin and its subsequent pat-
enting, provides a procedure for handling such patents in a manner that
will insure more adequate public protection and foster further scientific

research within the University.52

Other examples of formalized policies and generally accepted practices
governing the specific handling of medical patents, frequently at variance
with the general patent policies of the institutions with respect to other
types of patents, are discussed in the chapter on Medical Patents,>3 as is
the situation in independent medical schools. In many instances provision
is made for the control and administration of such patents in the public in-
terest through Research Corporation or other special nonprofit patent man-

agement foundations.

The substantial volume of sponsored research now being conducted on
the university campus, especially contractually arragned research supported
by industry and by Government, has caused many institutions to adopt defin-
itive policies for the handling of patents that might grow out of such re-
search. A number of institutions, in their patent policies, differentiate
between research which is sponsored and supported by agencies off the campus
and other types of research. Others, which observe a laissez-faire attitude
with respect to other types of research have formalized their procedure for
handling sponsored research.

Except with respect to contractual research conducted in or under its
Department of Engineering Research, the University of Michigan itself does
not have any clearly defined patent policy. Outside of such sponsored re-
search projects, each case is handled in the light of its own circumstances,
with a resulting wdde variation of practice and procedure in the various
departments of the University. However, in connection with its contractual
research program, the Department of Engineering Research has over the years
developed a defin%ke policy and procedures for handling patents growing out
of such research. Patentable discoveries and inventions made by Univer-
sity employees engaged in these research projects are handled in accordance
with an optional patent agreement clause fully covering matters of title
and compensation, which is contained in the contract made with the sponsor.

Sponsored research conducted in the College of Engineering of New York
University, under contract with industry, government agencies, and philan-
thropic or scientific organizations, is governed by university regulations.
A formal agreement, called a memorandum of understanding, is made with the
sponsor of the research project. This agreement includes the disposition.
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of any patent rights that accrue, compensation of the inventor, and gontrol
of publication and publicity in any way connected with the project.5

lio control is exercised over patents issued to members of the general
faculty of the Georgia School of Technology, but full-time research employ-
ees. including those in the engineering experiment station, and those engaged
on investiégtions directly financed by the School, the Georgia Tech Research
Institute,”?® or an outside sponsor are under obligation to assign their pat-
ents to the School. The policy in all such cases is intentionally broad in
order to meest individual situations. A private nonprofit Georgia corpora-
tion, known as the Industrial Development Council, formerly handled patent
matters for the School. In 1946 it was superceded by the Georgia Tech Re-
search Institute, whose purpose is to implement and coordinate the utiliza-
tion of the research facilities of the School by industrial concerns, asso-
ciations, government agencies, and individual sponsors. In the administra-
tion of contractual research projects the sponsor is protected¢ on patent
rights, which may be exclusively assigned to him under the terms of the con-
tract made with the Institute. 1In accordance with their contracts of employ-
ment, employees of the School and of the Institute participate in the net
proceeds realized by the Institute from the exploitation of patents, unless
by preassignment all patent rights become the. property of the sponsor of a
particular research project.

In 1932 the governing board of the Virginia Polytechnic Institute for-
mulated a policy governing the research activities of the Institute staff,
particularly those in the engineering experiment station. Three years later
the V. P. I. Research Foundation57 was organized as a nonprofit corporation
to provide suitable facilities and a stimulating atmosphere at the Institute
for productive research and to protect the interests of the Institute and
its staff in the results of such research. This action was taken in recog-
nition of the fact that the management of patents and of research grants is
somewhat foreign to the usual functions of an educational institution and
that it was desirable to create a separate corporation to administer such
funds. Income from patents is divided between the Foundation and the inven-
tors, the Foundation's share being devoted to increased financing of scien-
tific research. -

Policies and administrative procedures for the handling of sponsored
research and resulting patents have been subjects of discussion at several
recent meetings of the Engineering College Research Council of the American
Society for Engineering Education. The question is of deep concern to the
engineering schools belonging to the Council, many of whom conduct extensive
sponsored research programs. In 1944 the Council published, for the benefit
of its members, an exhibit of representative patent policies of six colleges
and universities, and in 1947 published a similar exhibit including &he pol-
icies of eighteen others.58

Institutions with agricultural and engineering experiment stations re-
quire full-time research employees of those stations to assign their pat-
ent rights on discoveries and inventions growing out of their regular duties.
Similarly, full-time employees of the research institutes and foundations af-
filiated with a number of the institutions, as well as part-time faculty mem-
bers undertaking rescarch projects in or under these institutes and founda-
tions, are required to assign their patent rights under formalized policies
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or in accordance with the terms of the contracts made with the sponsors of
the projects.59

At Fordham University a formal patent policy, applicable only to the
teaching members of its Department of Chemistry, was adopted a number of
years ago. At that time several patentable ideas, including a process for
producing thiamine hydro-iodide and a fluorophotometer, had been developed
in the department. Under this policy a faculty member who discovers any
material or procedure that has commercial possibilities or that he suspects
has commercial value may choose one of two ways for its disposal, depending
upon whether the estimated proceeds would total $6,000 or more. If the esti-
mated proceeds would total more than $6,000, the matter is referred to a re-
search committee, appointed by the President of the University, which would
investigate the idea, negotiate regarding the patent and its administration,
and provigg for a division of the proceeds between the University and the

inventor.

In view of their obligations to the citizens of the statesfrom which
they derive their support, several of the state institutions reserve to them-
selves, for the benefit of the state, patent rights within the state on all
patentable discoveries and inventions made in their laboratories. At the
Colorado School of Mines, for example, the understanding with the faculty in
regard to such matters is that the individual investigator shall assign to
the School all rights for the territory of Colorado. All ogger rights are
the property of the inventor, who assumes all patent costs.

Publicaticn of Research Results

It is the usual practice for educational institutions to retain control
over the publication of the results of all research conducted on the campus,
except personal research. Then an investigation is financed through outside
funds, that control is frequently but not always exercised subject to prior
consent of the sponsor, and publication is withheld for a reasonable time to
protect patent applications and the interests of the sponsors in the com-
mercial development of new discoveries or processes.62 A few institutions
turn over all results to the sponsor, including publication privileges as
well as patent rights, merely reserving approval of any reference to the in-
stitution or its part in the investigation. In practically every instance
they proscribe use of the name of the institution in any way.

The question of publication rights is specifically covered in many of
the formalized patent policies. Columtia University, for example, reserves
all rights to the publication of data resulting from cooperative industrial
research, subject to the following conditions:

i. At the written request of the cooperating industry, publica-
tion will be withheld for a reasonable period so that patent ap-
plication can be filed. The industry will use its best efforts

to expedite such application but, unless specifically agreed upon,
this period shall not exceed six months.

ii. Any patented or commercial products mentioned in such pub-

lication shall not be referred to by name except with the consent
of both the University and the industry.
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iii. ¥hile the University will submit to the industry for review
and suggestions any proposed rublication previous to printing
same, and will endeavor to meet all reasonable requestsand sug-
gestions, the University reserves full agthority as to the form,
scope, and content of such publications. 3

The University of Chicago will cooperate with industrial organizations
by conducting fundamental research projects financed by grants from such
organizations and will make research reports to the grantgﬁs, but the Uni-
versity reserves the right to publication of the results. In all cases
the University reserves the right to publish the results of its researches
in such manner as its faculty may determine. It also reserves the right
to engage in further research relating to a patented product or process
previously developed by University personnel or to use any of its deriva-
tives or modifications. Only under these conditions does the University
feel that it can fulfill its obligations to the public and to industry as
a whole. The University will not permit its name or the namesof its in-
vestigators to be used in advertising.

In its collaboration with commercial firms in investigative work, the
University of Pennsylvanta requires that the results of such investigations
must be published solely according to the judgment of the workers and the
head of the department. The University will exercise reasonable delay in
the publishing of material that might jeopardize the position of patents
growing out of the investigation. The name of the University, unless spe-
cifically authorized, is not to be used in advertising or publicity materi-
al. The names of the investigators are to be mentioned only in literature
references. All advertising or publicity matter, including the distribu-
tion of papers or reprints, based on an investigation at the University of
Fennsylvania is subject to prior approval insofar as the advertising or
publicity material refers to or is an interpretation of the work done at
the University.05

Yost institutions specify, in their agreements or contracts with off-
campus sponsors of research projects, the terms and conditions under which
the research results may be published. In the absence of such a written
agreement, some reserve all rights to publication, as well as patents, pro-
vided this condition is understood by the cooperating agencies in advance.
Similarly. in the contracts with research workers, both those on full time
and those participating in a part-time supervisory or research capacity,
the institutions control the publication of results, in order to protect
the interests of the sponsors as well as their own.

In the contractual agreement made with sponsors of cooperative investi-
gations, the University of Illinois prescribes that "under no circumstances
will the sponsor state or imply in any advertisement or other published an-
nouncement that the University has tested or approved any manufactured pro-
duct, manufactured, sold, or distributed under a specific brand, name,.or.
trademark. It is also agreed by the sponsor that it will not under any cir-
cumstances use the name of the University in any advertisemggt, whether with
reference to the cooperative agreement or any other matter.

The YMassachusetts Institute of Technology takes the position that the
imrosition, by outside agencies, of restrictions on publication of research
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results, either for secrecy or patent reasons, would be incompatible with
the basic concept of an educational institution as a source and distributor
of knowledge. Therefore, research contracts involving such restriction will
be undertaken only for exceptional and important reasons. In no case would
a situation be permitted which could inhibit free and effective work by the
Institute in any scholarly field. Contracts with industrial or other oyt-
side sponsors, arranged through its Division of Industrial Cooperation, T
are written on this basis.

In the case of personal research, conducted on an individual's own time
and at his own expense, little or no restriction is in general placed on the
publication of the research results. As long as the name of the institution
is not improperly used or its prestige jeopardized, publication is left in
the discretion of the rescarch worker. Administrative approval, freguently
exercised through a special research committee, is usually required in the
case of institutionally supported research, undertaken as a part of the edu-
cational program or of the regular duties and responsibilities of the in-
vestigator. In the case of sponsored research, especially when performed
under contracts, the consent of the sponsor as well as the institution is
prescribed in the contractual agreements, both between the sponsor and the
institution and between the investigator and the institution or its research

agency .08

In undertaking research and development projects for private or govern-
mental agencies, California Institute of Technology will normally accept
only those which involve fundamental research likely to add to the knowl-
edge of natural laws and processes and which fall clearly within the scope
of the Institute's educational and research programs. Contracts for such
research are made under the condition that they will not unduly restrict
the publication of research results and conform to the Institute's patent

policy.69

The contract, under which sponsored research is conducted at the Uni-
versity of Michigan under its Department of Engineering Research, contains
the provision that, while the University agrees to use its best efforts to
prevent the disclosure of any facts or data furnished by the sponsor, the
University may, when duly approved by the sponsor, publish for the benefit
of science such results of the research project as are in the nature of fun-
damental or general principles.70

The basic assumption underlies cooperative research activities at the
University of Minnesota that, as a state-supported institution, the Univer-
sity has a interest in the advancement of scientific knowledge and in the
advancement of the economic interest and welfare of the people, particularly
the people of the state of Minnesota. Therefore, in the memorandum of
agreement made with a research sponsor, the University reserves the right to
publish the results of the investigation, but before publishing them the
University will give the sponsor an opportunity to review the manuscript and
will consider modifications. However, the decision of the University as to
what the publication shall contain is final. If the University elects not
to publish the results of the investigation, then the sponsor may with the
consent of the University publish them., after having first given the Univer-
sity an opportunity to review the manuscript, which shall not be published
until approved by the University in writing. No commercial brands or trade
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names shall appear in the publication of the results, except as they are es-
sential in the description of the research, nor shall the name of the Univer-
sity be used in any way for advertising purposes.7l

In its cooperative research program Rutgers University makes suitable
provision for the publication of research results of any character. If pat-
ent rights are involved, publication will be withheld for a reasonable peri-
od so that the patent application may be filed. Usually this period, stated
in the agreement, should not exceed six months. Although the University
will submit to the sponsor, for review and suggestions, any proposed publi-
cation and will endeavor to meet all reasonable requests and suggestions,
the University reserves full rights as to the form, scope, content, and
medium of publication of research results.?2

In their conduct of research campletely financed by industrial or other
outside sponsors, the special research institutes and foundations affiliated
with educational institutions usually turn over all the research findings to
the sponsor, including rights to the publication as well as the patenting
of those results. However, they restrict any reference, in advertising or
publicity matters, to the institution or to its research agency, unless prior
approval has been given. Their research employees are required, in their con-
tracts of employment, to fulfill the obligations of the institutions and their
research agencies to the sponsors.
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PERSONAL RESEARCH

In order to provide incentive and encourage personal research interests
of faculty members and other employees, most educational institutions place
little or no restriction on the disposition of inventions and patentable
discoveries resulting from scientific research conducted on an individual's
own time and at his own expense, even though the institution's facilities
and equipment may have been used. Such inventions are considered to be the
exclusive property of the inventor, and he retains the full patent rights
and complete freedom to dispose of them as he deems proper. A similar atti-
tude is usually taken in the case of student research.

It is the general practice at those institutions, particularly inde-
pendent liberal arts colleges, which have had little or no experience with
the problem and no urgent occasion as yet to adopt formal patent policies,
to allow their faculty personnel the widest freedom in these matters. When
the issue has arisen, it has either been decided by mutual agreement or the
college has disclaimed any share in royalties or other benefits. Faculty
comnittees and administrative officers have usually ruled in favor of the
inventor when any question has been raised as to the institution having any
interest or equity in the discovery.

Institutions with formalized patent policies usually recognize, by ex-
plicit reference or by implication in formal policy statements, that an in-
vention or discovery which is not related to the individual's regular teach-
ing or research responsibilities belongs to the inventor, and accordingly
waive all claim to a share in any possible financial returns. Similarly, at
many of the institutions which, in the absence of established policies, re-
cognize generally accepted practices, as well as those which observe laissez-
faire or hands-off policies, the ownership of patents resulting fram personal
research rests with the inventor. This is also one of the basic considera-
tions in most of the new policies now being formulated.

Exceptions to General Practice

Notable exceptions to the general rule are the University of Chicago,
Worcester Polytechnic Institute, and certain of the Catholic institutions
where many of the members of the faculty are cammnity priests who have lim-
ited property rights. At these Catholic institutions no question of owner-
ship arises, as patent rights, royalties, and other benefits accruing from
inventions would be administered by the community or the university in the
same manner as any other property.

The statutes of the University of Chicago provide that, in view of the
University's policyl of complete freedom of research and the free and unre-
stricted dissemination of information, neither the University nor members
of the staff shall profit from research by means of patents, royalties or
licensing agreements. Members of the staff are not permitted to receive
direct or indirect financial returns from patents based on work performed

37

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://www.nap.edu/catalog.php?record_id=21085

38

during their employment by the University or to make arrangemsnts for such
returns which take effect after the termination of their employment.

It is the practice at Worcester Polytechnic Institute, when a patent-
able idea is evolved by a member of the staff and a patent..application is
made, for the individual to assign the application to the Institute. When
the patent is granted, the entire right, title and interest become the pro-
perty of the Institute, which mag then enter into a monetary arrangement
with the staff member concerned.

As discussed more in detail in the chapter on Medical Patenta,3 certain
institutions make exceptions in the matter of patentable products of scien-
tific research that affect public or individual health, even though they are
the result of investigations conducted by a faculty member independent of
his regular duties, on his own time, and at his own expense. In this con-
nection particular attention is called to the specific policies of Harvard,
Johns Hopkins and St. Louis Universitiesk and the generally accepted prac-
tices in a number of the medical schools where no formalized patent policy
exists.

Within Field of Employment

At a few institutions a distinction is made between discoveries within
the inventor's field of employment and those outside that field. Such a dis-
tinction is embodied in the formal patent policies of the University of Flor-
ida and Massachusetts Institute of Technology. Almost invariable those em-
ployed for full-time research in state agricultural and engineering experi- .
ment stations and in special research laboratories and institutes affiliated...
with educational institutions are required to sign patent waiver agreements
covering patentable ideas and inventions in any way related to their work.

Patent rights growing out of an investigation conducted by an employee
of the University of Florida on his own expense and his own time go to the
employee and remain his private property, if the discovery is mmde outside
the field in which he is employed by the University. If the discovery is
within the field of his employment, it must be reported to the University Re-
search Council for study and recommendation of a "suitable policy" for han-
dling the patent rights, including the payment of a "just compensation," (at
least twenty-five per cent of the net proceeds) to the inventor.25

Inventions or developments produced by staff members of Massachusetts
Institute of Technology along lines unrelated to any Institute program of
research with which the individual .may be connected and to the production
and development of which the Institute contributes nothing substantial in
funds, space or facilities are tge exclusive property of the person produc-
ing the inventor or development.

The results of research investigations performed by the staff members
of Pennsylvania State College on their own time and at their own expense are
recognized as "obviously the private property of the investigator." It is
generally assumed that title to a patent remains with the inventor unless
the College can show that the patent was the result of an investigation on
which the inventor was sppcifically employed, usually covered by contract
or as a result of studies made by him under the direction of the College.7
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At California Institute of Technology any invention or discovery made
by a staff member on his own time and without aid of Institute facilities is
the sole property of the inventor. However, under the patent policy® of the
Institute, adopted in 1945, faculty members may not patent inventions which
are in a specific field of an Institute program without permission from the
Institute. The policy also prescribes that patents '"should be adminmistered
8o as not to involve the Ipstitute name or to discredit the Institute" and
that time spent in administering the patents should conform to the Institute
policy on the outside activities of staff members.

Special Determinations and Aid

In the absence of established policies some institutions consider each
case on its merits, leaving it to the judgment of the faculty member whether
he should bring the matter to the attention of the president or designated
administrative officer or faculty committee charged with consideration of
research and patent problems. A few of the universities having definite
patent policies require that all patentable discoveries, as well as the in-
tention to apply for patents, be brought to the attention of the administra-
tion, either directly or through appropriate committees.

A number of institutions have special committees or boards to which are
referred patentable discoveries, questions of the institution's interest in
them, and the desirability of securing patents at the institution's expense.
Vhen recommending the specific action to be taken in each case, these com-
mittees usually also determine what recognition or reward, if any, should be
given the inventor. In many instances the inventor is required or advised
to assign his rights to a patent management organization designated by the
institution to represent its interest and handle the commercialization and
general administration of the patent rights.

In the administration of formal patent policies many institutions use
these committees or the patent management agencies to advise and aid faculty
members on matters of patentability, prosecution of the patent application,
commercialization of the patent when issued, and general business aspects
of patent management. Through these committees and the regular university
administrative organization, and also through the facilities of affiliated
patent management foundations where they exist, means are provided whereby
faculty members by voluntary assignment of their patent rights may be re-
lieved of the burdensame legal and administrative problems associated with
the commercial exploitation of patents.9

Frequently these committees also have responsibility for determining
whether the institution has any interest or equity in the discovery and for
defining what action should be taken in line with the prevailing patent
policy or accepted practice of the institution. In many instances it is
difficult to determine the extent to which incidental or permitted use of
equipment and other facilities, membership in the company of scholars on
the campus, professional contacts with colleagues and others connected with
the institution, and the general atmosrhere and surroundings contribute to
the evolution of patentable ideas.

The Committee on Patents at Columbia University acts not only as the
policy-making group on University patent procedure but also in an advisory

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://lwww.nap.edu/catalog.php?record_id=21085

LO

capacity to staff members; calling, when desirable, upon experts in various
fields of research and patent law for advice, and recommending to the staff
member and to the University authorities suitable action in specific cases.
As indicated in its patent policylO the University has provided through the
Committee on Patents and University Patents, Inc., means by which a staff
member may secure advice and aid on ratent proposals and arrange to share
with the University the return from any patent rights. While it is the
policy of the Faculty of Medicine to discourage the patenting of any medi-
cal discovery or invention, and to forbid the patenting or exploitation of
such discoveries by members of its staff, the right of staff members in the
other divisions of the University to secure patents on their inventions is
recognized by the University. Individual staff members, in general, are
free to patent any device or discovery resulting from their personal re-
searches and to make any arrangements they deem desirable in reference to
patents and other rights incidental to personal arrangements for consulting

and similar services.

Reimbursement of University

Certain institutions require reimbursement of whatever contribution in
institutional time, money or facilities has been made to the production of
a patentable discovery, even though the patent rights may remain the sole
property of the inventor.

The University of Alabama waives all claim to a share in royalties un-
less the University has made a substantial contribution, which is defined as
at least two hundred dollars in money, but the inventor is under obligation
to reimburse the University for its contribution if he derives sufficient
profits from the invention to do so. If the University's contribution is in
excess of two hundred dollars, the invention becomes the property of the Uni-
versity and a percentage of the net profits derived f{om the sale or exploi-
tation of the invention is assigned to the inventor.l

Under the patent policy12 of the University of Texas, adopted in 1945
the title to a patent on any discovery or invention made by an employee of
the University belongs to the employee and he is free to develop and handle
it in any manner he seesfit, subject to the following provisos:

(a) When total net royalties, or other compensations, are less
than $1,000, no payment ot the University is required;

(b) When net royalties, or other compensations, amount to more
than $1,000 and less than $5,000, ten per cent of the excess of
such royalties or other compensations above the sum of $1,000
and less than $5,000 shall be paid to the University;

(¢) When net royalties, or other compensations, amount to more
than $5,000, the royalty to be paid to the University shall be
ten per cent of the amount above $1,000 and less than $5,000
and twenty per cent on all amounts above $5,000.

In the absence of a specific contract to the contrary, this policy obtains
and its provisions are incorporated in the employment agreements of faculty
personnel and other employees of the University.
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: A similar policyl3 was adopted at the University of Nebraska in 1946.
That policy was established for the express purpose of stimulating inventive
genius, encouraging disclosure for the public benefit of discoveries and new
inventions made at the University by its faculty personnel and employees,
and defining the rights of the University in returns from resulting patents.

Under the patent policylh adopted at the University of Arizona in 1939,
an inventor is required to pay into a special Fund for the Promotion of Re-
search ten per cent of all monies received by him from his invention, in re-
cognition of the fact that university laboratory and other space and equip-
ment, together with laboratory facilities, were doubtless used in developing
the invention. The contribution of ten per cent of gross earnings may be
waived or reduced if it is evident that university facilities and time were
not used in developing the invention or were used to such a slight extent
that a ten per cent contribution might be considered exorbitant.

Student Research

Few patent policies include any reference to patentable discoveries re-
sulting from student research, except where the student is employed or re-
ceives specific fellowship aid under an industrial research contract. 1In
general, inventions made by students, including those on scholarships and
fellowships, are considered to be the private property of the students, and
this includes the right of the student to assign or otherwise dispose of his
patent rights.

Nevertheless, the question of requiring students to sign patent waiver
agreements is frequently raised, especially when the students are given
scholarship aid. In a patent policy recommended some years ago for a mid-
western university, a research fellow was treated as intermediate between a
faculty member and a student, and it was proposed that any inventions made
by a research fellow under any circumstances should be the property of the

university.l5

The patent policy of the Massachusetts Institute of Technology provides
that, in case the invention or development is produced by a student who is
paying tuition, and who is utilizing for research only a reasonable amount
of space andfacilities, it shall be considered that the Institute is not
making a contribution to the research beyond that covered by the tuition pay-
ment. In cases where the student is receiving scholarship aid, the accept-
ance of such scholarship .aid is not considered as changing the status of the
student in regard to tituc to inventions or developments, sance such schol-
arship funds have been provided primarily for the assistance of outstanding
students and are in general administered by, rather than controlled by, the
Institute. The rights of the student include the right to assign or other-
wise dispose of his patent rights.l6 Drexel Institute of Technology ob-
serves a similar policyl7 patterned after the one at the Massachusetts In-
stitute of Technology. ‘

At Georgetown University, on the other hand, a distinction is made in
the handling of patentable results of scientific research conducted by fel-
.lowship holders according to the sources of the funds supporting the re-
search. When a research fellowship is paid out of University funds, inven-
tions from work under the fellowship accrue to the University. When the
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fellowship is financed by an industrial firm or other outside agency dis-
tinct from the University, any resulting inventions and developments are as-
signed to the sponsor supportingthe research on the understanding that from
three to ten per cent of the net proceeds resulting from the invention or
development accrue to the University. Vhere research sponsored by an indus-
trial organization is performed in the University laboratories but is not

a part of the requirements for an advanced degree the University does not
enter into a contract with the research worker.l18

At Carnegie Institute of Technology all graduate students who spend
substantially full time at the Institute in any combination of study, re-
search, and teaching are required to indicate in writing their acceptance of
the provisions of the patent policy of the Institute.l9 The rights of the
Institute, if any, in inventions made by any other student under the spon-
sorship of the Institute or employing its facilities are subject to deter-
mination, unless otherwise expressly agreed, by the applicable laws relating
to inventions, implied licenses,and shoprights.

The patent policy of the University of Alabama specifically states that
a patentable invention made by a student who is not employed by the Univer-
sity shall be the property of the student.20

The bulletin of the Graduate School of Purdue University contains the
following statement on publication and use of student theses:

The results obtained and the thesis prepared in connection with
the regularly assigned thesis subject for an advanced degree are
the property of the University. No part of the thesis may be
reproduced or published without the written consent of the Presi-
dent of the University; nor may it be used, directly or indirect-
ly, in support of or in condemnation of any product or procedure
referred to therein.2l

It is the policy of the University of Florida that, if the material in-
volved in a patent cames from research done as a dissertation or connected
with a dissertation problem, the faculty member participates with the stu-
dent, on a two-thirds and one-third basis, in the financial return allotted
by the University's Board of Control as the inventor's "just compensation”
from the net proceeds from the patent. 2

Summary

As indicated in the previous discussion and as specified in many of the
formalized patent policies quoted in the Appendix, 3 patentzble products of
personal research are generally considered the exclusive property of the
inventor. However, several institutions require at least partial reimburse-
ment of their financial contribution toward the production of such patent-
able discoveries.

In general the inventor retains full patent rights to discoveries made
outside his regular teaching or research functions, on his own time and at
his own expense, and without any substantial use of university facilities or
equipment. He is permitted to retain his patent rights and to dispose of
them as he deems proper, despite the recognition at many institutions that
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This places an unfair burden on the individual, to determine what procedure
is in the greatest public interest, to process the patent application and
commercialize the patent when issued, and to concern himself with develop-
ing the patent, disposing of it, and protecting it against infringement and

interference.

Through special research and patent committees, as well as through the
use of the facilities of affiliated or specially designated patent manage-
ment agencies, faculty members are given relief from the intricate and time-
consuming problems associated with the prosecution of patent applications
and the subsequent administration, commercialization, and protection of pat-

ent rights.zh

When the individual is employed specifically for research and the re-
sults of his investigations are considered as definite objectives of his em-
ployment, the employing institution usually reserves to itself the control
of the patent rights. Similarly, in cases of discoveries and inventions af-

fecting the public health, there is a disposition on the part of educational
and professional institutions to place restrictions on individual ownership

of patents.25
While relatively little consideration has in the past been given to
patent questions growing out of student research, this problem is becoming
of increasing concern in certain institutions, particularly in cases where
faculty members as well as students are involved or where students are used
on sponsored research rrojects.
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INSTITUTIONALLY SUPPORTED RESEARCH

Institutionally sponsored research, conducted by faculty members and
other employees as a regular part of their teaching and research responsi-
bilities, especially when the products of such research are patentable or
should be controlled in the public interest, frequently raises problems re-
quiring policy determination. This is particularly true in a state insti-
tution which has a special responsibility to the people of the state for
the proper handling of discoveries and other products of research conducted
by staff members as part of their regular duties. These institutions, and
also the privately endowed institutions, recognize their responsiblity
for administering such research results, particularly those which may have
commercial application or should be patented in the public interest, in a
manner that will be of greatest public benefit and that will make any income
that may accrue available for the promotion of further research.

Even where inventions and other developments grow out of research which
is entirely or substantially financed by the institution there is consider-
able variation in the patent policy observed, the procedures followed, and
the recognition of the inventor. However, when the research is part of the
regular duties and responsibilities of a faculty or staff member, it is gen-
erally the practice to require assignment of title to such inventions and
developments, as well as any patent rights that may accrue from them, to the
institution or to its designated agent. In such cases the institution bears
the costs of obtaining the patent and assumes responsibility for its exploi-
tation. Provision is usually made for the patent rights to revert to the
inventor if the institution or its designated agent does not file a patent
claim within a reasonable time. The exact period of time is sometimes but
not always specified in the patent policy or in the assignment agreement.

Exceptions to the general rule are found, for the most part, in those
institutions which observe a definite hands-off patent policy and leave all
such .matters to the discretion of the inventor. In certain of these insti-
tutions, however, restrictions are placed on discoveries affecting public
or individual health.l A few institutions make a distinction between dis-
coveries within the inventor's field of employment and those outside that
field, as at the llassachusetts Institute of Technology and at the Universi-
ties of Arkansas and Florida.2

Yost institutions require full-time research personnel and others em-
ployed on special research projects to sign patent assignment agreements
covering all patentable ideas and discoveries that may result from their in-
vestigations. Such agreements are generally required of full-time research
employees in state agricultural and engineering experiment stations, and
also of those employed on projects conducted in or under special research in-
stitutes affiliated with educational institutions.

A number of institutions have special patent cammittees or boards which
exist primarily for the purpose of insuring that pertinent institutional reg-

L5
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ulations are observed. Patentable discoveries are referred to these commit-
tees, as well as questions of the institution's interest in them and the de-
sirability of securin§ patents at the institution's expense. As in the case
of personal research,’ these committees usually also determine what recogni-
tion or reward, if any, should be given to the inventor when recommending
the specific action to be taken in each case. 'here such an agency exists,
the inventor is required or advised to assign his rights to a patent manage-
ment organization designated by the institution to handle the commerciali-
zation and general administration of the patent rights.

The following brief descriptions of specific situations at a number of
institutions having formalized patent policies illustrate both the prevail-
ing practices and the diversified procedures followed in the handling of
patentable results of institutionally supported research.

Earlier Patent Policies

Under a policy’ adopted in 1924, any member of the scientific or teach-
ing staff of Lehigh University who has made a valuable discovery or inven-
tion as the direct result of his regular duties on University time and at
University expense may be required to patent his discovery or invention, the
expenses therewith to be borne by the University. If a patent is is@ued,
the patentee shall assign the patent to the Board of Trustees of the Univer-
sity for a nominal consideration. A patent thus assigned will be adminis-
tered by the Board of Trustees in such manner as it may determine. If the
ratent is sold or a royalty for its use is received, one-half of the money
thus realized by the University will be paid to the patentee and the other
half is assigned to the Lehigh Institute of Research”? for the furtherance.
.of research.

At Columbia University provision is made for University participation
in patent rights which may develop through the activities of its staff, gen-
erally on a voluntary basis but also, under certain conditions, as a definite
requirement. Similarly, patent rights originating in cooperative research
may, derending upon the extent of University or industrial or other outside
support, result in University participation in such rights. A Committee on
Patents would then recoiend suitable action, a special organization, Uni-
versity Patents, Inc., would hold such rights, and their administration would
be carried out under the agreement with Research Corporation in accordance
with the general University patent policyg originally adopted in 1924.

Under the patent policy7 adopted at the Massachusetts Institute of
Technology in 1932, inventions and other developments, whether or not sub-
ject to patent, resulting directly from a program of research financed en-
tirely by the Institute, become the exclusive property of the Institute.
The Institute is entitled to all benefits and rights accruing from such in-
ventions or developments, and may acquire title to any patents based upon
them, hclding and adininistering them for the ultimate benefit of the public.
In cases where, after a reasonable time, the Institute does not choose to
acquire rights to inventions or developments arising in this manner, provi-
sions may be made whereby the patent rights or a part of them revert to the
individuals who make the inventions or developments. A similar policy,8
adopted in 1G34, is in effect at Drexel Institute of Technology, although
comparatively little research is currently conducted at the Institute.
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The principle is recognized under the University of Illinois Statutes
th2t the results of experimental work carried on by or under the direction
of the scientific and teaching staffs of the University, the expense of
which is paicd from University funds or from funds under thie control of the
University, belong to the University and the public and should be used and
controlled in ways to produce the greatest benefit to the University and to
the nublic. Accordingly any staff member who makes a valusble discovery or
invention as the direct result of his regular duties on University tiwe and
et University expense may be recuired to patent his discovery or invention,
the expenses connected therewith to be borne by the University. The filing
of an aprlication for a patent to cover such a discovery or invention must
be approved by the President of the University and the patentee is required
to assign the patent, when issued, to the Board of Trustees of the Univer-
sity for a nominal consideration.é

Many of the policies subsequently adopted and now observed in other in-
stitutions, particularly state colleges and universities, for the handling
of patents resulting from institutiorally supported research are patterned
after these earlier policies. Kevertheless, there is a wide diversity of
procedure followed in individual institutions, both in the handling of the
patents and in the recognition of the inventor in the division of revenue
accruing from the exrloitation of the patent rights.

At State Institutions

At the University of Arkansas any invention, formula or process discov-
ered or developed by a faculty or staff wember in the general field of his
University employment, in the course of his regular duties and with the use
of University facilities amd funds, shall be controlled by the University.
An equitable division of royalties or profits derived from the sale or 1li-
censing of such a discovery, when patented at University expense, is made by
a University Cornmittee on I'atents which is also charged with recommendigs
the terms of the agreement to be made for the assignment of the patent.

Under a policy,ll adopted in 1943, all matters relating to patents in
which the University of California is in any way concerned are administered
by a University Board of Patents, whose responsibility is to facilitate pat-
ent applications, to protect both the University and the inventor, to arrive
at an equiable determination of the rights of all concerned, and to provide
a uniforu procedure in patent matters. Faculty members and non-academic
employees are required to bring to the attention of the Board, for examina-
tion of its merits, potentially patentable projects developed in the course
of their work. Under this policy provision is made to assist these individ-
aals in all matters related to patents based on discoveries and inventions
made as a result of financial support from the University or the use of its
facilities and equipment, and to safeguard whatever interest the University
may have in patents arising from such discoveries and inventions. Assignment
to the University Regents of whatever rights he may possess in the patent or
appointment of the University Board of Patents as his agent is optional on
the part of the inventor or discoverer.

The General Statutes of the State of Connecticut provide that the Uni-

versity of Connecticut is entitled to own the entire right, title, and in-
terest in, or to place in the custody of the University of Cobnecticut Re-
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search Foundation,l2 any invention conceived in the course of perforumance
of customary or assigned duties by an einployee of the University or which
emerges froim any research, developuent or other program of the University
or is conceived or developed wholly or partly at the expense of the Univer-
sity or with the aid of its equipment or personnel.l3

The by-laws of the University of Hawaii provide that patents resulting
from work for which the employee has been paid by the University shall, at
the request of the Board of Trustees, be assigned to the University and the
Board may, at its discretior, claim all or part of any royalties that uay
accrue.

At Rhode Island State College it is recognized as a guiding principle
that the College, as a publicly supported institution, has as a major re-
sponsibility the promotion and protection of the public interest. In view
of this responsibility inventions and discoveries resulting fram research
financed wholly from institutional funds, including state and Federal appro-
priations, become the property of the College. If, in the opinion of the
College Research Committee, the interests of the public will be best served
under patent protection, the investigator who made the discovery may be re-
quired to apply for a patent, the expense to be borne by the College. At
the time of filing the application for a patent it is assigned to the Board
of Trustees of the State Colleges of Rhode Island, to be administered in the
public interest:. If the College does not care to assume the responsibility
for the patent, the investigator may be authorized to contract with a collabo-
rating agency for the purpose of securing the patent and developing it cam-
mercially. In either case, the rights of both the investigator and the Col-
lege to share in any financial returns by way of royalties or license fees
are recognized and any contracts made with the collaborating agency :wust
safeguard these rights.l5

It is similarly recognized at Clemson Agricultural College that the re-
sults of experimental work carried on by or under the direction of any Col-
lege employee or employees, where any of the facilities of the College are
used or where any part of the expense involved is paid from funds controlled
by the College, belong to the College and the public and shall be used and
controlled in ways to produce the greatest benefits to the College and the
public. In the event of any discoveries or inventions resulting from such
experimental work, the Board of Trustees reserves the right to determine
what use may be made of them in the best interests of the public.l6

If the University of Alabama makes a substantial contribution in time,
money ("in excess of two hundred dollars™), or facilities to the production
of any patentable invention made by a faculty member, the invention becomes
the property of the University, but the inventor receives a percentage of
any net profits which the University may derive from the sale or exploita-
tion of the invention. A person who is expressly employed to devote all or
a specific 8art of his time to research is required to sign a patent waiver
agreement.l

At both the University of Texas, under a patent policyl® adopted in
1945, and the University of Nebraska, under an identical policy19 adopted
in 1946, title to a patent issued on any discovery or invention made by an
employee belongs to the employee and he is free to develop and handle it in
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any manner he sees fit. However, if the total net royalties or other com-
pensations amount to more than $1,000, he is required to pay a certain per-
centage to the University. The provisions of this policy are incorporated
in employment agreements of faculty personnel and other employees of both
universities.

Fatents which may develop from research financed wholly or in part by
the Alabama Agricultural Experiment Station or the Engineering Lxperiment
Station at Alabama lolytechnic Institute are to be assigned to the Auburn
Research Foundation,20 which pays the costs of obtaining such patents. The
Foundation agrees to pay the inventor at least fifteen per cent of the net
profits from the patent, after all expenses have been paid. If the Founda-
tion does not file a patent claim within one year from the date a written
report describing the patentable discovery is submitted to the Foundation,
all patent rights in the invention revert to the inventor.21

Anyone at Kansas State College of Agriculture and Applied Science who
believes that an invention resulting from research sponsored by the College
should be patented is reguired to submit the matter to a Faculty Advisory
Committee appointed by the Fresident of the College, which will recommend
whether or not the invention should be assigned to the Kansas State College
Research Foundation?? and the Foundation should prosecute a patent applica-
tion. If this committee should decide that the invention does not warrant
patenting by the Foundation, the inventor will be free to patent it himself.
In such a case, however, the College does not relinquish its right to pub-
lish any of the data obtained in the research project. 1In the eventthat
any sun over and above the cost of obtaining the patent should be realized
by the Foundation from a patent assigned to it, a fair share of the profits
will be raid to the patnetee. 3

In accordance with the terms of a patent agreement signed by every em-
Ployee when accepting a position at Michigan College of !fining and Technology,
any discovery or invention conceived, devised or worked out in the course of
the inventor's employment, by or through the use of the facilities and equip-
ment of the College, shall at the option of the College become the rroperty
of the College. If, within a period of thirty days, the College exercises
its option to take over the discovery or invention, the patent application
or the patent, if issued, is assigned to the Board of Control of the College.
The inventor receives fifteen per cent of the net proceeds of the earnings or
yield from any source, whether from license fees, royalties or sale.

In the case of a research worker enzgaged for or assigned to a specific
research project, the contract made by Pennsylvania State College with such
an emrloyee requires that he patent the result of his researches and assign
the patent rights to the College. The College pays the cost of obtaining
the patent and, in the event that the College should dispose of the patent
on such terms as to yield a return in excess of the cost of the patent, the
College will consider a "just compensation" to the discoverer or inventor.
If the College fails to pay the cost of obtaining a patent within a year
after the discovery is announced to the College, then all rights and title
to the patent remain in the name of the inventor.25 A similar policy ob-
tains at the University of Maine.?6 At Fennsylvania State College the fac-
ilities of the Fennsylvania Research Corporation?7 iiay be utilized in the
administration and exploitation of the patent.
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Likewise, at the University of Florida all workers on projects financed
wholly by the University are under contract whereby they way be reqguired, at
the option of the University Research Council, to patent their inventions
and assign the patent rights to the Board of Commissioners of State Insti-
tutions of the State of Florida for the use and benefit of the state, the
University paying the cost of obtaining the patents. The University may,
on the recommendation of the Research Council, pay the inventor a "just
compensation" of not less than twenty-five per cent of the net proceeds from
the disposal or licensing of the patent rights.28

At the Georgia School of Technology no control is exercised over pat-
entable discoveries of faculty menbers unless the investigation leading to
the invention or its development is directly financed by the School or the
Georgia Tech Research Institute.29 However, full-time research employees of
the State Engineering Experiment Station are under contract to assign to
the Research Institute patents granted on inventions made in the course of
their work. Employment contracts call for a 15 to 33 1/3 per cent partici-
pation by the inventor in the net proceeds realized by the Research Institute
from exploitation of a patent.30

At Other Institutions

While it is in general the policy3l of the California Institute of Tech-
nology, adopted in 1945, that no revenue in excess of administrative costs
should be received from patents or inventions icade by staff members in line
of duty or with Institute facilities, it is recognized that such a policy,
if rigidly adhered to, might be too limiting on the activities of the Insti-
tute and its staff. Therefore, on the recommendation of a faculty Committee
on Patents, certain inventions when patented in order to protect the Insti-
tute and the public, may be assigned to the Institute or its nominee and all
costs involved in obtaining the patents are borne by the Institute. The
inventor receives from the Institute fifteen per cent of the gross amount
accruing to the Institute. In order to make this policy effective and uni-
form in its application all members of the research and instructional staff
at the time the policy was adopted were requested and all new staff members
are required to sign agreements assigning their rights to such patents and
invention to the Institute or its nominee.

Any member of the staff of the University of Louisville who has made a
valuable discovery or invention may, on recommendation of the University's
Administrative Board of Patents, be required to patent his discovery or in-
vention, the expense to be borne by the University, and to assign the patent
to the Board of Trustees of the University. The patent is administered by
the Administrative Board of Patents in such manner as it may determine, with
the understanding that, if the patent is sold or royalty for its use is re-
ceived, one-half of the money thus realized by the University will be paid
to the patentee and the other half assigned to the University .32

Members of the staff at Rutgers University who make discoveries or in-
ventions during the course of research supported by University funds which
are not under any restrictions with regards to patents are free to apply for
patents according to their own desires.33 Vhile claiming no interest in
such inventions and not acceprting the assignment of any patent rights, the
University desires that inventions shall be administered in an effective
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manner with due regard for the public interest. Accordingly a University
Committee on Patents has been appointed by the President to give assistance
and advice on patent matters and to serve as a clearing house for informa-
tion about patents applied for and secured. The facilities of the Rutgers
Research and Endowment Foundation3%4 are also available for aid in securing
patent applications, in accepting patent assignments, and in administering
the patent rights in the support of further research.

At Stanford University a discovery or invention developed by a staff
member or other person making use of the laboratories or other facilities of
the University must be reported to the University Patent Committee. If in
the opinion of the committee it should be patented, a written agreement is
made with the patentee to assign to the University such patents as he may ob-
tain. The University provides patent counsel and other necessary expenses
incident to securing the patent and reserves the right in its discretion to
so manage and exploit all patents so assigned to it as will best protect the
interests of the public and the University. Of the gross royalties or other
revenues received by the University, ten per cent is paid to the inventor,
except in the case that he is a member of an organization whose ethics deny
the right of their members to receive such revenues.35

It is the policy36 of Yale University that neither the University nor
members of its faculties should make profits from inventions or discoveries
made at the University or in connection with its activities, especially
those inventions and discoveries which may affect the health or welfare of
individuals or of the public. Where in the public interest or for the ad-
vancement of learning it may seem desirable to apply for patents the inven-
tor is required to bring the matter to the attention of the President of the
University, for report by him to the Prudential Committee of the Yale Cor-
poration, and that committee is authorized to deal with each case according

to its merits.
Summary

While there is considerable variation in the procedures followed, and
also whether and to what extent the inventor should share in any revenue
that might accrue, it is generally the practice to require a faculty member
or other employee to assign to the institution, or its nominee, title to any
patentable discovery or invention resulting from research wholly or substan-
tially financed from institutional funds or from funds under the control of
the institution. This is particularly true when such an invention develops
from a specific project or work for which he was engaged or to which he had
been assigned as part of his regular duties. Patent assignment agreements
are included in many contracts of employment, or are required separately, of
full-time research personnel and part-time research and supervisory person-
nel working on special projects. The institution pays the cost of obtaining
the patent and controls the patent rights in what it considers the best in-
terests of the public and the institution.
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SPONSORED RESEARCH

The recent increase of cooperative and sponsored research imeducational
institutions, supported by government agencies, foundations, scientific so-
cieties, industry, and trade groups, raises many problems. This is particu-
larly true in the light of the vast amount of scientific research now being
supported by government agencies and industry. While certain of this re-
search is of a fundamental or basic nature, much of it is developmental in
character and may have valuable commercial application. The effect of such
research activities on the overall educational programs of the universities,
colleges, medical schools, and technological institutions and on the dis-
charge of their responsibility for training scientific personnel poses a

serious problem.

Scientific research sponsored and supported by industry and by govern-
ment is today a major activity on many a university campus. It is conducted
both as an integral part of the educational program and as a special service
to industry and the Government. The support is given in various forms; as
unrestricted gifts, grants-in-aid, industrial fellowships, and the financ-
ing of specific research projects.

Industry-Supported Research

Industry support of university research is not a new phenomenon. For
years industrial corporations and trade associations, as well as individual
industrialists, have provided funds for the conduct of both basic and funda-
mental research and specialized developmental, or applied research, investi-
gations at educational institutions. Progressive business executivesrecog-
nize the potential value of the research facilities and the scientific per-
sonnel available in universities and technological institutions in the pro-
motion and expansion of industrial progress.

A considerable number of companies are presently giving, or have at one
time or another given, financial support to university research, although in
some instances it has been on a limited scale. Many have made extensive use
of university facilities on specific research problems of immediate concern
to their own operations. Some -- and the number is increasing -- have devel-
oped or are developing systematic programs for supporting university research
through long-term or continuing grants and fellowship aid to promising grad-
uate students. Others are participating in the cooperative research activ-
ities at universities, sponsored by such organizations as the American Gas
Association, Glass Science, Inc., the Nutrition Foundation, the Textile Re-
search Institute, and various national, regional, and state trade groups.

A total of 302 companies reported to the National Research Council in
1946 that they were supporting research outside their own laboratories,
through approximately 1800 fellowships, scholarships, and grants. This was
a material increase over the number included in a previous compilation, made
by the National Research Council in 1944, when, despite the suspension of
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such support by many companies for the duration of the war, 201 reported a
total of 956 fellowships and scholarships, and grants for research. From
1929, when the National Research Council compiled its first list of 95 re-
search scholarships and fellowships supported by 56 companies, there has
been a steady growth in industry support of university research.l

In its return to peacétime status industry has been turning more than
ever to the colleges, universities, and technological institutes for assist-
ance in solving its reconversion problems. When unable to provide within
their own organizations means for producing new ideas for the improvement
and replacement of obsolete facilities and processes to meet postwar condi-
tions, large and small businesses alike, as well as trade associations and
groups of related industrial firms, have been seeking the service of edu-
cational institutions in research on specific developmental problems.

The educational institutions have been quick to respond to this new
call upon them, despite the heavy teaching load resulting from swollen
postwar enrollment and their own lack of adequate instructional personnel.
A number have for years been rendering such service to industry, both on
an institutional basis and through consulting and research work on the part
of individual staff members. This has been particularly true in state uni-
versities, land-grant colleges, and technological institutes. However,
largely as the result of experiences with war contracts and observation of
what others have done and are doing, there has been a material increase
during the past several years in the number of colleges and universities
interested in offering research services to industry.

An appendix in the National Research Council's recently published di-
rectory of industrial research laboratories lists approximately three
hundred educational institutions which offer such service, and the list is
admittedly incomplete.2 At a number of institutions special research in-
stitutes, corporations, and foundations, usually independently incorporated
but closely related to the institutions, have been established for the con-
duct and administration of sponsored research programs, as well as the man-
agement of the patentable results of the research.

Encouraged by the success, often more apparent than real, of certain
of these organizations, more than seventy colleges, universities, and tech-
nological institutes have set up such agencies, many within the past four
or five years, and other are contemplating similar action.3 These organ-
izations are located in all parts of the country and at all types of insti-
tutions, large and small, public and private — at endowed universities,
state universities, land-grant colleges, technological institutes, medical
schools, and small colleges alike.

Some are integral parts of the administrative and organic structure of
the institutions concerned, operating as special departments or divisions.
Others are independent nonprofit foundations, separately incorporated but
closely affiliated with the educational institutions and utilizing their
regular personnel and facilities. A few maintain special research labora-
tories and separate personnel distinct from the regular teaching staffs of
the institutions. Combinations of full-time services of special research
workers and part-time research and supervisory services of regular teaching
members are found at a number of institutions.
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Many of these agencies have been organized to provide convenient means
for relieving the institution's regular business and administrative staff
of contractual relations with research sponsors and also patent management
problems. In some instances they are also concerned with the general de-
velopment of new sources of financial support for the institution itself.
Still others are designed to provide machinery for conducting sponsored re-
search activities, particularly where restrictive statutory provisions make
it either impossible or undesirable for the institutions to perform these
services themselves., This is especially the case in tax-supported institu-

tions.

The creation of these special research organizations and the conduct
on the university campus of extensive research programssupported by indus-
try, and also by Government, raise problems whose implications are more far-
reaching than is immediately apparent. What effect will such programs have
on the character of scientific investigation in our American colleges and
universities and what influence will the extension of such activity have on
the educational programs of those institutions? Will the emphasis be on
developmental research? Will basic research suffer? Will there be greater
interest, among the faculty and by the institution itself, in immediately
usable end-results than in the search for new knowledge? Will too much
reliance be place upon the financial return from sponsored research pro-
Jects in balancing the institution's budget? Will due consideration be
given to the uncertainty of that revenue and its possible effect upon other
sources of incame and upon the tax-free status of the institution?

These are problems of vital importance to those in industry as well as
those in education. Upon their solution will depend to a large extent the
progress of both pure and applied science and the most effective utilization
of research facilities. The public welfare, educational objectives, direc-
tion of scientific thought, and the advancement of knowledge are all involved.
If science is to be mobilized for peacetime purposes as effectively as it
was for war and we are to enter upon a rich era of productive research,
sound policies and procedures must be developed.

Attitude of the Universities

At present there is a wide diversity of policy among institutions and
considerable variation in procedure for accepting and discharging the re-
sponsibilities of sponsored research programs. There is a lack of uniform-
ity in the terms and conditions under which sponsored research projects are
accepted and conducted, and also in the determination of costs and of the
charges made. Some educational institutions have established specific poli-
cies for handling such research; other make the best arrangements obtain-
able in each case. Some will accept only projects which are definitely re-
lated to their educational programs and which can be performed by faculty
members and students as part of their regular activities. Others have set
-up special facilities for sponsored research, employing personnel who devote
full time to such activities. A number have established special bureaus or
divisions within the institution to handle contractual relations with re-

search sponsors,

In accepting industry support of their research activities the univer-
sities are motivated by a number of considerations, and often by a combina-
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tion of considerations. They are prompted primarily, although sometimes
unconsciously, by the pressing need for financial aid, to offset shrinking
income from endowment, loss of former sources of private benefactions, and
increased cost of operation. Scientific research on the university campus
is costly, in material and in personnel, but it is an essential part of the
overall educational program, particularly in view of the expanding fields
of science and the current shortage of adequately trained scientific and

technological personnel.

Through sustained interest and financial assistance industry can give
the educational institutions assurance of the stability and continuity of
support that is essential for carrying on basic and fundamental research,
especially when the support extends over a period of years. Such interest
and support will help the universities to enrich the academic curriculum,
to retain on the staff outstanding teachers, and also to encourage and make
possible the continuance in school of promising young research scientists
who, in the absence of this aid, would be forced to abandon their advanced
studies and be lost to science.

The additional funds place the universities in a position, through the
payment of more adequate salaries and through providing better working condi-
tions, to attract to the campus experienced teachers and qualified research
workers. Such assistance also makes possible the purchase of new and modern
equipment for expanding educational programs opened up and developed during
the war. Further, through cooperative research relations with industry,
faculty members enjoy cantacts with current industrial developments that are
mutually beneficial and enhance both their teaching and their professional
growth. ,

The continuity of university research is of genuine concern to those
in industry as well as those in educational circles. Directors of indus-
trial research and development recognize the necessity for maintaining fa-
cilities and opportunities in the universities, colleges, and technological
institutes for the adequate training of scientific and technical personnel
and for those explorations into the unknown which produce the fundamental
information upon which you can draw for your own purposes in solving specif-
ic problems and making commercially profitable applications.

Patentable discoveries resulting from sponsored university research
are handled in different ways in different institutions, the ownership and
control of patent rights sometimes being retained by the university but more
often being turned over to the sponsor under a predetermined contractual ar-
rangement. Certain institutions are unwilling and a few refuse, to under-
take research projects which are likely to entail patentable develomments.
Others are willing to undertake such research projects only when they retain
camplete control over both patent rights and publication of the results of
the investigation. Still others will enter into contracts under which the
sponsor receives, for a consideration, ownership of all patentable discov-
eries, as well as full and confidential report on the research findings.

Attitude of Industry

Industry gives sponsorship and financial assistance to university re-
search for a number of reasons. Some of them admittedly stem from selfish
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interests but more often from a desire to strengthen our educational insti-
tutions as sources of trained manpower and as incubators of basic scientific
information so essential to the progress of industrial research.

Industry support of university research is of two general types, dis-
tinguished by the objectives of the research and the limitations and re-
strictions placed upon the investigators themselves and on the use of the
findings:

(1) unrestricted gifts, grants-in-aid, and graduate research fel-
lowships, given without expectation of any direct return to the
sponsord but rather as contributions toward the general educa-
tional programs of the universities, usually in response to re-
quests for aid of research activities initiated by faculty members
and advanced students, and

(2) the finaﬁcing of specifie projects of immediate interest and
benefit to the sponsors, through industrial fellowships and re-
search contracts, with limitations on the areas of study and re-
strictions on the control and use of the research findings.

Support of the first type is usually given in recognition of the need for
aiding the universities in their primary function of training men and ad-
vancing the frontiers of knowledge. Many companies consider it an obliga-
tion of industry to assist the universities in carrying on both their
training and other research programs.

Emphasizing the stake of business in American education, Frank W.
Abrams, chairman of the board of directors of the Standard 0il Company

(New Jersey), recently said:

If business and industry could not draw upon a large reservoir of
educated manpower, they would be handicapped in every phase of
their operations . . . The intelligence and initiative of people
is a tremendous natural resource of any nation. All other natueal
resources are meaningless without it . . . If we let our education-
al system decay, we will gravely injure the foundation of.our
greatness as a nation. By the same token, if we develop our edu-
tional system -- expanding it and making it stronger -- we will

be cultivating the greatest of our natural resources, the people
of America. And no one has a greater stake in the future of Amer-
ica than American businessmen.4

The growing concern of industry for strengthening the hands of the uni-
versities and providing them with the tools for doing a better job is well
expressed by two representatives of large industrial companies, to cite but
two of many such recent expressions. At the 52nd Congress of American In-
dustry Robert E. Wilson, chairman of the board of the Standard Oil Company
(Indiana), said: "Industry must recognize an increasing responsibility to
support basic research in our universities.”

Roy C. Newton, vice president in charge of research for Swift and Com-

pany, has also been outspoken in pointing out industry's responsibility for,
as he says, "each day it became more apparent that there is a definite need
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for a general program of promotion calling for a more widespread support of
basic research.” He indicates industry's responsibility in the following
words:

The challenge in the future lies in accelerating the pace of these
basic studies in colleges and universities and under conditions
which provide the greatest possible freedom for initiating this
kind of research, developing it, and publishing the results. Col-
leges and universities reach out beyond the limited spheres of in-
terest of any single industry or even a group of industries. The
train the men who are needed to braeden our scientific frontiers.

A similar challenge to industry, to at least partially fill the gap
and participate in the expansion of scientific research, through its support
of pure science in the universities, comes from Sumner T. Pike, a business-
man who is now vice-chairman of the Atomic Energy Commission. Recently, in
discussing the future of pure science in this country, he called attention
to the stringent financial problems confronting the universities which pre-
vent them from financing the vast amount of basic research which is crying -
to be done and which obviously can best be performed on the university cam-
pus. As he said, "since the universities are unable to finance such work
out of their own funds, it is highly preferable that industry should step
into the breach with individual contributions, rather than that Government,
in the7absence of adequate private support, should come to dominate this
field.

If industrial research is to flourish, exploratory research in the uni-
versities and other educational institutions must be adequately supported
and proportionately emphasized. Only in that way can we assure the essential
restocking of our storehoussof basic information. During the past several
years, largely for war purposes and the national security, we have been using
up our storehouse of fundamental knowledge faster than we have been adding
to it.

The need for more fundamental research and the desirability of foster-
ing such research in the colleges and universities were well stated by the
late Thomas Midgley, Jr., in a discussion of the future of industrial re-
search. He gave as reasons for entrusting fundamental research to the uni-
versities and for industry giving them both encouragement and support:

First, the university staffs are generally able to bring a much
broader vision to bear on these fundamental problems; ' second,
where fundamental problems are being prosecuted in industrial
laboratories they have a habit of being set to one side and for-
gotten when more urgent work develops; and third, the work thus
given to the educational staffs will be of considerable value in
educating future scientists to do more such work.

On the other hand, applied research should not be given to univer-
sity or college staffs when the industrial unit is capable of per-
forming this service for itself. Universities do not maintain the
industrial tempo, nor are their staffs in the habit of, nor should
they be asked to, work in the confidential capacity required for
successful patent control.
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Through its support of university research industry can encourage fun-
damental investigation in broad fields of industrial interest and help ad-
vance the teaching of basic subjects and postgraduate research in the uni-
versities. Such aid is also required if the educational institutions are
to perform their major function of training men and are to provide a con-
tinuing and steadily increasing supply to relieve the present critical short-
age of adequately trained scientific and technological personnel, for in-
dustry as well as education and government.

Government-Sponsored Research

In the five years from 1941 through 1945 three billion dollars were
spent for reasearch and development in the United States, most of it in war-
induced projects, essential to war production and military achievement.
Despite these vast expendituresduring that period, it is estimated that
the nation's postwar budget for research and development during the past
year reached the higheat point in our histor; s approximating a billion dol-
lars, in large part from government sources.

The Federal Government, cognizant of the magnitude of the task ahead
and the relation of a well-developed scientific research program to the na-
tional defense and the public welfare, is itself launched upon an extensive
scientific research program, both within its own laboratories and through
its financial support of research conducted elsewhere. In an effort to
replenish the backlog of basic scientific data, to revive and accentuate
fundamental research, and to meet the current shortage of scientific and
technical personnel, government agencies, both Federal and state, have been
making heavy demands on the personnel and facilities of our educational in-
stitutions. The needs and implicationas of such research, supported with
public funds, have been matters of serioni concern in the recent studies of
the President's Scientific Research Boardl® and of the Office of Scientific
Research and Development, which under the chairmanship of Vannevar Bush re-
viewed the information, techniques, and research experience developed by
that aﬁncy during the war period and their application to peacetime condi-

tions

In the report on its findings, consideration was given to the patent
problea involved in government-sponsored research, particularly in connec-
tion with the proposed National Science Foundation. It was recognized that
the success of the program would depend, to a large degree, upon the cooper-
ation of organizations outside the Government, mainly educational institu-
tions. The report included the recommendation that:

In making contracts with or grants to such organizations the
Foundation should protect the public interest adequately and at
the same time lesave the cooperating organization with adequate
freedom and incentive to conduct scientific research. The pub-
lic interest will normally be adequately protected if the Govern-
ment receives a royalty-free license for governmental purposes
under any patents resulting fram work financed by the Foundation.
There should be no obligation on the research institution to pat-
ent discoveries made as a result of support from the Foundation.
There should certainly not be any absolute requirement that all
rights in such discoveries be assigned to the Government, but it
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should be left to the discretion of the director and the inter-
ested Division whether in special cases the public interest re-
quires such an assignment. Legislation on this point should
leave to the Members of the Foundation discretion as to its pat-
ent policy in order that patent arrangements malg be adjusted as
circumstances and the public interest require.

As part of its recent investigation of the patent policies and prac-
tices of the various departments and agencies of the Government concerming
inventions made by their employees and contractors, the Departmant of Jus-
tice made a limited study of the patent policies and practices of more than
fifty educational institutions and nonprofit research organizations in the
United States and Canada.l3 The patent policies and practices of this
group were considered pertinent to the problem under investigation because
of the public and quasi-public nature of these organizations and because
the patent problems raised by their relationship to employees, contractors,
and sponsors are in many respects similar to those arising in connection
with both Government-conducted and Government-sponsored research.

Among its recommendations, which included a strong advocacy of a uni-
foom Government-wide patent policy in place of the present varied practices
of the several departments and agencies of the Government, and even within
the same department or agency, the report on the investigation dealt with
the problem of patentable discoveries and inventions made in the course of
Government-financed research projects. It was recommended that, "as a basic
policy, all contracts for researth and development work financed with Feder-
al funds should contain a stipulation providing that the Government shall
be entitled to all rights to inwentions produced in the performance of the
contract," but exceptions to the basic policy might in particular cases be

made administratively YA

Representatives of educational institutions have been working with the
Governmant agencies concerned with sponsored scientific research, particu-
larly the War and Navy Depl.rtmmts,l in formulating principles for the
determination of costs under Government research and development contracts
with educational institutions. As part of a breed study of the busineas
and research activities of educational institutions, now being made under
the auspices of the American Council on Education, consideration is being
given to the whole problem of government-sponsored research, including the
question of patent rights involved in research projects conducted under
contracts with government agencies. The need for clarification and more
uniform practices with respect to both charges for government-sponsored re-
search and the handling of patents that might grow ocut of such research are
fully recognized by all concerned.

Other Forms of Sponsored Research

In their support of scientific research in educational institutions,
through grants-in-aid and fellowships, philanthropic foundations and scien-
tific societies observe flexible patent policies. They usually accept the
specific policy or general practice of the institution where the research
is performed. Their interest is primarily in the promotion and stimalation
of scientific investigation and the broadest possible use of the research
findings in the public interest. They are not concerned with possible fi-
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nancial returns from patentable discoveries and inventions growing out of
research which they have supprorted. As a corollary to the present study
of university patent policies, a study is being made by the National Re-
search Council of the policies and practices of these nonprofit organi-
zations.

The policy of Research Corporat.ionl6 which makes extensive grants in
support of scientific and technological research in educational institutions
is interesting in this connection. In addition to its patent management
services, the Corporation grants funds to institutions, large and small,
for the encouragement, stimulation, and development of research, investi-
gation, and experimentation. No patent strings are attached to these
grants. Any patentable ideas that may result from work done under a grant
which the Corporation has made is subject to the patent policy of the in-
stitution under whose auspices the work was performed. ilhile it makes no
claim whatsoever to patents obtained as the result of such subsidized re-
search, the Corporation is authorized under its charter to accept and ad-
minister any patent rights voluntarily assigned to it. The patents are ad-
ministered under an agreement prepared to fit the individual situation; any
financial returns realized by the Corroration, other than those allotted to
the inventor or the institution, are used along with the other earnings of
the Corporation for the further advancement of science and technology.

The National Research Council, which administers both fellowships and
research funds for foundations, government agencies, and industry, also
has a very flexible policy. The Council follows the practice of acquiring
patents arising from work conducted under its auspices and of dedicating
them to the public in accordance with a resolution adopted in 1924:

That in the event patentable discoveries are made in the course
of work carried on under the auspices of the National Research
Council it is expected that the fellows or others, on the ap-
proval of the Research Council, which will defray the cost, will
arply for patents on such discoveries as should be protected in
the interests of the public and that such patents will be as-
signed to the National Research Council; and, further

That the National Research Council hereby declares its inten-

tion to dedicate to the use of the public, in such manner as the
Research Council may deem most effective, the results of such dis-
coveries as are made in the course of investigations conducted
under the auspices of the Research Council.l?

In its support of fundamental research and education in the science of
nutrition, the Nutrition Foundation, which operates on funds provided by a
group of companies in the food industry, does not require a contractual
agreement in placing its grants in university centers and medical schools,
but includes the following statement on patents in a booklet distributed to
grantees:

If patentable inventions should be made in the course of research
work supported by the Nutrition Foundation, the Foundation recog-
nizes its duty to cooperate in arranging for these inventions to
be handled in the public interest.
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Upon request, the Foundation will assist in working out a satis-
factory basis of procedure, consistent both with the aims of the
Foundation and with the customs and policies of the colleges, uni-
versities or other institutions receiving grants.l8

As a matter of practice the Foundation recommends to grantees that they
should apply for patents, if that course of action is desirable in their
judgment, and in turn initiate negotiations with Research Corporation
with regard to the further development of patent claims.

The Institute of Paper Chemistry, an independent nonprofit educational
and research organization founded in 1929 in affiliation with Lawrence Col-
lege, but financed through membership dues and contributions of companies
engaged in the manufacture of pulp and paper, conducts an extensive program
of research for the benefit of the industry.i9 All students, faculty, and
staff are under patent waiver agreements with the Institute. Patents and
patentable ideas originating within the Institute belong to the Institute
and through it to its supporters or, in the case of a confidential research
project for an individual mill, group of mills or trade association, to the
company or group which initiated and financed the specific project.

Using the Institute of Paper Chemistry as a model, the Institute of
Gas Technology was organized in 1941 as a nonprofit membership corporation
affiliated with the Illinois Institute of Technology. Sponsored and sup-
ported by members of the gas industry, including appliance manufacturers
as well as natural and manufactured gas companies, the Institute operates
as an independent research and educational institution. Since the research
facilities of the Institute have been developed through membership support
and the staff is sustained by the membership dues and contributions, the
patent policy of the Institute provides that any benefits accruing from the
results of research be made available to the gas industry without further
cost. Research projects are accepted by the Institute if they are of po-
tential value to the industry. Where a project is of recognized importance
and its support is obtained from member companies or from a gas association,
any patents which result from its prosecution must be made available on a
non-exclusive, royalty-free basis to all members of the gas industry. How-
ever, the Institute reserves the right to prosecute such patents outside
the industry for its own benefit. Where the project is not of recognized
importance and an individual sponsor wishes to accept the development of
the project, the sponsor receives full patent rights exclusive of shop-
rights for the Institute.

In 1924 the Tanners' Council of America, the national trade associa-
tion of the leather industry, built a technical research laboratory at the
University of Cincinnati, dedicated to6.scientific research in the service
of the entire industry. The laboratory is a unit of the Institute of Sci-
entific Research, organized at the University in 1920 as an agency through
which combinations of industries in any particular field might establish
and maintain, ctooperatively, research laboratories under University direc-
tion. In general all research conducted under the auspices of the Insti-
tute in its constituent laboratories is subject to the patent policy of the
University.21 In the case of the Leather Research Laboratory, patents re-
sulting from research performed by an individual working in or associated
with the Laboratory are assigned to the Foundation of the Tanners' Council
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and any and all moneys accruing therefrom will be devoted to the endowment
and operating expense of the Laboratory. It is understood that, in recog-
nition of their support of the Laboratory, the members of the Council will
be able to use any and all such patented processes or materials without

charge.

While the chief purpose of the Coal Research Laboratory, organized at
Carnegie Institute of Technology in 1930 with the financial support of the
coal producing and coal consuming industries, is to pursue fundamental in-
vestigations, discoveries may be made from time to time which should be
protected by patents. Such patents, when issued to a member of the staff
of the Laboratory, are assigned by him to the Institute, in whose name they
are held. The patent rights are administered by the Board of Trustees of
the Institute to the end that the people generally may benefit from the
investigations and discoveries made in the Laboratory, without prejudice
to the interests of those who have supported the work of the Laboratory.22

Through a study made in 1945, in cooperation with the American Trade
Association Executives, a committee of the Association of Land-Grant Col-
leges and Universities reviewed the experiences of state agricultural ex-
periment stations with research work supported by trade associations, in-
dividual corporations and cooperatives. The committee found that a total
of 104 trade associations -- 35 national in scope, 10 regional, and 59 with
largely state or local interests —- were cooperating with the 4L experiment
stations which reported on their experiences with such cooperative research.
Recognizing the advantages of such cooperative relations, the committee is
now exploring the possibilities of developing closer relations between
trade associations and the land-grant institutions, especially as regards
the agricultural experiment stations. Included in the further study is the
development of matually acceptable policies with reference to the terms of
the contracts covering industrial fellowships, especially as regards spee
cial or exclusive rights to findings caming out of the research, and the
inclusion of a percentage charge in the contracts to cover overhead costs .23

The use of university research facilities by industry through their
trade associations and the related patent problems were included in a re-
cent study of the scientific and technical research activities of trade
associatigns, made by Gustav E. larson for the United States Department of
Commerce.?%# Consideration is now being given to a further extension of
this study by the National Research Council, through an analysis of the
possibilities of such cooperative research activities.

Special Research Agencies

In many educational institutions contractual relations with research
sponsors are handled through already established administrative units, such
as the comptroller's or business office, or through school or department
heads. Occasionally they are handled by the individual investigator. 1In
most cases the assistance of legal counsel is obtained when writing the
research contract. Where a considerable amount and variety of sponsored
research is conducted, the legal and business aspects of the program place
a heavy burden on these offices and individuals. Therefore, a number of
‘institutions have set up or have encouraged the establishment of special
agencies to handle these matters, sometimes as an integral part of the ad-
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ministrative and organic structure of the institution, but in many instances
as a related but separately incorporated body.

At the Massachusetts Institute of Technology relations between the In-
stitute and outside research sponsors, especially industry and government
sponsors, are the concern of its Division of Industrial Cooperation.25
The research itself is conducted by the Institute staff, but the Division
maintains a catalog of current industrial relations between the Institute
staff and outside sponsors and approves all agreements and contracts, which
involve the use of Institute facilities, except in the case of certain re-
search centers within the Institute which use a standard form of contract,
when this approval of specific contracts is waived. The arrangements for
the conduct of the research and provision for handling the results are in
accordance with the general research policy of the Institute, approved by
the Fzgylty Council in 1940, and the Institute's patent policy, adopted in

1932.

Similarly, at the University of Maine research for outside organiza-
tions is handled by a Department of Industrial Cooperation.27 The Depart-
ment is not a separate entity; it is a regular department of the University,
which makes available to industry, especially the industries of the state,
and other research sponsors the staff and facilities of the University for
industrial research and service, through cooperative research studies, in-
dustrial research fellowships, and consultation. Its functions are largely
administrative; the research is actually performed by the experiment sta-
tions and the academic departmengs of the University, under the terms of the
patent policy. adopted in 19&2.2

The Lehigh Institute of Research was created in 1924 by the Board of
Trustees of Lehigh University "to encourage and promote scientific research
and scholarly achievement in every division of learning represented in the
organization of the University; and in recognition of the need for further
and more exact knowledge in science and in the application of science to
the affairs of modern life." The Institute is strictly an administrative
division of the university and has no separate corporate existence and no
connection with any other institution. 1Its purpose is to encourage and co-
ordinate cooperative research in the various departments of the University,
particularly research projects sponsored by outside agencies. The Insti-
tute was reorganized in 1945, to provide for more flexible conditions of co-
operative research sponsored by industry or agencies of the United States
Government. No member of the staff of Lehigh University may undertake, for
an outside agency, research involving the use of University facilities ex-
cept through the medium of the Institute. Under contracts for cooperative
research all patent rights are usually assigned to the sponsor, sometimes
with the reservation of a royalty. However, the Univers&ty does not wish
to be in the business of owning and exploiting patents.

Several years ago Princeton University established a Committee on Pro-
ject Research and Inventions, replacing an earlier Committee on Contract Re-
search and Patent Policy and a still earlier Patent Committee, for the pur-
pose of coordinating and planning on a broad scale the activities of the
University in entering into outside contracts or other financial arrange-
ments for the sponsoring of research in science and engineering, and also
for the purpose of establishing and implementing policies on patents and in-
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ventions which might arise through work of members of the University. It is
the general policy of the Committee to ensure that an equitable division is
made of the benefits of any patent between the inventor and the University,
the Research Corporation if involved, and any sponsor who may have contribu-
ted financial support to the work.30 The University has an agreement with
Research Corporation under which that Corporation acts as the University's

patent management agent.

Through its Business Problems Bureau,31 which was established in 1942,
the University of Chicago invites and welcomes support of its research ac-
tivities by business concerns or associations. In connection with rsssagch
activities of the University so supported, the University recognizes that
its main function is to expand scientific knowledge and that the industrial
application of inventions and discoveries is the task of industry, not of
the University. The University stands ready to stipulate in advance with
a donor that, in the eventcommercially valuable discoveries are made during
the course of industrially sponsored research, the University will, on the
request of the donor, use its best efforts to have the inventions or dis-
coveries patented and to arrange for the assignment of such patents to the
donor; or the donor, if it so desires, may have the right to prepare and
file applications for patents at its own expense. In the absence of such
an agreement, it is understood that the University retains the right to
apply for any patents resulting from industrially sponsored research, and
to deal with them in the same way as if the investigations that produced
such discoveries had been financed wholly with its general funds.

A number of other universities handle the administration of contractu-
ally sponsored research through similar specially organized divisions 35
the institution. The University of Arkansas has a Bureau of Research,
established in 1943, for the purpose of providing a university-wide adminis-
tration and sponsorship for research in parallel with those divisions pre-
viously established for resident teaching and extension. At the University
of Denver a Bureau of Industrial Research, one of a series of research
bureaus recently organized as a means of coordinating the research activi-
ties of the University, is responsible for the promotion and administration
of research aimed at producing information of industrial value.33 Although
the University of Denver does not now have a formalized patent policy, the
matter is under study with a view to formulating one. Norwich University34
maintains the Vermont Bureau of Industrial Research for the benefit of the
industries of that state, in accordance with action of the state legislature.

In making contracts for industrially sponsored research projects in
or under the Department of Engineering Research at the University of Mich-
igan, provision is made for the inclusion of a patents charge, upon payment
of which the sponsor of the project obtains the option of acquiring owner-
ship of any patentable discoveries that may be made during the performance
of the research. Ordinarily the sponsor is granted an irrevocable, non-
exclusive, royalty-free license to make, have made, use, and sell the arti-
cles, machines or devices (or the right to practice the process, if a pro-
cess invention) under patents that may be granted the University or any of
its employees engaged on the project as a result of the research. The Uni-
versity agrees to use, in carrying out iis research work under these con-
tracts, only such of its employees as have executed inventor's agreements.
If, at the time of executing the contract, the sponsor elects to pay the
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patents charge, computed as ten per cent of the total other charges specified
in the contract, he obtains a six-month option on all patentable results.

If the option is exercised, the sponsor agrees to pay the expenses of pre-
paring and prosecuting the patent application, to pay an inventor's fee of
one hundred dollars for each application or divisional application at the
time it is executed, that fee to be paid to the Department of Engineering
Research for the account of the inventor, and to grant the University an ir-
revocable, non-exclusive royalty-free license to make, have made and use,
but not sell, the patented article, machine, device or process.

While the University itself does not have any general formalized patent:
policy this practice for the handling of industrially sponsored research is
the result of experience dating back to 1920 when the Department of Engineer-
ing Research was organized. The by-laws of the Board of Regents of the Uni-
versity, as approved in 1942, provide that:

Unless otherwise specifically provided by action of the Board of
Regents or by contract entered into under the authority of the
Board, patents issued in connection with research projects and
all royalties or profits derived therefrom shall belong to the

University.36

At a number of institutions sponsored research contracts are handled,
entirely or mainly, through separately incorporated nonprofit research
foundations, independent of but closely related to the institutions. The
actual investigations are performed by the regular members of the teaching
and research staffs, but all arrangements for the research and for the ad-
ministration of resulting patents are made in the name of the foundation.
While usually, under the terms of the contracts, patent rights become the
property of the sponsor, the foundation acts, when necessary, as the patent
management agent for the institution and, as a general practice, recognizes
the inventor in the distribution of patent revenue.

The oldest and one of the most active of these foundations is the Pur-
due Research Foundation.37 An outgrowth of an all-University Department of
Research Relations established in 1928, the Foundation was created in 1930
to assume those legal and financial responsibilities not clearly falling
within the powers of the governing board of the University as defined by
state and Federal statutes. At present neither the Foundation nor the Uni-
versity has a formal patent policy: each case is considered individually and
on its merits. The facilities of the Foundation are also available to the
members of the staff and to the University itself for the handling of pat-
ent matters, and a number of patents have been assigned to the Foundation
for management. Many of the more recently established university research
foundations, especially those at state institutions, have drawn their in-
spiration and their patterns of organization and operation from the Purdue

Research Foundation.

Ohio State University is another state institution, engaged in an ex-
tensive contractual research program, that follows the general practice of
using the facilities of an affiliated research foundation, the Chio State
University Research Foundation,38 incorporated in 1936 along the lines of
the Purdue Research Foundation, for both contractual research arrangements
and patent management. Neither the Foundation nor the University itself has
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a formalized patent policy: each patent problem is considered on its own
merits and in the light of the historical background leading to the discov-

ery or invention.

The Auburn Research Foundation,39 created by the Board of Trustees of
Alabama Polytechnic Institute in 1944, and the Georgia Tech Research Insti-
tute,40 organized at the Georgia School of Technology in 1946, handle con-
tractual research and patent management matters for those institutions.
Although for the most part using the regular members of the School and the
State Engineering Experiment Station staff, the Georgia Tech Research Insti-
tute also employs full-time investigators on sponsored research projects.
Exclusive patent rights, which may be assigned to the sponsor, are protected
by Institute-employee agreements. The Institute supersedes a private non-
profit Georgia corporation, known as the Industrial Development Council,
which formerly handled the patent problems of the School.

At Washington University cooperation with industry and other outside
sponsors is conducted through the Washington University Research Founda-
tion.41 A nonprofit corporation established in 1945, largely through alum-
ni and local industrial initiative, the Foundation aims to conduct research
for industry and to promote industrial and educational progress by joint,
cooperative effort of industry and the University, utilizing the research
personnel and equipment of the science and engineering departments of the
University. The Foundation arranges for the sponsorship and support of the
research by outside agencies and then makes contracts and agreements with

the University for its performance.

Recently special research institutes have been organized at a number
of institutions located in or near large centers of industrial activity.
Using full-time research staffs, as well as occasional part-time supervisory
and research services of regular staff members and advanced students, these
institutes offer research services to industry and government. Many of the
more recently established institutes are patterned after the Mellon Insti-
tute of Industrial Research and the Armour Research Foundation.

Originally organized in 1912 as an integral part. of the University of
Pittsburgh, the Mellon Institute of Industrial Research42 has since 1927
been operated as a separate nonprofit industrial research institution, al-
though it still maintains close relations with the University. Research
projects are conducted under industrial fellowships, a plan conceived and
developed by its first director, Robert Kennedy Duncan. Under a contract
made with the research sponsor, all discoveries germane to the subject of
the investigation become the property of the sponsor and are protected by
patent waiver agreements signed by the fellows.

The Armour Research Foundationk3 was established at the Illinois Insti-
tute of Technology in 1936 as a separately incorporated part of the Insti-
tute and operates as a self-contained organization. All employees of the
Foundation are required to sign contracts in which they recognize that the
conception and development of discoveries and inventions are part of their
work and that any resulting patents are to be assigned to the Foundation.

In accordance with the specific contract made with a research sponsor, all
patentable inventions developed by a staff member while working on a spon-
sored project became the property of the sponsor.
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Summary

The creation of these special research organizations, as well as the
patent management foundations described in the next chapter,44 and the con-
duct on the university campus of extensive research programs sponsored by in-
dustry, and also by government, raise a multitude of administrative and legal
problems. These problems are the subject of corollary studies of university
research foundations and of the administration of sponsored university re-
search which the National Research Council is making as part of the present
survey. Industrial leaders and scientists are concerned over the extent to
which our storehouse of fundamental scientific information was depleted dur-
ing the recent war and the need for promptly restocking the shelves. Social
and national security, public and private health, and economic prosperity
and well-being depend upon the constant extension of scientific knowledge
and the effective application of that knowledge.

Industry and government are justified in sponsoring university research
and in making financial contributions toward its support, if such action has
as its primary objective thereby aiding in the adequate training of scien-
tific and technological personnel, for subsequent employment in industrial,
governmental, and educational pursuits, and fostering and accentuating funda-
mental research in our universities, colleges, and technological institutes.
The greatest mutual benefit will accrue if the support is given without any
strings and the funds are sufficient to meet the full cost of thorough and

adequate performance.

The general fields of research may be designated, but the universities
should not be asked to take projects which may interfere with the teaching
and other responsibilities of the faculty and students. Once the funds are
given, the universities should be left free to pursue the research and make
the results available without dictation or interference from the sponsors.
Encouragement, cooperation, and guidance should be given, especially when
requested, but not direction or supervision. Nothing should be done or be
prescribed that will hamper the dissemination and exchange of information,
and the universities should not be made into commercial laboratories.

If sponsors are guided by these principles in giving their support to
university research, the universities can more effectively perform their
function and discharge their responsibility of training men, expanding the
frontiers of knowledge, and fostering and stimulating the spirit of inquiry
on the part of both faculty and students.
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MEDICAL PATENTS

An important -- and controversial -- aspect of the patent problem in
universities and medical sbhools is concerned with what to do with the pat-
entable products of scientific research that affect public and individual -
health, especially discoveries and inventions of a medical, pharmaceutical,
therapeutic or hygienic nature. Research scientists, medical men, college
and university administrators, government officials, patent attorneys, and
industrialists have all given considerable thought to this problem and its
relation to the public welfare.

Vhether patents on medicinal discoveries and foods are in the public
interest was the basis of a joint symposium presented before the Divisions
of Medicinal Chemistry, Biological Chemistry, and Aﬁricultural and Food
Chemistry of the American Chemical Society in 1937. The American Medical
Association sponsored a conference on medical patents in 1939.2 Various
other groups have given consideration to the subject through the years, and
the National Research Council has on several occasions held conferences on
patent problems at which medical discoveries have been an important item.

Those universities that have comprehensive patent policies usually in-
clude within the scope of general overall policies discoveries, processes,
developments, and inventions which may affect individual or public health.

A few provide specifically for special treatment of medical discoveries, de-
signed to discourage patenting except when it is considered necessary in the
public interest and then withoutconsideration of profit, either to the in-
dividual or to the institution. A considerzble number have no fixed policy: -
when cases arise, they are handled individually, usually without following

any uniform pattern except, as a general rule, to discourage investigators
from seeking patents.3

Attitudes Toward Medical Patents

The prevailing practices of educational institutions, especially those
with medical faculties, are influenced to a considerable extent by the tra-
ditional attitude of the medical profession as to theethics of patenting
medicinals and medical appliances. Such an attitude, however, does not ne-
cessarily preclude the patenting of a new process or discovery in the public
interest. Yet, many scientists working in this field take the position that
the results of their research efforts, whether patentable or otherwise, shculd
be shared "without fee or stipulation.” In so doing they often fail to dif-
ferentiate between patenting for personal gain and patenting in the public
interest.

The principles of medical ethics, enunciated by the American Medical
Association, say plainly that:

It is unprofessional to receive remuneration from patents or copy-
rights on surgical instruments, appliances, medicines, foods,
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methods or procedures. It is equally unprofessional by owner-
ship or control of patents or copyrights either to retard or
to inhibit research or to restrict the benefit to patients or
the public to be derived therefrom.k

Nevertheless,the American }edical Association, by action of its House of
Delegates in June 1914, has given peruission to the Board of Trustees of the
Association "to accept, at their discretion, ratents for medical and surgi-
cal instruments and appliances and to keep these patents as trustees for the
benefit of the profession and the public, provided that neither the American
Medical Association nor the patentee shall receive reuuneration from these

patents."5

The view has been expressed by some scientific investigators that no
patents should be taken out for discoveries or inventions in the medical
field which may affect individual or public health, and that the control
should be left to legislative action. This aversion toward the patenting
of medical discoveries is well illustrated by the following statement:

It should not be necessary to invoke the ethical considerations
which seem to many of us to be incompatible with the patenting of
principles or methods involved in the maintenance of individual or
public health. It seems to us probabl~ that no code of ethics was
ever developed from purely abstract considerations, and that in
every case where a strong feeling of propriety of actionlhas been
transformed into a tradition of behavior, there has been behind it
some tangible purpose. Standards of behavior which have devel-
oped in all things connected with medicine have sprung from a re-
cognition that there is a sharp line of differentiation between
those forms of activity which deal with health and those which are
purely commercial. The invention of an improvement in the mechan-
ism of automobiles, or of a shoe-buckle, concerns matters of con-
venience or luxury, and can be dispensed with easily by those who
are forced to do without them. The relief of the sick and the
prevention of unnecessary sorrow by the mainter..nce of individual
and public health are matters in a different category. As soon as
we are in possession of the knowledge of principles or methods
which can contribute to these purposes their free utilization be-
cames a public necessity; and any procedure which inhibits their
most rapid and effective application to the needs of the caumunity
would seem to us as unjustified as the cornering of the wheat war-
ket or the patenting of the process of malking bread.®

Through the centuries medicine has given freely of its discoveries for
the benefit of mankind and they have become the property of all who cared to
emrloy them in the control of disease. However, as medicine has became more
coaplex, involving specialized investigation in the fields of biochemistry,
physiology, physics, and associated branches, great numbers of full-time re-
search scientists, in the hospital and the laboratory, work with members of
the medical profession but are not bound by the same ethical principles.

Yany important medical preparations and technics have been developed in

university laboratories, often at considerable expense to the institutions.
It will be recalled that it was in the laboratories of the University of
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Toronto that the possibilities of insulin as a treatment for diabetes was
discovered in 1921 by a team of biochemists, physiologists, and a practicing
physician. It was at Columbia University that a member of the pathology de-
partment discovered the antirachitic properties of Vitamin D. The use of
the ultra-violet ray to enrich the Vitamin D content of foods and medicinal
products was developed by a biochemist at the University of Wisconsin. It
was also a biochemist, working in the laboratories of St. Louis University,
who discovered the thera-eutic properties of theelin. Similarly, iodobis-
mitol was developed at Stanford University and thyroxine at the University

of finnesota.

Patenting such discoveries is not considered to be wrong in itself,
but to be desirable if done in order to control them in the public interest.
An editorial on Patenting Therapeutic Agents, which appeared in the Journal
of the American !'edical Association in October 191G, contains the following
pertinent remarks:7

. « othere are occasions when it is wise, if not necessary, to
obtain a patent in the interest of the public and, in the case of
surgical instiuments and medicines, of the medical profession. 1In
certain instances it is absolutely necessary that the article pro-
duced shall maintain a definite standard of quality and purity --
and, it may be added, shall be sold at a reasonable price. Lnter-
prising pharmaceutical manufacturers have usually been ready to
appropriate the results of scientific research by investigators

or therareutic measures suggested by practising physicians. Not
infrequently, in such instances, the desire for financial gain has
causedthe marketing of sch products with extravagent, if not false,
claims as to their value. Yet the patent laws may be used so as

to protect and to benefit the public and the medical profession.

In research laboratories, work is being carried on resulting in the
production of new therapeutic agents. It is important that these
agents shall be so controlled that they may be made available with-
out subordination to commercial interests. It has become prac-
tically necessary, therefore, for research workers to rrotect their
products in the interest of the public welfare and.scientific medi-
cine. It has not been an easy matter to decide how best to bring
about the desired results.

In a rerort on The Irotection by Patents of Scientific Discoveries,
made in 1934, a committee of the American Association for the Advancement
of Science summarized the situation as follows:E

The committee recognizes the fact that there exists in many
guarters a strong feeling against medical patents. This feeling
seems to be largely due to the unpleasant memories of the past
exploitation of the public by means of "patent medicines" which
had\doubtful or decidedly harmful effects on the public health.
Government regulation during recent years has eliminated a great
deal of misrepresentation and false claims in regard to this class
of goods. The Fatent Office, moreover, now seldom issues patents
for the old-fashioned type of patent medicines. It is therefore
an error to class all medical patents with the former types of
"patent medicines."
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The mere fact that medical patents offer the means of making pro-
fit is not a sufficient reason to condeamn them entirely . . . pat-
ents have other very important uses. lloreover, we must bear in
mind that 1t i8 possible to obtain profits from medical discover-
ics in uany other ways without resorting to patents if the medical
investigator is so inclined. 7ie must, after all, depend upcn the
integrity and character of the investigator when important iiedical
discoveries are involved.

The ideal to strive for may perhaps be that no medical discoveries
should be subject to any restrictions whatsoever. 1In our present
cormercial economic system, however, and with existing laws and

business prractices such an ideal is difficult to attain, since not
all may live up to it. Ve must, therefore, guideourselves in ac-
cordance with the economic situation that exists today and seek to
attain our ideals through the existing economic machinery rather

than to ignore it entirely on the ground of ethical considerztion

alone.

The act of securing patents for medical discoveries is not un-
ethical ineitself, and such act does not necessarily mean that
rersonal rrofits are sought. Under our existing laws and coner-
cial practices dedication to the rublic of important niedical dis-
coveries by mere pablication is not always the best procecdure to
follow. The pubiic can often be best served by receiving the ben-
efits of a new medical discovery under the control of a patent . .
Through making a medical discovery it may become the duty of the
investigator to make sure by means of ratents that the public will
actually benefit from his discovery and not be subjected to unfair
exrloitation by others who may commercialize his discovery.

The cammittee sugzested further that, although in general the ethics-
of the medical profession may properly prohibit its members and their close
associates from obtaining any monetary profits through raedical Eatents, the
following possible conditions may sometimes demand recognition:-

(a) “here in introducing the medical invention commercial large
scale operation is necessary, involving expensive equipment and
large personnel. In such case the manufacturer nust be assured
by means of patents that he will not meet with ruinous competition
and thereby lose his initial investment .in an enterprise for pro-
ducing a new medical product or apparatus. Before placing a new
product on the market a great deal of preliminary work, expensive
equipment and salesmanship are necessary, requiring a considerable
outlay of capital. No :anufacturer would be willing to go to this
expense unless he komv that he could obtain an adequate return on
this investment throagh patent protection.

(b) There the expenses incurred in developing the invention were
unusually large and the funds were supplied by individual investi-
gators or organizations viithout the assistance of any public funds.
In such cases there is a legitimate reason for recouping the ex-
renses involved in the research. The public should certainly be
willing to pay the actual cost for what it gets.
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(¢) Where a medical invention has been made at a university or
similar institution having limited funds for research there may be
soms Justifications in such case for obtaining funds by means of
patents for further research of the type which will ultimately in-
ure to the public welfare.

In order to obtain a comprehensive picture of the present situation in
educational institutions with regard to the handling of patents in this
field, a special studylO was made of the practices of the seventy medical
schools on the approved list of the American Medical Association's Council
on Medical Education and Hospitals, and of the relation of those practices
to the general situation in the universities and colleges with which sixty
of those schools are affiliated. It was found that:

Nine of the university-affiliated medical schools have special
policies for dealing with medical patents, several of which are
applicable on a university-wide basis.

Nine others conform to formalized general university policies for
handling all types of patentable results of scientific research.

The other forty-two have no formal or established policy, either
in the medical school or in the university at large, although many
of the medical schools follow practices which are generally ac-
ccepted throughout the universities with which they are affiliated.

Only two of the ten independent medical colleges have clearly de-
fined policies; the other eight either follow informal policies or

have no policy at all.

The complexity of the problem and the wide variation of procedure in
handling medical discoveries are clearly indicated in the following resumd
of the prevailing practices in the sixty approved university medical schools
and ten independent medical colleges.

Special Patent Policies

Upon recommendation of the Faculties of Arts and Sciences, Medicine,
Public Health, and Engineering of Harvard University, the following policy]-:L
in regard to patents on discoveries or inventions bearing on health and ther-
apeutics has been adopted by the President and Fellows of the University, as
a university and not merely a medical school policy, dealing with the sub-
Ject matter of the research rather than the site of its performance:

No patents primarily concerned with therapeutics or public health
may be taken out by any member of the University, except with the
consent of the President and Fellows; nor will such patents. be
taken out by the University itself except for dedication to the
public. The President and Fellows will provide legal advice to any
member of the University who desires steps to be taken to prevent
the patenting by others of such discoveries or inventions.

In cases as to which it may be deemed necessary to take out a pat-
ent and dedicate it to the public in order to prevent others from
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obtaining a patent for their own benefit, members of the University
are asked to report to the dean of the appropriate faculty any
such discovery or invention made by then, with a recommendation

as to whether an application for patent should be filed, in order
that, if necessary, steps may be taken to obtain and dedicate the

patent.

An individual making any discovery or invention which he thinks should
be patented for any other reason should so report to the dean of the Medical
School, giving his reasons in full, for submission to the President and

Fellows of the University.

Under the By-Laws and Regulations of the Yale Corporation, it is the
policyl2 of Yale University that neither the University nor members of any
of its faculties should make profits from inventions or discoveries made at
the University, or in connection with its activities, and especially from
inventions or discoveries which may affect the health or welfare of indivi-
duals or of the public. In 1935 the Board of Permanent Officers of the Yale
University School of Medicine adopted the following resolution, based upon
the premise that the patenting of discoveries applicable in the fields of
public health and medicine was becoming an increasingly important and con-
troversial problem of wide implication for the public:

. . it is, in general, undesirable and contrary to the best in-
terests of medicine and the public to patent any discovery or
invention applicable in the fields of public health or medicine;
but if, at any time, any member of the faculty deems it necessary
solely for the protection of the public, without profit to himself
or the University, to control any invention or discovery by means
of a patent, he shall bring the matter before the Prudential Com-
mittee for consideration before taking any steps toward patenting

The Prudential Committee of the Corporation is authorized to deal with each
case according to its merits. Although no patent has been applied for by
any member of the faculty of the School of Medicine during the last twenty-
five years, it is the view of the faculty that this should be the basic
policy of a school of medicine with respect to inventions or discoveries
which affect the health of individuals, with a view to the protection of

the public interest. It would be permissible however, under the regulations
of the Yale Corporation, to seek a patent if it seemed necessary in the pub-
lic interest, for the advancement of learning or to maintain the quality of
a patentable discovery. Under these circumstances, the probability is that
a royalty-free license would be granted to selected manufacturers who could
be counted upon to maintain proper standards and price.

St. Louis University has generally followed a hands-off policy with re-
gard to patents resulting from scientific research in its several schools,
but a special trustee committee has had under consideration for several years
the formulation of a formal patent policy for the University. However, in
the School of Medicine it has been the recognized practice, since 1930, for
members of the faculty and research workers to voluntarily assign, without
consideration of individual benefit, their patent rights to discoveries in
fields in any way related to medicine and public health to a Committee on
Grants for Research created in the School of Medicine for the express pur-
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pose of administering patents. This committee was established originally
to administer the patent on theelin which was assigned by Dr. Edward A.
Doisy and his co-workers to St. Louis University for the benefit of the
School of Medicine, the eventual income from the licensing of the ﬁtent. to
be used exclusively for the prosecution of research in the School. The
procedure followed in the licensing of this patent has served as the basis
for the administration of other patents handled by the committee. As in the
case of theelin, the agreements with all licensees provide that "for the
purpose of insuring more adequate public service and of fostering further
scientific research through the product, the University desires to control
the preparation and marketing of the product through its testing laboratory,
thereby assuring a distribution for therapeutic purposes of preparations of
dependable and uniform character.

While Johns Hopkins University also officially pursues a hands-off
policy on patents resulting from scientific research in its various schools,
the attitude of the faculties of the School of Medicine and the School of
Hygiene and Public Health is definitely averse to the patenting of any in-
ventions or discoveries which may affect the public health. That attitude
is expressed in the following resolution, which was adopted by the Advisory
Board of the Medical Fgculty in 1933: =

The Advisory Board of the Medical Faculty considers it undesir-
able for any member of the Faculty or anyone connected with the
School of Medicine to patent any invention or discovery which may
affect the public health; but, in case any member thinks it de-
sirable to secure a patent, he should bring the matter before the
Advisory Board before so doing.l>

At the University of Cincinnati it is the policy with respect to inven-
tions, discoveries, and developments relating to medicine, therapeutics, and

hygiene:

« « o to discourage the acquisition of patents by faculty members,
students or other persons connected with the teaching and research
staffs or by any agency of the University, except when the control
provided by patent rights appears to be necessary or desirable in
relation to the public welfare. Therefore, it is strongly recom-
mended that patentable inventions and discoveries of this type, as
well as investigative work that is clearly pointed toward such
patentable inventions or discoveries, be brought to the attention
of the dean of the faculty to which the inventor belongs, and by
the dean reported to the administrative authorities of the Univer-
sity, to the end that action, in keeping with the rights and wishes
of the inventor and appropriate to the public responsibilities of
the University, may be agreed upon. It is understood that such
consultation of the inventor with University authorities shall be
voluntary in the absence of prior agreement to the contrary, and
that the right o{ 6the inventor to his invention shall not be pre-
Judiced thereby.

The College of Medicine at the University is guided by this policy and, wdth

a view to discouraging the acquisition of patents, the medical college com-
mittee has in at least one instance recommended, after a careful study, that
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the individual drop his plans to obtain a patent. In general, the right of
absolute ownership, by a faculty member or student or other person connect-
ed with the teaching and research staffs of the University, of his own in-
ventions or discoveries, whether or not made while using the regular facil-
ities of the University, and the right of such persons to apply for, hold,
and dispose of patents are recognized as indefeasible. Exception is made
in the event that the invention or discovery was made as a direct result of
a specific research project sponsored and financed by the University or by
the University of Cincinnati Research Foundation or by other agencies out-
side of the University, under a contract with the individual concerned,
specifying the abrogation of those rights as to that specific project. The
facilities of the Research Foundation are available, both to the University
and to the individual inventor, for the management of any patents that are
taken out.

The College of Physicians and Surgeons at Columbia University observes
the policy,17 established in 1930, that no member of the faculty or staff
of the College should take out a patent on any medicinal, therapeutic or
health substance or process, unless required to do so under the terms of a
contract with the Government or other outside sponsor. This policy differs
from the general university policy,18 which provides that in other divi-
sions of the University patents may be obtained through University Patents,
Incorporated, a patent holding agency wholly owned by the University. This
agency in turn assigns the patents to Research Corporation for management
under an agreement with that organization. The only patent held by anyone
in the medical faculty is one on Vitamin D, obtained by Dr. Theodore F.
Zucker in 1924 under an old arrangement with University Patents, Incorpor-
ated. The question of patents has been discussed from time to time by the.
staff of the College of Physicians and Surgeons, always with the same con-
clusion: that while research is a prominent part of the program of the Col-
lege, there have been enough unhappy experiences with patents to make the
staff unanimous in the opinion that they should not get involved with the
problem.

Although procedurally in effect since 1931, a definitive policy19 with
respect to patents on inventions and discoveries, particularly those with
medical or public health implications, was not formally adopted by the Trus-
tees of the University of Pennsylvania until 1941. That policy is the re-
sult of extended studies by both the faculty and trustees, during which a
committee of the faculty went on record in 1933 with the following resolu-

tion:20

That inasmuch as the University of Pennsylvania, like other simi-
lar institutions, is dedicated to education and the increase of
knowledge in many fields, it is and should be the policy of the
University that any discoveries, inventions or improvements made
by it, through the mesmbers of its faculties or otherwise, which
result, in the field of medicine in the alleviation of human suf-
fering, or in the field of science in promoting in any way the
welfare of humanity, should not be restricted by the University,
but should be announced to the world so that such benefits may be
freely enjoyed by all, and without pecumiary profit either to the
University or to any one in its service. The University does not
consider it necessary to call upon those in its service to exe-
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cute formal agreements with it covering the situation, as is the
case in business enterprises, as it is confidently believed that
the foregoing principles constitute the incentive and inspira-

tion for their efforts. That nothing contained in the foregoing
resolution shall rrevent the University taking out patents at any
time in' order to protect an investigation prior to the completion
thereof, any such procedure to be subject, however, to the prin-
ciples above set forth in regard to the results of such investiga-
tion, when campleted, being dedicated to the use of the public
without pecuniary profit to the University or to the investigator,
and this Committee will authorize the application for such a pat-
ent upon consideration of the facts submitted to it in any in-
stance, and when in its best judgment such protection is necessary
or advisable for any particular line of investigation.

The Trustees have declared it to be the policy of the University of Pennsyl-
vania that any invention or discovery which may in any manner affect the
public health, such as a new drug, process or apparatus intended primarily
for medical or surgical use, shall not be patented for profit, either by an
individual in the employ of the University or by the University itself. In
order to prevent the capitalization and exploitation by others of any such
discoveries or inventions, and in order to protect the public it may, how-
ever, from time to time be considered advisable to patent such inventions

or discoveries with the sole intention of protection without profit. It is
felt that this policy, which stipulates that neither the University nor the
inventor shall receive profit from an invention or discovery in the medical
field, removes the profit motive from medical investigation. In the case

of sponsored research it need give nothing more than a head start on his
competitors to the financial supporter of the project and leaves the Univer-
sity in the position of being able to obstruct efforts to exploit the public.

It is the general policy of the Medical Branch of the University of
Texaa,21 which is somewhat at variance with the patent pol:i.cy22 observed in
the other units of the University, to allow members of the staff to make
their own arrangements with regard to patents which may result from their
research work. The Medical Branch, which includes the School of Medicine,
will not accept grants fram foundations or commercial concerns for the sup-
port of research which carry any restrictions regarding patents or any
other detail of the research work, apart from its general objective. There
is a general understanding that, if a patentable process develops, the in-
dividual concerned may seek the aid of an outside research foundation or
patent management agency, such as Research Corporation, if he so desires.
On the other hand, he is free to make patent arrangements with commercial
concerns, with respect both to obtaining the patent and to administering
it. It is also understood that, if a patent is obtained by an individual
as a result of research in one of the Medical Branch laboratories and royal-
ties are involved, a proportion of the royalties shall be allocated to meet
research expenses in the laboratory concerned. However, this principle is
followed on an individual basis.

The Medical College of Alabama does not permit patents to be taken out
on discoveries of any drugs, therapeutic agents or appliances by members of
the faculty of the school. In this respect the policy is generally appli-
cable throughout the University of Alabama, of which the College is a divi-
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sion. Under the general university patent policy,23 provision is made for
the handling of other types of discoveries and inventions through a Univer-
sity Patent Committee. In the event that a member of the faculty of any di-
vision of the University makes an invention which is patentable, the Univer-
sity waives all claim to a share in the royalties unless the University has
made a substantial contribution in institutional time, money or facilities
toward the production of the invention. If the University's contribution
is two hundred dollars or less, the inventor is under obligation to reim-
burse the University for such contribution if he derives sufficient profits
from the invention to do so, even though the patent rights remain the sole
property of the inventor. If the University's contribution is in excess of
two hundred dollars, the invention becomes the property of the University
and a percentage of the net profits derived from the sale or exploitation
of the invention is allotted to the inventor.

General University Policies

The patent policy of the University of Arkansas School of Medicine
does not differ from that of the University,24 which was adopted in 1945.
In formulating that policy the University recognized that it has a respon~
sibility to the state for discoveries and inventions made by members of the
staff while engaged in research work as a regular part of their University
duties. Such inventions and discoveries, including those which may have
commercial application or should be patented in the public interest, are
controlled by the University through a Committee on Patents which makes an
equitable division of any royalties or profits that may be derived from
their sale or licensing arrangements. The adoption of the general universi-
ty policy was the result of the only experience the University has had wdith
the patent problem, when a member of the medical faculty developed a new
method of producing xanthopterin which was thought to have cammercial value
but which eventually was not patented.

The University of California has a general university patent policy,<5
adopted in 1943, which applies to all employees of the University, includ-
ing those in the Medical School. All matters relating to patents in which
the University is in any way concerned are administered by a University
Board of Patents which has full powers, subject to approval by the Regents
of the University, to examine the merits of each potentially patentable pro-
ject, to recommend the action to be taken, to facilitate patent applications,
to protect both the University and the inventor, to arrive at an equitable
determination of the rights of all concerned, to accept assignment of patent
rights, and to administer them in accordance with the best interests of the
University, the inventor, and the public. Assignment to the Regents of
whatever rights the inventor or discoverer may possess in a patent or ap-
pointment of the Board as agent of the inventor or discoverris optional
on the part of the faculty member or employee. Any net income accruing to
the Regents is devoted, first, to promotion of research within the Univer-
sity and, second, to general university purposes.

In dealing with discoveries and inventions in the medical and pharma-
ceutical fields the Division of Biological Sciences at the University of
Chicago, in which is igcluded the School of Medicine, is governed by the
general patent policy2 of the University as adopted by its Board of Trus-
tees and incorporated in the statutes of the University:
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The University of Chicago's basic policies include complete
freedom of research and the free, unrestricted dissemination

of information. In view of these policies, the University

will not profit financially from research by means of patents,
royalties, or licensing agreements. Members of the staff will
not be permitted to receive direct or indirect financial re-
turns from patents based on work performed during the period

of their employment by the University, or to make arrangements
for such returns which take effect after such period. The Uni-
versity will cooperate with industrial organizations by conduct-
ing fundamental research projects financed by grants from such
organizations, and will make research reports to the grantors,
but it will retain the right to publication of the results. The
University will not permit its name or the nemes of its investi-
gators to be used in advertising.

The Division of Biological Sciences had been operating essentially under
this policy for several years before the official university policy was a-
dopted in 1943. It was applied in the fields of biology and medicine be-
fore that time because of the belief that income through patent royalties
should not accrue to the University or its staff from discoveries which
have a bearing on the prevention or treatment of disease or the preserva-
tion of health. It is reecognigzed, of course, that the patenting of some
discoveries may be necessary or desirable for the protection of the public
interest or for other reasons. Depending upon circumstances the inventor
may, with University approval, take out a patent and dispose of it by as-
signment to an individual, firm or organization who has supplied the funds
for support of research or to some agency independent of the University,
such as Research Corporation. This is done by free assignment, without
financial return to the University or the inventor.

The patent policy of the University of Illinois College of Medicine is
identical with that of the University,2/ but as a general practice applica-
tions for patents are discouraged in the College, although a patent may be
sought for the purpose of controlling the quality of a patentable product.
Under the general university policy the principle is recognized that the
results of experimental work carried on by or under the direction of the
scientific or teaching staffs of the University, the expenses of which are
paid from University funds or from funds under the control of the Universi-
ty, belong to the University and to the public, and should be used and con-
trolled in ways to produce the greatest benefit to the University and to
the public. The practice is therefore followed of taking out patents on
valuable discoveries and inventions which may be expected to have a basic
relation to other discoveries or inventions or commercial importance. The
patents are assigned to the Board of Trustees of the University for a nom-

* inal consideration and the Board administers the rights under the patents
in ways to suit the conditions, dedicating the patent to the public or li-
censing its use. The facilities of the University of Illinois Foundation28
may be used in the cammercial exploitation of the patent rights. The pat-
entee is paid a share of any sum above a nominal royalty that may be re-
ceived by the University.

Although the University of Kansas School of Medicine has not had any
experience with patent problems, the School would follow the general pol-
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icy29 of the University and utilize the facilities of the University of
Kansas Research Foundation.30 Under that policy anyone who believes that
an invention resulting from a research project sponsored by the University
should be patented would present the matter to a faculty advisory commit-
tee, appointed by the Chancellor of the University, which would determine
whether or not the Foundation should prosecute a patent application on the
invention. In the event that any sum over and above the cost of obtaining
a patent should be obtained by the Foundation, a fair share of the profits
(at least fifteen per cent) would be paid to the patentee, and the remain-
der of the profits would be used to finance the activities of the Founda-
tion and to sponsor further research in the University. In the case of co-
operative research sponsored in part by an outside agency, the written con-
tract between the University and the cooperating agency would include a
statement that all the results, including inventions, belong to the Univer-
sity and would be so used and controlled as to produce the greatest benefit
to the public. If all the costs are paid by an outside sponsor, he would
be entitled to have all patents assigned to him, the University reserving
only the right to publish all fundamental data of value to science and
technology.

The University of Loujsville School of Medicine follows the general
university patent policy,3 adopted in 1935, which includes provisions cov-
ering both (1) the administration of patents and possible income from such
patents and (2) the conditions which should attend inventions or discover-
ies made by members of the staff of the University. An Administrative Board
of Patents, established by and subject to the direction and control of the
Board of Trustees of the University, has authority "to accept for and on
behalf of .the University by assignment or otherwise, either directly or
through trustees or holding corporations, patent applications, royalties,
licenses, or gifts therein governing discoveries, inventions or processes,
when produced by members of the staff of the University by use of University
laboratories or otherwise." A patent assigned to the University is admin-
istered by the Board in such manner as it may determine, provided that, if
the patent is sold or royalty for its use is received, one-half of the money
thus realized by the University would be paid to the patentee and the other
half assigned to the University.

A definite patent policy32 for the entire university, adopted by the
Board of Regents of the University of Nebraska in 1946, applies to the Col-
lege of Medicine as well. That policy was established for the purpose of
stimulating inventive genius, encouraging the disclosure for the public
benefit of discoveries and new inventions made at the University by its
faculty personnel and employees, and defining the rights of the University
in returns from resulting patents. The title to a patent on any discovery
or invention belongs to the employee and he is free to develop or handle
it in any manner he sees fit, provided that when total net royalties or
other compensations are less than $1,000, no payment to the University is
required, but when they amount to more than $1,000 and less than $5,000 per
year, ten per cent of the excess of such royalties or other campensations
above the sum of $1,000 and less than $5,000 shall be paid to the Universi-
ty, and when they amount to more than $5,000 per year, the royalty to be
paid to the University shall be ten per cent on all the amount above $1,000
and less than $5,000 and twenty per cent on all amounts above $5,000. In
the absence of a specific contract to the contrary, the provisions of the
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policy are incorporated in the employment agreements of faculty personnel
and other employees of the University.

The Stanford University School of Medicine follows the general uni-
versity policy33 in handling the patentable results of scientific re-
search in relation to medical and pharmaceutical discoveries. Whenever any
member of the staff or other person making use of the laboratories or other
facilities of the University makes a discovery or invention, or otherwise
believes a valuable invention may result from his research, he is required
to communicate that fact to the executive head of his department or school.
The matter is then referred to the Patent Committee of the University which
examines into the nature of the discovery or invention and if, in the opin-
ion of the committee,it should be protected by patenting, recommends its
assignment to the University. The University reserves the right, in its
discretion, to so manage and exploit all patents assigned to it in the pub-
lic interest and in such manner as it considers consistent with the best
interests of the public and the University. Ten per cent of any gross
royalties or other revenues received by the University is paid to the pat-
entee, except when the patentee is a member of an organization whose ethics
deny the right of its members to receive such revenues or when the patentee
is employed or assigned to work upon a specific investigation. After meet-
ing all proper expenses, the remainder is appropriated to the department oxr
school in which the discovery was made, for research in the same or related
fields. Any revenue in excess of the reasonable needs of such research is
Placed in a patent pool fund for allocation to the support of other re-
search by the Board of Trustees on recommendation of the President of the

University.

The University of Utah Medical School follows the general policy34 of
the University, adopted in 1944, which provides that patents should be ad-
ministered in such a way that the public receives the maximum benefit. In
order that the patents may be put to work and developments under them made
available to the public, all patent matters, including those arising in the
Medical School, are handled by a University Patent Committee. It is be-
lieved that the public can best be benefited, in some instances by actual
transfer of patent ownership from the University to supporting companies or
agencies and, in other instances, through licensing arrangements where the
control is left with the University. Either exclusive or non-exclusive li-
censes may be issued , depending upon the circumstances. Ten per cent of the
net royalties or other revenues received from patents by the University are
paid to the inventor, except in cases where some other division of the in-
come is considered more appropriate. The remainder, after meeting all prop-
er expenses, is allocated to the University Research Fund. The University
feels that, in the handling of patents, it should be activated by a desire
to benefit the largest number of individuals in the most economical and ef-

fective way.

Generally Accepted Practices

Certain of the medical schools, affiliated with universities which do
not have formal patent policies, follow the general practices of those uni-
versities in permitting faculty members and other employees to exercise
their own judgment in handling the patentable results of their research ef-
forts but encourage them to utilize the facilities of special research
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foundations, independently incorporated but closely related to the insti-
tutions. These foundations, such as the Cornell Research Foundation, the
University of Tennessee Research Corporation, and the Wisconsin Alumni Re-
search Foundation, are available to act as patent management agents for
the universities concerned, their medical schools and the 1ndividua.l in-

ventors, through the voluntary assigoment of patent rights.3

As in the rest of the University, patent matters arising in the Cor-
nell University Medical College are handled through the Cornell Research
Foundation. The Foundation was established in 1931 with "power to act in
all matters concerned with the acceptance, promotion, management, and pro-
tection of all patents in which Cornell University may be interested, with
power to take or acquire assignments of patents, to permit commercial de-
velopment of the same through sales, licenses, or the like, and to receive
gifts and devices which may be orrered in aid of research through the ac-

v% ies of such Foundation?36 Since 1945 it has been the general pol-
icy/! of the University in making contracts with grantors or sponsore of
research programs not to agree to give the grantor or sponsor more than a
non-exclusive license under any patents that may result from the research.
However, in cases in which the grantor or sponsor pays all expenses of the
research, including overhead, the University may in exceptional cases agree
to grant an exclusive license or to assign all rights in the patent to him.

Patents resulting from research in the University of Tennessee Col-
lege of Medicé.ne are handled through the University of Tennessee Research
Corporation, founded by the University in 1935. The main purposes of the
Corporation are the holding of title to patents issued on research work by
members of the University staff and the promotion of the use of the inven-
tions and discoveries covered by these patents. The University has no for-
malized patent policy but all members of the faculty, including those in
the College of Medicine, are encouraged to use the facilities of the Cor-
poration to relieve them from all concern with the administrative and com-
mercial aspects of patent management. It is believed that the major bene-
fits come fram the fact that the Corporation serves as a means bf protect-
ing results of research from selfish exploitation or suppression by in-
terests which might gain control in some way. Also, the Corporation pro-
vides a link between the laboratory and the field of practical application.

In the University of Wisconsin Medical School, as in the rest of the
University, the individual research worker is privileged to handle the pat-
entable results of his scientific research in any manner he sees fit. Some
have assigned their inventions and discoveries to the Wisconsin Alumni Re-
search Foundation39 as their agent and have permitted such profits as have
accrued from these discoveries to be campounded through this agency. The
Foundation was organigzed in 1925 "to promote, encourage, and aid scientific
investigations and research at the University and to assist in providing
the means and machinery by which the scientific discoveries and inventions
of the staff may be developed and patented, and the public and commercial
uses thereof determined; and by which such utilization may be made of such
discoveries and inventions and patent rights as may tend to stimulate and
promote and provide funds for further scientific investigation and research
within said University."40 When patentable ideas developed by university
faculty members are voluntarily turned over to the Foundation, efforts are
made to commercialize them, with the understanding that after the cost of
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development has been recouped, any remaining moneys are to be employed in
the support of research in the natural sciences. With respect to medical
discoveries and inventions, the attitude is taken that patents should be
secured where a lack of control in the use of the patented article might
result in andue exploitation of the public, in lack of uniformity of stand-
ardization, or in confusion of the public mind as to the inherent values
of the product. In certain types of medical discoveries, the Foundation
considers itself obligated to administer the patents without thought of
any financial return other than that required to safeguard and control the
proper use of the product and to provide funds for clinical and scientific
work in connection with the discovery.4l

The College of Medicine of Ohio State University follows the general
practice of the Univeraiﬁg in using the facilities of the Ohio State Univer-
sity Research Foundation“~ jn the handling of patent matters, as well as
sponsored research projects. Except in connection with research projects
conducted under contracts made by the Foundation, the University has no
formalized patent policy other than the provisions in the State Statutes
that all rights accruing from patentable discoveries resulting from inves-
tigations carried out in the University laboratories with the use of Uni-
versity facilities are the property of the University and that the Univer-
sity may assign and transfer its rights or grant licenses as desired. It
has been the general practice for the University not to apply for patents
in the field of medical research, but rather to disseminate the results of
such work in the widest possible way for the greatest public benefit. Pat-
ents in this field would be applied for only in those special cases in
which the medical profession felt that it was necessary for the protection
or welfare of the public.

At Duke University it has been the practice in the School of Medicine,
since 1937, to assign patents to nonprofit research committees named by the
President of the University, and to use the revenue from royalties for the
support of further research work at the School. Essentially, the plan pro-
vides for handling each case on its merits and in a manner that seems best,
the procedure generally followed throughout the University. If an investi-
gator has something that should be patented, the legal department of the
University draws up an agreement for the assignment of the patent. Any
royalties received are deposited to the credit of a special fund and expen-
ditures from that account are made on the written recommendation of the re-
search committee but not for the benefit of any individual.43

The University of Minnesota Medical School follows the general practice
of the University, under which all patentable discoveries are referred to a
University Committee on Patents, established in 1938. That committee is
authorized to receive and consider applications from staff members desiring
to secure patents, at University expense and with University control and
participation in profit, and recommends to the Board of Regents agreements
with staff members for the assignment of patents and arrangements covering
the licensing of the patents. One-fourth of all royalties are given to the
staff member when the patent is in the general field of his employment, and
one-half when it is outside that general field and University funds and fa-
cilities were not used in the development of the patent.it4

It is the concensus of the executive faculty of the School of Medicine
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of the Tulane University of Louisiana that professional standards would be
violated if either the inventor or the School derived financial profits
from patentable devices and processes. Several years ago, when a faculty
member who had developed an instrument soughtadvice on patent procedure,
it was decided that neither he nor the School should hold the patent or
enter into any arrangement through which there would be a monetary return.
Accordingly, the specifications of the instrument were turned over to a
reputable manufacturer under an agreement that the price would be held to
a minimum. One item in the agreement, under which the inventor relin-
quished all claim to royalties, was that a reduction corresponding to po-
tential royalties be made in the cost to the buyer. Three instruments
have been developed by this faculty member and all three have been handled
in the same manner, each with a different manufacturer. The precaution re-~
garding cost of the manufactured instrument was taken in the public inter-
est. The University itself, exclusive of the School of Medicine, has no
patent policy except in relation to grants awarded through the University
Council on Research. It is understood that, if a project supported by a
grant from the Council yields any income, whether from patentable devices
or processes or as royalties on books, such income up to the amount of the
grant is to be returned to the research fund.s5

The Washington University School of Medicine has for many years ob-
served the general policy that no pecuniary profit should accrue to any
individual or stock corporation from a patent on a scientific discovery
originating in the School. For the protection of the public a patent may
on occasion be taken out, provided the rights are assigned to some non-
profit organization. Any profits that might accrue from such a patent
would be used for the support of scientific education and research, and
not for any other purpose. The University does not have any formal over-
all patent policy, although the question has been under study for some
time, and the policy of the School of Medicine differs materially from the
practices currently followeg in the rest of the University, especially in

the School of Engineering.X

It has been the general practice of Indiana University and of its
School of Medicine, neither of which has a formal patent policy although
the question has been under study for same time and considerable work has
been done on the formulation of a definite statement of policy, not to per-
mit applications on the products of individual or school supported research.
In 1929 a separately incorporated body, the Indiana University Founda-
tion,*’ was established to finance research, handle patents, aid the Uni-
versity in undertakings for which funds were not otherwise available, and
generally perform such functions as the University, being a state institu-
tion, could not do for itself. Many of the contracts made by the University,
in connection with research grants, contain clauses relative to the owner-
ship of the inventions that may develop as a result of the grant. In
most of these contracts the University has the option of retaining owner-
ship of the invention in its own name or in the name of the Indiana Uni-
versity Foundation. Some also provide that the donor have a royalty free
license for the manufacture and use of the discovery. Members of the fac-
ulty have also been permitted to sign contracts with commercial organiza-
tions furnishing financial support and to agree in the contract as to the
patent rights, with the returns from royalties going directly to the re-
search worker in some instances. It is felt that this plan is not objec-
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tionable and is brcad enough to encourage substantial support of research

studies by commercial organizations, and that a stricter policy "would un-

doubtedly remove considerable support of research programs and would deny

medical and igaduate students the opportunity of gaining veluable research
n

experience.

While deciding each case on its individual merits, the Western Reserve
University School of Medicine follows, as a general rule, the practice of
not patenting discoveries in the field of medicine. However, where it
seems necessary in the public interest, patents may be taken out on a non-
prfofit basis. When such patents result from research financed by a commer-
cial concern, the sponsoring concern is given a non-exclusive royalty-free
licenseh%n its field for a limited time before other firms are granted 1li-

censes.

The University of Virginia School of Medicine is in general opposed to
the patenting of inventions or discoveries by members of the medical facul-
ty. In the only instance where the question has arisen during the past ten
years the inventor of a minor surgical instrument was advised against taking
steps toward securing a patent.50 At Temple University it is the feeling
of the management, as well as the faculty of the Medical School, that pat-
ents should not be sought, but that the worthwgile results of their research
work should be given freely to the profession.

Each Case Handled Individually

At the University of Rochester School of Medicine and Dentistry it is
felt that it is usually best to resolve each particular problem as it a-
rises, with a view to protecting the good name of the University and doing
everything possible to obviate any criticism that the cost of the patented
product to the ultimate consumer or patient was increased because of finan-
cial benefit to the University or the inventor.52

Although the University of Colorado has no written patent policy, its
School of Medicine has in the past followed the unwritten policy of patent-
ing nothing and publishing freely the results of all research and develop-
ment. It is likely that, in recognition of the attitude of the medical fac-
ulty, provision will be made for the licensing of certain patents on a non-
exclusive royalty-free basis, as part of a general university palicy which
is presently under consideration.

At several of the other medical schools each case is handled indivi-
dually as it arises and, in the absence of a general university or special
medical school policy, an attempt is made to work out an equitable solution
in each instance. This is the situation in the schools of medicine at
Georgetown, George Washington, and New York Universities. At the New York
University College of Medicine, in accordance with a general procedure53
followed throughout the University, final action is taken only after con-
sultation with the dean of the executive faculty and the secretary of the

University.

The practice is followed at Vanderbilt University, both in its School
of Medicine and in the University generally, of bringing inventions and
other apparently patentable material ‘to the attention of a University Patent
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Committee which reviews each case individually and recommends to the ad-
ministration of the University specific action and procedure for each case.

Neither the University of Michigan Medical School nor the University
as a whole has a clearly defined patent policy, except with respect to con-
tractual research conducted in or through the Department of Engineering Re-
search. Outside of such research projects, each case is decided in the
light of its own circumstance.

In the one instance where a product of research in the University of
Pittsburgh School of Medicine was found to have commercial value, a patent
was obtained and the trustees of the University accepted the assignment of
the patent rights, the income from royalties to be used to support further
research without financial gain to the inventor personally.

While the University of Georgia does not have any specific patent pol-
icy, proceeds on the sale of several inventions made by members of the med-
ical faculty are added to the budget for equipment and supplies for re-
search in two departments of the School of Medicine.

Neither the Syracuse University College of Medicine nor the University
itself has formnilated a policy in regard to the handling of patentable re-
sults of scientific research. However, in connection with the activities
of the recently organized Syracuse University Institute of Industrial Re-
search,55 any industrial corporation for which research is conducted at the
University in cooperation with the Institute will retain patent rights
growing out of such research.

At the University of Maryland, which is at present working on a univer-
sity-wide patent policy, which will apply to the School of Medicine as well,
it is contemplated that the recently created State Institute for Industrial
Research56 affiliated with the University will act as the patent management
agency and will recognize the inventors among the faculty through royalty
payments or some share in the income from patents.

A number of the other medical schools, associated with universities
and colleges which do not have formal patent policies, have not had any oc-
casion to develop separate policies or as yet to crystallize their thinking
along these lines. The patent problem has never arisen at the medical
schools of Baylor, Emory, Louisiana State, and Marquette Universities, of
the Universities of Oklahoma and Oregon, and of Tufts College and at the
Bomman Gray School of Medicine, a division of Wake Forest College.

If the question should arise, the Emory University School of Medicine
would follow whatever general university policy is adopted as the result
of a current study being made by a committee of the university faculty.
Should it become necessary to establish a patent policy for the University
of Oregon Medical School, which at present has none, it would be developed
in collaboration with the State Board of Higher Education as an overall
policy for the other units of the University as well as Oregon State Col-
lege, which are all under the same governing board.

At Northwestern University a special trustee committee is currently
giving consideration to a general university patent policy which will in-

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://lwww.nap.edu/catalog.php?record_id=21085

89

clude medical patents and problems related to the Medical School. A sim-
ilar situation exists at Loyola University, where the formulation of a
university patent policy, that will apply to its School of Medicine as
well, is in the discussion stage. A university committee is in the pro-
cess of setting up such a policy for the University of Vermont, which does
not have a definitely formulated patent policy at present, either for the
University itsslfibr for its College of Medicine. The same is true at the
University of Southern California, where the subject has been under con-
sideration for some time, both on a university-wide basis and with respect

to the School of Medicine.

In the other seven university-affiliated medical schools no definite
policies for the handling of the patentable results of scientific research
have as yet been established, either for the universities themselves or for
the medical schools, although the question has been under discussion from
-time to time at most of them. Included in this group are Boston, Creighton,
Howard, and Wayne Universities, the State University of Iowa, the University
of Buffalo, and the Albany Medical College, which is embraced with Union
College in the Union University System.

Independent Medical Schools

Of the ten independent medical colleges on the approved list of the

- American Medical Association only two have definite patent policies, al-
though several of the others follow informal policies or general practices.
Two of them -- the College of Medical Evangelists and Hahnemann Medical Col-
lege -- handle patent matters through separately incorporated nonprofit
foundations. The patent question has arisen at most of the other schools
and has been under discussion from time to time without any definite policy
action being taken. On the occasions when the problem has been acute, each
case has been settled on its individual merits. At the present time most
of these independent medical colleges are giving consideration to the form-
ulation of definitive policies or the revision of existing practices.

At Southwestern Medical College, under a policy57 adopted in 1945 by
the Trustees of the Southwestern Medical Foundation, the corporate body
under which the College operates, any salaried faculty member who desires
to take out a patent on an original discovery has the option of either ded-
icating it to the public or assigning it to the trustees of the Foundation
without consideration of personal profit. It is contemplated that the
Foundation will not grant exclusive licenses on any patentable discoveries
assigned to it. The policy has been under study with a view to having cer-
tain of the royalties returned to the College, but so far the trustees have
taken no action. The question of whether the research worker making the
original discovery should receive any benefit fraom the royalties is also

under discussion.

Meharry Medical College has adopted a definite pol:lcy58 concerning pat-
ents in connection with a recently initiated research program and the estab-
lishment of the Meharry Biological Research Fund, under the direction and
control of a special research committee, for the stimulation and develop-
ment of research at the institution. Under this policy the discoverer re-
ceives a percentage (not less than ten per cent) of the profit from any pat-
ent, the exact amount depending upon the overall cost of development. The
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balance, after the Research Fund has been reimbursed for its investment in
the investigation, is held in the Fund for use in the support of further
research or for allocation to the College for general educational purposes.
The College has not as yet had any experience with patents and does not &
anticipate in the foreseeable future any patentable products from research
now under way.

The Woman's Medical College of Pennsylvania has an informal policy
which-opposes the patenting, either by the College or by a member of the
staff, of any medical appliance or any medical prpparation. This is mere-
ly an expression of opinion by the faculty; no formal resolution has ever
been adopted by the faculty or administration of the College.

The College of Medical Evangelists has no written policy regarding pat-
ents resulting from scientific research within the institution by members
of the staff, but there is a general understanding that full-time employees
should not profit personally from medical discoveries. In a number of in-
stances patentable instruments developed by members of the staff have been

" turned over ts the Alumni Research Foundation of the College of Medical
Evangalists,5 a nonprofit corporation organized in 1943 primarily for the
purpose of raising funds to aid the College in its research program.

In a reorganization which is now under way at Hahnemann Medical Col-
lege some thoughthas been given to patent matters and the revision of ex-
isting practices. The College has had since 1939 a separately incorporated
Hahnemann Research Foundation,6° organized to accept the assignment of pat-
ents resulting fram research done under its auspices and to acquire patents
by voluntary assignment or gift. In the disbursement of the net income
from patents a predetermined share is given to the imventor. The Founda-
tion handles all relations with industrial organizations involving patents,
but the College also has, separate and distinct from the Foundation, a re-
search comnittee made up of members of the college council (seventeen mem-
bers of the major faculty) to consider, act upon, and approve all matters
relative to research. Any research problems, including those which may in-
volve patents, that may arise within the college faculty are referred to
this committee for study. All questions of law and legal relations are
within the sole jurisdiction of the trustees of the College.

While the New York Medical College has no fixed patent policy, it is
the present practice, when accepting research grants from outside sponsors,
to refer problems which may involve patents to their legal department be-
fore the contracts are approved or disapproved by the Research Committee of
the College. Generally commercial firms have been protected in their pat-
ent rights.

The other four independent medical colleges have no established patent
policies, although at Jefferson Medical College the question is at present
under study by the board of trustees. At the Long Island College of Medi-
cine the problem has been discussed fram time to time and at the Medical
College of Virginia possible policies have been suggested at various times,
but without any definite action being taken at either institution. The
Medical College of the State of South Carolina has as yet developed no pol-
icy for handling the results of scientific research conducted at the Col-
lege.
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Dartmouth College and the Institutum Divi Thomae are two other educa-
tional institutions included in the survey which have had experience with
medical patents. On the suggestion of the senior members of the staff of
the Dartmouth Eye Institute, while it was an associated organization of
Dartmouth College, all members of the staff of the Institute executed inven-
tor's agreements providing for the assignment of patents to the College, on
the general understanding that any income from the patents would be used by
the College for further research. Under this plan the College owned and ad-
ministered various patents in the field of physiological optics. In 1946
the Institute was o§§fnized as a separate nonprofit organization with inde-
pendent sponsorship.

Under the patent policy of the Institutum Divi Thomae, a scientific re-
search center and graduate school of science with which certain other Catho-
lic educational institutions are affiliated, no individual may benefit di-
rectly from patents resulting from research conducted in the Institutum or
its affiliated schools. The director and all the faculty and staff members
of the institution, as well as students and technicians, assign all patent
rights to the Institutum Divi Egomae Foundation, the fiscal agent for the
Institutum and its affiliates.

Summary

The patent question is currently under review at more than half of the
seventy approved medical schools, at a number of them as part of new or re-
vised general university policies. Obviously the patent problem is not a
settled one in the medical schools and a wide difference of opinion exists
among their faculty members as to the ethics of patenting a medical discov-
ery but in many of those schools, as in educational institutions generally,
the question is being given thoughtful consideration at the present time.
Much of the stimulation for the establishment of definitive patent policies
stems from problems growing out of research projects sponsored by outside
agencies, especially commercial firms. Frequently such practices as are
currently followed are concerned solely or mainly with the results of scien-
tific research conducted under grants from these outside sponsors.

Despite the present wide diversity of practice in the handling of pat-
entable discoveries and inventions that affect public and individual health,
the trend toward the clarification of those practices and the formulation of
definitive research and patent policies, both in medical schools and in edu-
cational institutions generally, is a healthy sign and is to be encouraged
and facilitated especially insofar as medical discoveries are concerned. The
protection of the public interest, as well as the interests of the institu-
tions themselves and the inventors, requires that existing differences be
resolved and that some agreement be reached among all the parties concerned.

That there is a movement in this direction is apparent from the current
interest in the problem shown by professional groups, scientific societies,
and individual research workers, as well as among the medical schools and
the universities. The American Medical Association is considering the desira-
bility of holding another conference on medical patents, similar to the one
it held in 1939, and various industry groups are concerned over the matter.

In its consideration of the need for promoting and financing medical and re-
lated soientific research in the war against disease, the committee appointed
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by President Roosevelt, to review the information, techniques, and research
experience developed by the Office of Scientific Research and Development
and their application to peacetime conditions, recognized the patent prob-
lem and its bearing on the extension of such research .63 The President!s
Scientific Research Board, in its study of the nation's medical research
facilities and needs, also encountered this problem and included it in the
formulation of an expanded and well-balanced program in the interest of the
public welfare .64

If the proper safeguards are established, our universities and partic-
ularly our professional and technological schools can contribute, even more
extensively than they have in the past, to the furtherance of general and
medical science through the most effective utilization of their research fa-
cilities and the present short supply of scientific and technical personnel.
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PATENT MANAGEMENT PROCEDURES

Patent management is a complicated business and is expensive. It re-
quires a high degree of legal competance, administrative astuteness, and
promotional zeal -- a cambination of talent not always readily available in
an educational institution. The patent search is a specialized technical
service. The preparation and processing of patent applications are exacting
work for legal counsel. The administration of patent rights demands careful
attention to intricate details and constant watch for infringement and in-
terference. The exploitation and disposal of patents, through sale or 1li-
censing agreements, require salesmanship of a high order.

Existing Practices

It is natural, therefore, that most educational institutions make every
effort to avoid becoming directly involved in the intricate legal and cam-
mercial aspects of patent management. Some endeavor to accomplish this by
adopting a hands-off policy and refusing to handle patents. Others, for le-
gal or fiscal reasons, have established or have encouraged the organization
of separately incorporated patent management foundations, independent of
but closely allied to the institutions by the terms of their charters and
by the membership of trustees, administrative officers, and faculty on the
foundations! boards of directors. Still others have entered into agreements
with Research Corporation, an independent nonprofit patent management foun-
dation, to handle patentable discoveries in their behalf, with full protec-
tion of their interests and those of the inventors and the public.

A few attempt to handle patents as a part of the routine duties of al-
ready established administrative units, such as the comptroller's or busi-
ness office. Others handle them through specially designated committees
responsible directly to the administration or to the trustees of the univer-
sity. A number have faculty committees on patents, which exist primarily
for the purpose of ensuring that pertinent institutional regulations are ob-
served. Often these committees serve as advisory bodies and are charged
with recommending action on matters that range from the desirability of tak-
ing out a patent to the determination of equities.

Even at those institutions which leave to the individual inventor the

responsibility for handling any patents that may result from his research
activities, and also among many of those which observe laissez-faire pol-
icies, the faculty or staff member who believes that he has made a discovery
or invention that has patentable possibilities is required to bring the mat-
ter to the attention of the administration either directly or through an ap-
propriate committee. Determination is then made by the administration or by
the committee whether the institution has an interest in the discovery or in-
vention and what procedure should be followed.

This procedure is frequently specified in formal patent policies and
provision made for the establishment of a standing patent cammittee or board

95
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to deal with all such matters. Such a committee or board may also advise
and aid faculty members on questions of patentability, the prosecution of
patent applications, the commercialization of the patents when issued, and
occasionally the general business aspects of patent management. In this
way the institutions may also be protected against the appropriation and ex-
ploitation, by personal and private interests, of the results of scientific
research performed in the laboratories of the institutions, the cost of
which may have been paid with institutional funds or from funds under in-
stitutional control. In many instances affiliated research foundations,
where they exist, perform these functions in behalf of the institutions.

The disposition of patent rights and their protection present many and
varied perplexing business problems. Unless they are secured for dedication
to the public or merely to prevent outside interests from appropriating and
patenting the discoveries or inventions in their own names, to the possible
detriment and complication of further research in the field, patents are
saleable assets. In many instances the educational institution has a heavy
investment in the discovery or invention and in the patent issued on it,
and pramotional effort is necessary to sell or license the patent. Placing
it in commercial production, introducing it to the public, and gaining its
acceptance and use require additional investment in money and services on
the part of the licensees. Administrative supervision must be exercised by
the institution to insure maintenance of the quality of the finished product
and to see that it is made available to the public at a fair price. Patent
management, if effectively performed, is a highly involved and often a very
expensive business operation.

As Vice President William T. Middlebrook of the University of Minnesota,
in discussing Universities and Patents recently before a group of university
business officers, has said:

Any real assistance on the part of the university in securing and
administering patents must flow from an expressed willingness to
establish machinery to aid in determining the novelty and the use-
fulness of a discovery, to provide funds under stated conditions
for the employment of campetent patent counsel and for the prose-
cution of the patent application, to accept assignment fram the
staff member of the patent application and/or the patent, to under-
take itself directly or through an allied agency the licensing and
the other responsibilities incident to the administration of pat-
ents, and to assume custody and disposition of any royalties arising
from patents not dedicated to the public.

To became effective any expressed willingness to assist must take
the tangible form of establishing administrative machinery and an
overall policy for general guidance. Effective machinery and a
comprehensive policy are not developed over night)-

Within the Institution

Many institutions, including both those which have formalized patent
policies and those which in the absence of such policies observe generally

accepted practices, have set up administrative machipery within the insti-
tution to take care of the preliminary phases of patent management. These
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matters are usually handled through patent committees or boards. established
by trustee, administrative or faculty action. The following examples will
illustrate the functions performed internally by such committees or boards,
some of which are on a continuing basis while others are specifically set

up for each case.

At the University of Minnesota. which does not have a formalized patent
policy and does not require compulsory assignment of inventions by staff
members. the Board of Regents, under the wide latitude of powers which it
enjoys, manages directly patents voluntarily assigned to it like any other
University business. Patentable discoveries and inventions are first con-
sidered by a Committee on University Patents, established by the Regents
in 1938. That committee will receive and consider applications from staff
members without regard to whether the patent was developed by the staff
member in or outside his general field of University employment and without
regard to whether the patent was developed with or without the use of Uni-
versity facilities and funds, and also from non-staff members under special
circumstances and to authorize the patent counsel to make formal application
for patents under specific approval by the Board of Regents. The committee
is charged by the Regents with the following responsibilities:

a. To receive and consider applications from staff members desir-
ing to secure patents at University expense and with University
participation in profits and control.

b. To appoint sub-committees of the staff to advise on technical
phases of patent applications under consideration.

c. To consider the business aspects of such applications.

d. To authorize the patent counsel of the University to make
formal applications for patents.

e. To consider and recommend to the Board of Regents agreements
covering licensing under patents secured.

f. To consider and recommend to the Board agreements with staff
members relative to the assignment of patents by the staff mewbers
to the University.?

A number of other institutions, many of them state universities, have
patterned their procedure after that of the University of !’innesota. For
example, a faculty Commiitee c¢: Patents, created in 1945 under the patent
policy of the University of Arkansas, is charged by the Board of Trustees
of that institution with responsibilities similar to those of the University
of Minnesota Committee on University Fatents and, in addition, "to determine
the amount of University time, equipment, and funds used in developing the
idea; whether or not funds used in the development of the idea were all Fed-
eral or donated funds; and whether or not the invention is in the interest
of and should be patented for the general good of the public."3 It is the
policy of the University that any invention, formula or process developed
or discovered by a staff member in the course of his regular duties shall
be controlled by the University. but that equitable division of royalties
on profits derived from the sale or license of an invention, formula or pro-
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cess patented at University expense will be made by the University Committee
on Patents.

"Through a Committee on Patents, as well as through University Patents,
Inc.,4 a patent holding company wholly owned by the University, and also
Research Corporation, with wham  the University has an agreement whereby that
Corporation acts as patent management agent, Columbia University provides
means by which staff members may secure advice and aid on patent proposals
and may arrange to share with the University the returns from any patent
rights. With the exception of patentable medical discoveries made by mem-
bers of the Faculty of Medicine, the right of staff members of other divi-
sions of the University to secure patents on their inventions is recognized
and, in accordance with the patent policy5 of the University, there is no
compulsion on them to assign their patent rights to the University. The
Committee on Patents not only acts as a policy-making group on University
patent procedures, subject to approval of the Trustees of the University,
but also in an advisory capacity to staff members, calling, when desirable,
upon experts in various fields of research and patent law for advice, and
recommending to the staff member and to the University authorities suitable
action in specific cases.

At the time of the adoption of the Massachusetts Institute of Techno-
logy patent policy in 1932 a faculty Committee on Patent Policy was created,
to receive and act upon reports of inventions from members of the staff, to
determine question of inventorship, dates of conception, disclosure, reduc-
tion of the invention to practice, and the equities of the Institute, the
inventor and other interested parties, and to recommend inventor participa-
tion in any financial returns from the exploitation of the patent rights.

In 1942 the functions of this committee were divided between two new com-
mittees, a Committee on Patent Management and a Patent Committee. An agree-
ment had previously been made with Research Corporation under which that
independent foundation handles all legal and commercial aspects of patent
management in the interests of the Institute, the inventor, and the public.
‘hile the policy of the Institute has always rested and continues to rest
upon a basis of voluntary cooperation of staff members, the Institute en-
courages but does not require its staff to enter into formal agreements in
regard to patent assignment, except in certain cases of industrial and other
contractual research. When a disclosure is made of a discovery which may
comprise patentable invention, the Patent Committee determines probable in-
vention and inventorship, recommends inventor participation in possible re-
turns, and refers the case to the Committee on Patent Management. The lat-
ter coomittee then reviews the case and recommends either that patent pro-
tection be sought through Research Corporation or some other agency or that
the InstiZute waive all rights or equity in the invention in favor of the
inventor.

Princeton University, which also has an agreement with Research Corpor-
ation for that organization to act as patent management agent, follows a
similar procedure. In 1946 a Committee on Project Research and Inventions
was established for the purpose of coordinating and planning on a broad
scale the activities of the University in éntering into outside contracts or
other financial arrangements for the sponsoring of research in science and
engineering, and also for the purpose of establishing and implementing pol-
icies on patents and inventions which arise through work of members of the
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University, replacing in this respect a former Patent Committee. A member
of the University staff is free to bring any patentable invention to the
attention of the Cammittee, whether or not it resulted fram his academic
duties, preferably prior to the initiation of the patent application but in
any case at least as soon as a patent has been issued. When the question

of patenting a particular invention is brought to the attention of the Com-
mittee, the Committee will decide upon the soundness of the scientific basis
of the invention and upon the advisability of patenting according to the
University policy. If the Committee reaches a negative conclusion, it will
turn the matter back to the inventor to handle as he sees fit. If the Com-
mittee reaches a positive conclusion, or is in doubt, it will refer the
matter to Research Corporation to ascertain its opinion and whether the
Corporation desires to accept assignment of the invention. If the Corpora-
tion is unwilling to accept such an assignment, the Patent Committee will
decide whether the matter should be turned back to the inventor or other
steps be taken. If the Corporation desires to accept the assignment, the
Committee will recommend to the inventor that he assign the invention to the
Corporation and enter into an agreement with the Corporation, in accordance
with the general plan adopted by the Corporation and the University.7

All matters relating to patents in which the University of California
is in any way concerned are administered by an agency known as the Universi-
ty of California Board of Patents. Members of the faculty and non-academic
employees are required to advise the Board with regard to any patentable
project developed in the course of their work, even though assignment to
the Regents of whatever rights the inventor or discoverer may possess in the
patent or appointment of the Board as the agent of the inventor or discoverer
is optional on the part of the faculty member or employee. Subject to the
approval of the Regents, the following powers and duties are exercised by
the Board: .

a. Appoint a committee of experts to examine the merits of each
potentially patentable project which may be submitted to it or
which may came to its attention,and to cause such committee to
report its findings to the Board.

b. Report and recommend to the Regents in each instance the ac-
tion to be taken by the Board.

c. Reach agreement with the inventor or discoverer upon whatever
financial interest, if any, the Regents or a cooperating agency,

if one is involved, may have in the project, and upon distribu-
tion of royalties, the respective equities in the light of con-
ditions leading to the invention, the amount of income that reason-
ably may be expected to result therefrom, and the services assumed
by the University in obtaining and administering the patent.

d. Execute, through the appropriate University officer or offi-
cers, all documents necessary to define the rights agreed upon
by the Board, a cooperating agency, if any, and the inventor or
discoverer.

e. Recommend, in the case of patents in which the University may
be found to have an equity or in which the Board has been asked
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to act for the inventor, whether the Regents shall have it patent-
ed at their expense or release it entirely to the inventor for
whatever independent action he may care to take.

f. Retain patent counsel in association with the University At-
torney in connection with matters pertaining to the filing of pat-
ent applications, approved by the Regents, the prosecution thereof,
and the litigation which may arise therefrom.

g. Negotiate through the appropriate University officer for 1li-
censing and other agreements covering the manufacture and sale of
patented articles or processes resulting from patents on inven-
tions submitted to it, in which the Regents have an interest, and
to arrange for and direct the collection of royalties and the dis-
tribution thereof to those entitled thereto.

h. Obtain from cooperating agencies assignment of patent rights
to inventions or discoveries made as the result of research car-
ried on under special grants.3

Whenever an invention or discovery is made at Carnegie Institute of
Technology, which falls within the purview of the Institute's patent policy,
the inventor is required to inform the President of the Institute in writing,
through the department head or director concerned, regarding the circum-

stances of the case. A special Committee on Patents is then appointed, if
either the President or the inventor feels that the case requires review.
Each such committee is composed of representatives of the trustees, adminis-
tration, and faculty, also students if involved. The committee willdeter-
mine, subject to review by the President and the Executive Committee of the
Trustees, whether the Institute has an interest in the patent and if so,
the specific proportion in which the proceeds are to be shared between the
inventor and the Institute, the legal title being held by the Institute or
its nominee for purposes of orderly administration.?

At California Institute of Technology a Committee on Patents, selected
by the faculty, bas responsibility for recommending what inventions should
be patented by the Institute, adjudicating uncertain cases such as those in-
volving "line of duty" versus "own time" inventions, making recommendations
in regard to patent provisions in industrial contracts, and acting in an ad-
visory capacity with regard to patents owned by the Institute. Any proposal
to deviate from the general policy of the Institute is referred to the Com-
mittee for recommendation. In order to make the Institute's patent policy
effective and uniform in its application, all the members of the research
and instruction staff of the Institute at the time of the adoption of the
policy have been requested and all new employees are required to sign a pat-
ent agreement, formulated and approved by the Committee on Patents and by
counsel, assigning their rights to patents and inventions made in line of
duty or with Institute facilities to the Institute or to its rnozinee. While
Research Corporation serves as the patent management agency of the Institute
in certain instances, the recently established California Institute Research
Foundation will be the Institute's nominee in most cases for the assignment
and administration of patent rights connected with inventions made by mem—
bers of the Institute staff. In its operations the Foundation will adhere
to the patent policy of the Institute.lO '
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At Lehigh University, where any member of the scientific or teaching
staff who has made a valuable discovery or invention as the direct result of
his regular duties on University time and at University expense is required
to patent his discovery or invention, the expenses connected therewith to be
borne by the University, application for a patent to cover such discoveries
or inventions ghall be made in such cases as are recommended by the Execu-
tive Board of the Lehigh Institute of Research and approved by the Board of
Trustees of the University. The Institute, which was originally organized
in 1924, is an administrative division of the University. If a patent is
issued, the patentee shall assign the patent to the Board of Trustees of the
University for a nominal consideration. While the University does not wish
to be in the business of owning and exploiting patents, a patent thus as-
signed will be administered by the Board of Trustees in such manner as it
may determine. If the patent is sold or a royalty for its use is paid, one
half of the money thus realized by the University will be paid to the pat-
entee, and the other half assigned to the Lehigh Institute of Research for
the furtherance of research within the University.ll

Several of the medical schools have established special committees to
handle patents growing out of research in their laboratories. A Committee
on Grants for Research was created in the St. Louis University School of
Vedicine in 1930, originally to administer the patent on theelin assigned to
the School by the discoverers but subsequently to handle other patents simi-
larly assigned.l2 An Insulin Committee administers the patents on insulin
assigned to the University of Toronto and exercises control over the quality
of the manufactured product.l3 It is the practice in the Duke University
School of Medicine to assign patents to nonprofit research committees named
by the President of the University and to use the revenue fram royalties for
the support of further research work at the School.l4 In accordance with
both formalized patent policies in some medical schools, as well as in the
universities with which they are affiliated, and generally accepted prac-
tices in others, discoveries and inventions, whether or not they are to be
patented, are reported through administrative channels.l5

Use of Research Corporation

A number of institutions presently have agreements with Research Cor-
poration to utilize the facilities of that independent nonprofit foundation
as their patent management agent. Others either provide for it in their
patent policies and procedures or have such an arrangement under contempla-
tion, while still others encourage their staff members to avail themselves
of the services of the Corporation through the voluntary assignment of pat-
ents issued in their names.

Research Corporation16 was established in 1912 when Dr. Frederick G.
Cottrell, a scientist and successful inventor, arranged for the transfer of
valuable rights in his patents in the field of electrical precipitation to
the Corporation. It was set up as a nonprofit organization embodying the
ideal of utilizing the proceeds derived from applied research to the further
advancement of science and technology. The Corporation's charter requires
that its net earnings be contributed to the Smithsonian Institution and such
other scientific and educational institutions and societies as its board of
directors may from time to time select, to enable such institutions and
societies to conduct technical and scientific investigation, research, and
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expérimentation° The Corporation's capital stock, all of which it holds in
its own treasury by statutory permission, cannot bear dividends.

For many years the returns on the Cottrell patents provided the sole
source of income which made Research Corporation grants in aid of scientific
research possible. For some fifteen years the management of other patents
and new inventions has been undertaken, through agreements with institutions
and individuals, and the Corporation's share of the returns fram these has
augmented the available funds and extended the research support more widely
and into other fields of science.

Survival of the ideal and its embodiment through the difficult years
of establishment and early growth is tribute to the practicability of the
concept and to the vision of those who contributed to it. In any listing of
the major achievements of modern science those in the development of which
Research Corporation has participated would occupy an important place. A
random selection includes the cycoltron, the Van de Graaf high voltage gen-
erator and X-ray equipment, utilization of solar energy, computing machines,
the synthesis of vitamin B], and pantothenic acid.

In addition to the patent management services rendered educational and
other nonprofit organizations, Research Corporation maintains a division
concerned with Cottrell electrical precipitation, the incaome from which is
also used for the encouragement and support of fundamental scientific re-
search. This division is in the business of applying electrical precipi-
tation to the gas cleaning problems of industrial gompanies, particularly
in the metallurgical and chemical fields, by contracting for the design,
furnishing, and erection of precipitation installations. In pursuing these
activities, the division has become a substantial enterprise on its owmn and
has been the primary source of funds supporting the Corporation's grants-in-
aid program. Through another division concerned with making grants-in-aid
the Corporation expends the income derived from its engineering and patent
management operations in the support of scientific research, mainly in the
physical sciences. Over the years more than three million dollars have been
so disbursed, approximately three-quarters of a million during the last fis-
cal year.

Under its agreement with an educational institution to serve as its
patent management agent, Research Corporation agrees to handle the patent
management and commercial aspects of the exploitation of such patentable
discoveries and inventions as the institution may offer or cause to be of-
fered to the Corporation, as are acceptable to the Corporation under its
charter, and as should, in the belief of the Corporation, be patented either
in the broad public interest or as revenue-producing possibilities. Each
agreement is tailor-made, to fit the institution's individual situation,
but follows a fairly uniform pattern, which has been developed over the

years.

The faculty inventor assigns his patent rights to the Corporation under
a set form of contract. The patent search is undertaken and the patent ap-
plication is prepared and prosecuted by one of the firms of patent attorneys
retained by the Corporation. Meanwhile, through its extensive industrial
connections and on the basis of its experience with such matters, the Cor-
poration proceeds to enlist the interest of possible commercial users with
a view to their becoming licensees. While it recognizes the special equi-
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ties of a sponsor who has made a large financial commitment to the original
research or of a licensee who may have to spend a great deal of money in re-
ducing the invention to commercial practice or in installing expensive pro-
duction equipment, the Corporation usually issues non-exclusive licenses.

The royalty rates are fixed by two principles: they should never be so high
that their reflection in the final price of the product would have any in-
fluence on its acceptance by the ultimate user, and they should yield some
revenue for the purposes of the Corporation.

A contract-set percentage of all income from each patent so managed is
paid to the inventor. The remainder is divided on a fifty-fifty basis with
the university, unless, as happens occasionally, the university wants no
return. The Corporation bears all patent prosecution and management expen-
ses from its share. Some of the earlier agreements provide for the payment
of forty per cent of the remainder to the institution and sixty per cent to
the Corporation, after deducting the inventor's percentage and reimbursing
the Corporation for special expenses incurred, for protection and develop-
ment purposes, as prescribed in the agreement. When the total payments to
the Corporation as a result of this division of income equals its total
general expenses in connection with all inventions handled for the institu-
tion the remaining incame is divided on the basis of sixty per cent to the
institution and forty per cent to the Corporation.

Under this plan the institution is relieved of all patent and adminis-
trative problems involved in the exploitation and commercialization of the
inventions. Similarly, when an individual inventor makes an agreement with
the Corporation to handle a personally-owned patent for him, he is relieved
of these problems and responsibilities. Such portion of the Corporation's
share of the income from all the patents which it handles, as become sur-
plus, i: applied, in the discretion of its board of directors, for the
support of scientific research through its grants-in-aid program.

Affiliated Patent Management Foundations

The establishment and use of special nonprofit foundations and corpora-
tions, independent of but closely affiliated with educational institutions,
for the management of the patentable results of university research is a
comparatively recent development in American higher education. A few, such
as University Patents, Inc., at Columbia University and the Wisconsin Alumni
Research Foundation at the University of Wisconsin, have been in existence
more than twenty years, but the majority have come into being during the
past five or six years. While they are located in all parts of the country
and at all types of institutions, a considerable number are to be found in
affiliation with state universities and land-grant colleges. In many in-
stances they have been created to relieve the administrative staffs of the
institutions of the camplicated and time-consuming legal and commercial as-
pects of patent management and to perform functions which the institutions
prefer not to undertake themselves, for legal or fiscal reasons, or which
they do not have adequate technically qualified personnel to handle. Many
of these foundations also serve as the institution's agents in contractual
relations with sponsors of university research, while several are concerned
with the general development of new sources of financial support for the
institutions. There are at present at least fifty of these foundations
performing, or authorized to perform, patent management functions.
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University Patents, Inc., was organized in 1924, as a patent holding
corporation wholly owned by Columbia University, with authority to apply
for, take out, and hold patent rights, to accept by assignment patents, pat-
ent rights, royalties, licenses, and other rights covering discoveries, in-
ventions, and processes, whether produced by members of the teaching staff
of the University by the use of University facilities or otherwise, and to
use, dispose of, and make arrangements for the licensing of the patents it
holds and make such division of the proceeds as its board of directors may
approve. Under an agreement with Research Corporation, that agency acts for
the University in the management of patents, securing the patents, adminis-
tering them, and disposing of the rights through licenses. The assignment
of discoveries or inventions by staff members to University Patents, Inc.,
or to Research Corporation is normally on a purely voluntary basis and Uni-
versity Patents, Inc., and Research Corporation, in turn, reserve the right
to refuse to cooperate in securing a patent, or to accegt an assignment, if,
in their opinion, it is not in their interest to do so. 8

The Wisconsin Alumni Research Foundation, organized in 1925 by a group
of alumni of the University of Wisconsin under the authority of the Board
of Regents of the University, was the pioneer among university-affiliated
nonprofit patent management agencies. Financially the most successful of
these foundations, the inception of the idea grew out of the offer by Dr.
Harry S. Steenbock, a professor at the University, of a patent then pending
on his discovery of the anti-rachitic properties of the ultra-violet ray in
the enrichment of the Vitamin D content of foods and medicinal products.

In recognition of the possibilities of commercial exploitation of patent-
able results of university research and the utilization of the profits in
the public interest through the support of scientific research, especially
in a state university, the Foundation was created with the following objec-
tives, as stated in its charter:

To promote, encourage, and aid scientific investigations and re-
search at the University and to assist in providing the means and
machinery by which the scientific discoveries and inventions of
the staff may be developed and patented and the public and commer-
cial uses thereof determined; and by which such utilization may be
made of such discoveries and inventions and patent rights as may
tend to stimlate and promote and provide funds for further scien-
tific investigation and research within said University.l9

Through its administration of the Steenbock patents and others voluntarily
assigned to it by members of the University faculty, the Foundation has over
the years contributed substantial sums to the University for the advancement
of research in the natural sciences. These grants have been made out of the
income on the accumulated earned royalties, which have been conservatively
invested by the Foundation in order to insure permanent steady income. In
addition to the support of specific research projects, the Foundation has
assisted the University in the retention of faculty members in times of fi-
nancial stress, especially during the depression years, through grants of
emergency aid. ihen a patent is assigned to the Foundation, a standard con-
tract is made with the inventor, under which he (or his estate) is paid a
fifteen per cent royalty on the net avails derived from the patent, after
the expenses of securing, maintaining, and defending it have been repaid to
the Foundation. The remaining eighty-five per cent of the net returns ac-
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cruing to the Foundation is invested as part of the Foundation's endowment,
the income from which is tumed over to the University for the support of
scientific research. The cuntributions to the University are made annually
without restriction as to their specific use; their administration is the
responsibility of the University. By far the larger part of the aid which
has been given to the University has been used for the support of specific
projects proposed by the several departments in the field of the natural
sciences. These projects are administered entirely through the University
Research Committee of the Graduate School and the selection of the approved
projects is in no way controlled by the Foundation.

An outgrowth of an all-University Department of Research Relations with
Industry established at Purdue University two years previously, the Purdue
Research Foundation?® was organized in 1930 as an agency for encouraging,
promoting, and conducting both fundamental scientific investigations and in-
dustrial research at the University, and for assuming legal and financial
responsibilities not clearly falling within the powers of the governing
board of the University. While its major activity is in connection with
contractual relations involved in the extensive industry-sponsored research
program of the University, the Foundation also serves as patent management
agent for the University. Patent problems arising on the Purdue campus are
handled by the Foundation, whether in connection with sponsored research
or patents voluntarily assigned to the Foundation by faculty members. Roy-
alties received from licenses issued by the Foundation are used for the
support of further research at the University, after rewarding the faculty
member or student responsible for the patented discovery or invention.

Yhile, as a matter of general policy, Cornell University does not re-
quire the assignment of patents by members of its staff, the facilities of
the Cornell Research Foundation have been used for the administration of
patents voluntarily assigned to the University, including those resulting
from research in the state colleges embraced in the University system. The
Foundation was created in 1932 as a stock corporation, empowered'to act in
all matters concerned with the acceptance, pramotion, management and pro-
tection of all patents in which Cornell University may be interested, with
power to take or acquire assignment of patents, to permit commercial devel-
opment of the same through sales, licenses or the like, and to receive gifts
and devises which be offered in aid of research through the activities
of such Foundation."@l While separately incorporated, the Foundation is a
wholly-owned subsidiary of the University, subject to the control of the
Board of Trustees of the University in matters of general policy. At the
time of its organization, all the stock of the Foundation was turned over
to the University in return for patents then held by the University. The
directors of the Foundation are officers, trustees, faculty members, and
alumni of the University, but the Foundation is a separate business enter-
prise and, as such, has no connection with the research activities of the
University. Royalties earned on its patent holdings are made available to
the University for furtherance of research in the various colleges of the
University. Recently the University entered into an agreement with Research
Corporation for that independent foundation to act as patent management
agent in certain cases.

Under its patent policy,22 Pennsylvania State College may use the fa-
cilities of the Pennsylvania Research Corporation, or any similar agency
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for the administration and exploitation of patents, the assignment of which
have been accepted by the Board of Trustees of the College, on recommenda-
tion of the President after prior study by the College Council on Research.
The Corporation was formed in 1934 "for the purpose of fostering and advanc-
ing scientific research, and, as incidental to this gemeral purpose, for the
purpose of creating, purchasing, holding and selling patent rights for in-
ventions and designs, with the right to issue licenses for the exercise of
rights relative to said inventions and designs, and to receive payment
therefor, and to use and apply all moneys thus or otherwise received solely
for the fostering and advancement of such scientific research."?3 The re-
lationship of the Corporation to the College is covered in a memorandum of
agreement under which the College may refer its patent problems to the Cor-
poration. At the time of his appointment every member of the faculty signs
a memorandum of agreement which includes acceptance of the provisions of
the patent policy of the College.

The University of Tennessee does not have a formalized patent policy,
but members of the faculty and staff are encouraged to use the facilities
of the University of Tennessee Research Corporation. The Corporation is
legally independent but in effect is a subsidiary of the University organ-
ized in 1935,

. . . to promote, encourage and aid scientific, social and/or edu-
cational investigation and research and to provide or assist in
providing the means and machinery by which scientific, social and/
or educational discoveries, publications, inventions, processes,
trade-marks, trade names, brands and/or labels may be developed,
applied, patented, copyrighted and/or registered and the public
and commercial uses thereof determined, and by which such utiliza-
tion or disposition may be made of such discoveries, inventions,
processes, trade-marks, trade names, brands, labels, and/or publi-
cations, and patent rights, registrations, or copyrights of in-
terests therein, as may tend to stimilate and promote and provide
funds for further scientific, social, and/or educational investiga-
tions and research.2A

Under its charter the Corporation has very broad powers, enabling it to con-
duct many activities which may be .considered outside the usual program of
the University. Faculty members have been willing to assign patents and
pending patent applications to the Corporation because of its policy to
share liberally with the inventor whatever income may be received.

Patent matters arising at the Virginia Polytechnic Institute are han-
dled by the V. P. I. Research Foundation, which also serves as the fiscal
agent of the Institute in contracting with outside parties and in adminis-
tering funds for research and development work to be performed at the In-
stitute. The Foundation was established in 1935 with purposes practically
identical with those of the University of Tennessee Research Corporation.
In the division of income from patents administered by the Foundation, it
is recognized that the inventor is entitled to a share, the remainder being
devoted to the furtherance of scientific research at the Institute .25

At Ohio State University, which does not have a formalized pategg pol-
icy, the facilities of the Chio State University Research Foundation<® are
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utilized both in the administration of patent matters and in the handling of
contractual relations in connection with sponsored research projects The
Foundation was incorporated in 1936, its purposes and plan of organization
patterned very largely after those of the Purdue Research Foundation. While
its efforts are concentrated largely on the development of the University's
industrial research program, the Foundation also aims to make available to
the public the benefits of scientific and technological research under ar-
rangements which will encourage and support further research at the Univer-

sity.

Many of the more recently established university-affiliated foundations,
especially those at state universities and land-grant colleges, have been
organized along much the same lines as these earlier foundations and follow,
in general, similar patent management practices, modified in specific in-
stances to meet local situations. Where state laws permit, they have been
created with broad powers, to enable them to engage in a wide range of activ-
ities, of which patent management is only one. Some, such as the University
of I1linois Foundation, the Indiana University Foundation, and the Univer-
sity of Nebraska Foundation, are empowered to and do promote the interests
of their respective universities through a wide variety of services, includ-
ing the development of new sources of revenue, not only in support of re-
search but also for the endowment and current expenses of the institutions.
A few may even maintain manufacturing plants and other business operations.

Summary

The management of patents growing out of university research involves
both internal and external problems, many of which are complicated and per-
plexing. The internal problems are usually handled through patent commit-
tees or patent boards, established by trustee, administrative or faculty
action, either on a continuing or an ad hoc basis. The external problems
require specialized talent and wide experience to deal effectively with the
legal and commercial aspects of patent management. Few institutions have
qualified personnel available to handle these problems or much experience
in patent management. In order to relieve already overburdened administra-
tive staffs of these responsibilities and also to perform functions which
the institutions are unsable or prefer not to undertake themselves, many have
either entered into agreements with Research Corporation or utilize the fa-
cilities of affiliated but independently incorporated nonprofit foundations
to handle for them the administration and exploitation of patents.

A more detailed analysis of the organization and operation of these
university-affiliated foundations, their objectives, programs, patent pol-
icies, and experience with patents, than is present in this chapter is the
subject of a corollary study which the National Research Council is making
as part of the present survey. The trend toward the development and use of
such organizations has raised many questions as to their potentialities and
place in the educational scene.
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IX

PATENT REVENUE

University research is seldom conducted with a view to the patentabil-
ity or the commercial application of the results. Yet, frequently discover-
ies and inventions do evolve which are patentable and have commesrcial value.
In such instances, the educational institution has a responsibility to the
public and to the inventor, as well as to itself and those who support it,
to see that the patents are so administered and controlled that they will
produce the greatest benefit to all concerned. Financial rewards are not
essential objectives in obtaining patents.

It is the exception, rather than the general rule, that substantial re-
turns accrue from patentable results of university research. The few in-
stances of patentable discoveries, such as the Steenbock process at the Uni-
versity of Wisconsin and insulin at the University of Toronto, which have
been highly successful commercially and remunerative to the holders of the
patents, lead some university administrators and scientists to hope for sim-
ilar profitable patents to bring in large sums of money which may be used
for the support of research or other educational activities, as well as for
personal gain. The expense of prosecuting the patent application, commer-
cializing the patent when issued, and protecting it against infringement
and interference cut heavily into many otherwise lucrative patent holdings.

It is not fair, according to one writer, who has had considerable ex-
perience in the patent field, to hold up patents as a royal road to fortune.
A distressing minority, he says, pay as much as one cent. He suggests that
the following warning should be attached to each and every patent issued by

the Patent Office:

Inventor, beware! This patent is only a license to sue. It does
not insure any wonetary reward. It does not vouch for the com-
mercial value of the invention. It may ultimately prove to be
not valid. What the courts will do to it is beyond prediction.
While you were before the Patent Office we tried to regard you
as a benefactor of society. But from now on you're on your own.
Allah be with you!l

However, when a patent is assigned to it and an educational institution as-
sumes responsibility for administration and control of the patent rights,
it is also responsible for the determination of the equities involved and
for the distribution of such revenue as may be received.

Some institutions recognize the rights and interests of the inventor
and share the proceeds with him, either under a prior contractual arrange-
ment or by mutual agreement, but there is no uniformity in the division of
the financial return from patents between the inventor and the institution.
In some institutions the amount given the inventor is specified in accord-
ance with a general policy, with a wide variation among institutions in the
proportion allotted to the inventor. In others the inventor's share is de-
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termined in each case after consideration by a special faculty or adminis-
trative committee.?

Inventor Participation

At Lehigh University, and also at the University of Louisville, pro-
vision is made in the patent policy of the institution th t, if a patent is
sold or roy lty for its use is paid, one half of the money realized by the
University be paid to the patentee.> On the other hand, at Stanford Uni-
versity ten per cent of the gross royalties or other revenues received by
the University are paid to the patentee,h and at California Institute of
Technology the inventor may, on recommendation of the faculty Committee on
Patents, "receive from the Institute fifteen per cent of the gross sum of
money which has accrued or shall thereafter accrue to the Institute from

his patent."5

The patent policies of Kansas State College and the University of Kan-
sas provide that, in the event that any sum over and above the cost of ob-
taining a patent should be obtained, "a fair share of the profits (at least
fifteen per cent) shall be paid to the patentee."6 The Auburn Research
Foundation, in its administration of patents in beh 1f of Alabama Polytech-
nic Institute, will pay to the inventor or inventors at least "fifteen per
cent of the profits from said patents, after all expenses have been paid."?

Ten per cent of the net royalties or other revenues received from pat-
ents by the University of Utah shall be paid to the patentee, except in a
case where some other division of income is considered more appropriate.8
At the University of Connecticut a minimum of twenty per cent of the net
proceeds "shall be paid to an employee who solely conceived or made the in-
vention, and shall be paid in shares to two or more employees who jointly
made the invention, in such respective proportions as the board (of trus-

tees) may determine."9

When a staff member of the Iowa State College agrees to assign a pat-
ent to the College, or its patent management agency, he will receive " a bo-
nus in a sum equal to fifteen per cent of the net receipts from the licens-
ing of the patent, such bonus to be paid annually as accrued, accompanied
by a detailed statement of receipts and expenditures on account of the li-
censing of that patent."l0 If the return to the University is "in excess
of the cost of such patent", the Research Council of the University of Flori-
da shall recommend "the payment of a just compensation to the discoverer or
inventor from the net proceeds, which in no case shall be less than twenty-
five per cent."ll

The patent agreement signed by each employee when accepting a position
at the Michigan College of Mining and Technology contains a provision that
"the College shall pay to me, at least quarterly, fifteen per cent of the
net proceeds of the earnings or yield of such patents aris from any
source, whether from license fees, royalties or from sale." A few insti-
tutions include patent provisions in their contracts of employment, in some
instances for all faculty members but more often limited to members of the
staff whose entire or major responsibility is research, especially contrac-
tual research. This situation prevails particularly in state agricultural
and engineering experiment stations and in special research institutes.13
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Inventors, whose patents are handled by Research Corporation, either
under personal arrangement or under the agreements their institutions have
with that independent patent management foundation, receive_a contract-set
percentage, usually seven per cent, of all income received. This arrange-
ment applies at the University of Arizona, Case Institute of Technology,
Cornell University, Columbia University, Massachusetts Institute of Technol-
ogy, Princeton University, and Reed College, among others, and is specifi-
cally stated in some of their patent policies.1

Without specifying the amount or percentage of inventor participation,
a number of institutions include in their patent policies provision for the
inventor to share in patent revenues. At the University of Illinois, for
example, "in the event that any sum above a nominal royalty is received by
the University for the gae of the patent, a proper share of it shall be
paid to the patentee."l® Similarly, if Pennsylvania State College should
dispose of a patent "on such terms as to yield a return in excess of the
cost of such patent, then the Board of Trustees, or the designated repre-
sentatives of the Board, will consider_a just compensation to the discover-
er or inventor from the net proceeds. nl7 "In most instances determination
of the inventor's share or compensation is made by a faculty research or
patent committee; in others it is made by administrative or trustee action.

Under a formal patent policy, applicable only to the teaching members
of its Department of Chemistry, Fordham University offers the faculty mem-
ber two ways for disposing of a discovery having commercial possibilities.
If it is estimated that they would be $6,000 or less, the inventor is the
sole owner and administrator of the patent and is required merely to reim-
burse the university for the facilities used. If the discovery is of major
importance and it is estimated that the proceeds would exceed $6,000, the
omership and administrgtion'of the patent, as well as the division of the
proceeds, are subject to determination by a research committee appointed by
the President. If the University pays for the patent, its share is to be
85 per cent; if the 1nv¢qtor pays, his share is 85 per cent; if the cost
of the investigation is shared equally, {Be proceeds are divided equally
between the University and the inventor.

At the University of‘'Minnesota the division of royalties, after deduct-
ing the cost of securing the patent, is 25 per cent to the staff member,
and 75 per cent to the Uniyersity in those cases where the patent is in the
general field of the staff member's employment and University funds and fa-
cilities have been used in the: development of the patent, or fifty per cent
to the staff member and fifty per cent to the University where the patent
is outside the general field of the staff member's employment and University
funds and facilities are not used in the development of the patent. ¥Where
the patents are outside the general field of the staff member's employment
or University funds and;facilities are not used for the development of the
patents, the division of royalties is somewhere betweeE 25 and 50 per cent
to the staff member and the balance to the University. 9

- It is a general practice, sometimes specified in the formal patent pol-
icy, that if the institution or its patent management agent does not file a
claim for a patent assigned to it or act upon a case referred to it within
a reasonable time, all rights' and title to the patent .revert to or remain in
the name of the inventor. In some instances a definite time is prescribed.
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At Alabama Polytechnic Institute it must be "within the period of one year
from thezaate a written report describing the patentable invention was pre-
sented." At Pennsylvania State College, as at the University of Maine, Ei
must be "within one year after the discovery is announced to the College."
At the University of Florida it must be "within 120 gays after the discovery
or invention is announced to the Research Council,"2 and at Michigan Col-
lege of Mining and Technology it must be "within 30 days after notification
in writing by tgg inventor that he desires the College to make its decision
in the matter."

Summary

Despite the lack of uniformity in the extent and manner in which the
inventor participates in any revenue that may accrue, there is a general
disposition to recognize his rights in a patentable discovery and to make
provision for him to share in such proceeds as may be received. In some in-
stances a definite or minimum percentage is specified, either under a formal
policy or by general practice; in others, the inventor's share is subject
to determination in the light of circumstances surrounding the discovery.

References

l. Byers, J. H., Criteria of Patentability, 62 Scientific Monthly 439
(May 1946)

2. See chapter on Patent Management Procedures, page 95 ff

3. See Appendix, page 146 L. See Appendix, page 159

5. See Appendix, page 124 6. See Appendix, pages 144 and 145
7. See Appendix, page 119 8. See Appendix, page 162

9. See Appendix, page 135 10. See Appendix, page 142

11, See Appendix, page 138 12, See Appendix, page 150

13. See chapter on Sponsored Research, page 53 ff
14. See pages 102-103 15. See Appendix, page 122
16. See Appendix, page 140 17. See Appendix, page 152

18. Regulation Regarding Patents, Fordham University Department of Chemis-
try; also see page 31

19, Middlebrook, W. T., Universities and Patents, Minutes of the Thirty-
Fourth Annual Meeting of the Central Association of University and College
Business Officers, page 78 (February 1945); also see page 97

20, See Appendix, page 119 21, See Appendix,. pages 152 and 148

22. See Appendix, page 138 23, See Appendix, page 150

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://lwww.nap.edu/catalog.php?record_id=21085

X

SUMMARY AND TENTATIVE CONCLUSIONS

The preceding chapters contain a preliminary report on the findings of
the survey of the policies, practices, and procedures of educational insti-
tutions in the handling of patentable discoveries and inventions growing out
of scientific research, which the National Research Council has been conduct-
ing. The material presented in those chapters, aswell as in the Appendix,l
is largely factual and is based for the most part upon information obtained
directly from the institutions themselves and the other agencies concerned
with the problem. Such analyses and interpretations as have kieen made of
specific aspects of the problem, including the background discussion of pat-
ents and university research,2 are drawn from the factual data obtained dur-
ing the course of the survey.

General Resumé

As revealed through the survey, there is a wide diversity of practice
among the various institutions, limited experience with patents and their
exploitation, growing interest in the problem, recognition of the need for
formulating effective methods for handling patent matters, and a definite
desire to develop mutually satisfactory research and patent policies. The
current concern with the problem is the result of an increased interest in
research on the university campus and a more general realization of its im-
portance in the overall educational program. Further stimulus comes from a
recognition of the possibilities of cooperative research, the opportunities
for more extensive and more useful public service by educational institu-
tions and the need for the enocouragement and more adequate support of uni-
versity research, particularly in scientific and technological fields.

While patents are usually fortuitious by-products, rather than con-
scious or inevitable objectives, of scientific investigation conducted on
the university campus, many new ideas, discoveries, and inventions, the re-
sult of experiments undertaken with quite a different purpose in view, may
have valuable commercial application or requite protection and control in
the public interest. Differences of opinion exist as to the propriety of
patenting products of university research, especially those which affect
public or individual health, and whether, in view of théir public service
function and tax-free status, educational institutions should be concerned

with patents.

Nevertheless, it is generally recognized that recourse to patenting
may be necessary in the interest of scientific and technological progress,
as well as the protection and recognition of the various interests and equi-
ties involved. If patents are obtained, the educational institutions have
responsibility for seeing that the patent rights are so administered that
the greatest benefits may be enjoyed by all concerned. The handling of the
patent rights and the distribution of any financial returns that may accrue
introduce the question of patent management with all its complicated prob-
lems and intricate obligations.
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The establishment of practices and procedures for the proper and ef-
fective handling of patentable results of scientific investigation on the
university campus and the bearing of those practices and procedures on the
realization of the primary objectives of higher education are matters of di-
rect concern to administrators and scientists engaged in the formulation and
conduct of university research programs. Over the years most of the insti-
tutions with active scientific research programs have been giving thought-
ful consideration to the problem. Yet, relatively few have formulated def-
inite policies, and then usually when faced with situations requiring im-
mediate action. Many of these formal policies, as well as most of the pre-
vailing practices, are under review, in order to bring them in line with
current overall educational policies and programs.3

The problem of patent rights in connection with university research
may arise under a wide variety of conditions. These range from those in-
volved in investigations undertaken by an individual faculty or staff mem-
ber, or student, in connection with his own scholarly interest and largely
on his own initiative, on his own time and his own expense, even though
using the facilities and equipment of the institution, to those involved in
larger projects sponsored by the institution and financed by institutional
funds or funds under the control of the insticution. These latter projects
may be regular activities provided for in the university's budget or may be
supported by special funds from outside sources. Therefore, no single pro-
cedure may be offered in all cases and there must be sufficient flexibility
to meet different situations and circumstances. Existing practices are dis-
cussed in the analytical chapters on personal research, institutionally-
supported research, and sponsored research.

Many institutions, particularly those with affiliated medical schools,
give special consideration to patentable products of scientific research
that may affect public or individual health. Discoveries and inventions of
medical, pharmaceutical, therapeutic or hygienic nature are usually treated
differently from other results of university research. Some institutions
incorporate their attitude toward such discoveries and inventions in their
general policies, others have special methods for handling them.”

Whether an educational institution should handle patents directly or
through some outside agency is an unsettled problem. Patent management is
a complicated business and is expensive. Nevertheless, the institution has
a responsibility to protect the interests of the public, the inventor, the
sponsor when one is involved, and the institution itself. Most institu-
tions endeavor to avoid becoming directly involved in the intricate legal
and commercial aspects of patent management. Some endeavor to accomplish
this by adopting a hands-off policy and refusing to handle patents. Others
have established, or have encouraged the organization of, separately incor-

rated patent management foundations, independent of but closely related

o the institution by the terms of their charters and by the membership of
trustees, administrative of ficers, and faculty on the foundation's boards
of directors. Still others have entered into agreements with Research Cor-
poration for that independent foundation to act as their patent management
agent. A few attempt to handle patents as a part of the routine duties of
already established administrative units, such as the comptroller's or the
business office, or through specially designated committees responsible di-
rectly to the administration or to the trustees of the university.é
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Some institutions recognize the rights and interests of the inventor
and share the proceeds with him, either under a prior contractual arrange-
ment or by mutual agreement, but there is no uniformity in the division of
the financial return from patents between the inventor and the institution.
In some institutions the amount given the inventor is specified in accordance
with a general policy, with a wide variation among institutions in the pro-
portion allotted to the inventor. In others the inventor's share is deter-
mined in each case after consideration by a special faculty or administra-
tive committee. A few institutions include patent provisions in their con-
tracts of employment, in some instances for all faculty members but more of-
ten limited to members of the staff whose entire or major responsibility is
research, especially contractual research.”

Pertinent Considerations

While this preliminary report is designed primarily to present a fac-
tual picture of prevailing policies, practices, and procedures, it would not
be complete without at least a brief discussion of the pertinent considera-
tions in the formulation of a university patent policy. With so many of the
existing policies and prevailing practices under review and the question
under study or new policies in the process of formulation at so many institu-
tions, such a discussion is particularly desirable and has been requested in
conferences and conversations with those concerned.

Many patent policies have been hastily drawn, without adequate analysis
of all aspects of the problem. Often they are the product of a superficial
study of such existing policy statements and other data as may be conven-
iently obtained. In many instances the resulting policy is a composite of
features of a number of policies of other institutions, with inevitable in-
consistencies and conflicting provisions. Occasionally the new policy is
patterned after that of another institution and adopted without essential
change or with only slight modification. The result has been constant revi-
sion, frequent misunderstanding, and general dissatisfaction. The material
contained in this report should be helpful in any study of the problem and
should indicate items to be covered in a university patent policy.

Fundamental in the formmlation of a policy are the aims and objectives
of the institution, its statutory and organic structure, the character of
its educational program, and the available research facilities. The policy
should be broad enough to cover all types of research, the conatituent
elements of the university group, and the various problems that might arise.
This does not necessarily mean that the policy statement should be lengthy
and detailed, merely that it should be comprehensive, clear and definitive.
It should be flexible enough to meet unusual and special circumstances,
and provision should be made for the clarification of issues, determination
of equities, and settlement of moot questions.

Where contractually-arranged sponsored research is contemplated, spe-
cific procedures should be prescribed for the handling of contractual rela-
tions with sponsors, the conduct of the projects, the ownership and control
of the findings, the disposition of patent rights, and the recognition of
the several equities involved. In some instances, because of the extent of
this type of research program, it may be necessary to set up special machin-
ery for its administration and to develop special procedures.
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Similarly, in the case of research having medical, therapeutic, pharma-
ceutical or hygienic implications, if such research and its results are to
be handled differently from the general research and patent policy of the
institutions, such differences should be specifically covered in the policy,
whether or not a medical school is affiliated with the institution.

Sound patent management procedures should be developed, whether the
institution plans to administer patent rights directly or to utilize the
facilities of a special patent management agency. In this connection, it
must be recognized that the mere establishment or designation of machinery
for handling patent rights does not necessarily insure efficient or effec-
tive management. Specialized knowledge and extensive experience in the ex-
ploitation and commercialization of patents are essential.

Financial return fram patents should not be the primary objective nor
should it be counted upon as a source of support of further research or the
other programs of the institution. Nevertheless, definite provision should
be made for the determination of equities in any revenue that might accrue
and for the protection of the interests involved.

Although the final adoption of a policy is legally the responsibility
of the governing board of the institution, the most satisfactory procedure
to follow in formulating one is to have the preliminary study conducted and
the initial statement prepared by the faculty, with such advice and assist-
ance from the administration as may be needed. The policy should then be
submitted for administrative approval before consideration and adoption by
the board of control. Such a procedure will prevent some of the unhappy
situations that have developed in institutions which have adopted policies
in a different way.

Once the policy is adopted, it should be cammitted to permanent form,
preferably printed, and made available to all those concerned in its opera-
tion and execution. It should be brought periodically to their attention
and discussed, and should be subject to review and revision whenever circum-
stances require. All too frequently existing policies and prevailing prac-
tices are not generally known or not understood, even by older members of
the faculty and staff.

This brief discussion of pertinent considerations in the formulation
of a university patent policy is admittedly superficial and general, but it
does offer suggestive answers to questions which have been raised by admin-
istrators and scientists during the course of the survey. Critical study of
the material contained in this report is recommended, also careful analysis
of local circumstances and problems. The director of the survey is ready
to assist those concerned with the formulation or reformnlation of a patent
policy, through advisory or consultative services or review of tentative
policy statements, as he has already done in a number of instances. However,
in the last analysis, the policy adopted for a particular institution mst
be made to fit its own individual situation.

As revealed by the survey, no two policies or practices are or need be
exactly alike. Yet, the need for the formulation of a comprehensive patent
policy, incorporating the various items discussed in this report, is emin-
ently desirable. This report is released for the information and guidance
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of those concerned with the problem. At this time no definite conclusions
are drawn from the findings of the survey. These will evolve from further
studies of the problem, more intensive analysis of the data already assem-
bled, additional information to be obtained on the experiences of individual
institutions, and the conferences and symposia on research and patent prob-
lems which are planned for the ensuing year.

Refinement and amplification of the information gathered during the
course of the present survey and the further studies and conferences which
are contemplated will make possible the early publication of a definitive
report on the subject as it applies both to educational institutions and to
other nonprofit research organizations.
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APPENDIX
FOBMALIZED PATENT POLICY STATEMENTS

The following thirty-seven verbatim statements of formalized patent
policies are presented to supplement and illustrate the references made
to these policies in the text of the report, and to serve as examples of
the exact style and phraseology used in the formulation of a university
patent policy statement.

Many of these policies are currently under review to meet changing
postwar conditons in the institutions, but as of the time of this report
these formalized statements represent the existing situation. Some of the
more recently adopted policies are patterned after those of other institu-
tions, particularly the University of Illinois, Pennsylvania State College,
Lehigh University, and Massachusetts Institute of Technology.

Most of the policies have been established through trustee action,
usually based upon extended prior study by special faculty committees and
administrative approval and recommendation. In many instances the policy
statements have been incorporated in the official by-laws and regulations
of the institutions concerned; in other instances they are to be found only
in the minutes of meetings of the boards of control. The patent policies
of several of the state institutions have been established by legislative
action and are part of the organic laws of the states. In one instance the
patent policy of an affiliated research foundation serves as the policy of
the institution.

Certain of the policy statements have been published in booklet form,
frequently as part of general research and other faculty regulations, but
a number exist only in mimeographed or other semi-permanent form. The
statements vary in length and also in the extent to which they provide for
the various possibilities that might arise and delineate the procedure to
be followed. In practice the policies are all subject to and are given
local interpretation, in conformance with institutional regulations and
other pertinent considerations.

The date of its adoption is given for each policy and also the source
of the statement when it is available in printed or other definitive form.
WYhere the source is not indicated, the statement is available only in mime-
ographed or typed form and has been obtained, for the purpose of the survey,
through correspondence.

ALABAMA POLYTECHNIC INSTITUTE
(adopted 1945)1

1. Patents which may develop from departmental research carried on by one
or more faculty members which has met with the approval of the head of the

department and/or the dean of the school, and which was initiated for the
purpose of the professional advancement of the faculty and the department,
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and to which neither the Alabama Polytechnic Institute nor the Auburn Re-
earch Foundation has subscribed a substantial amount of time, space or
funds; such patents will become the property of the inventor or inventors.
The right of ownership includes the right to sell, assign or otherwise dis-
pose of these rights.

2. Patents which may develop from research as described above but which
may have been aided by funds obtained from some source outside the Alabama
Polytechnic Institute or the Auburn Research Foundation, such as grants by
a professional society, a philanthropic or industrial organization, etc.,
such patents will become the property of the inventor or inventors with
all the rights as describe above.

3. Patents obtained under sections 1 and 2 above‘may be assigned to the
Auburn Research Foundation.

L. (a) Patents which may develop from research financed by the Alabama
Agricultural Experiment Station are to be assigned to the Auburn Research
Foundation. The Auburn Research Foundation will pay the cost of obtaining
such patents. If the Foundation has not filed claim for a patent within
the period of one year from the date a written report describing the pat-
entable invention was presented to its Board of Directors all patent rights
on said invention revert to the inventor or inventors.

(b) Patents which may develop from research financed wholly or in part
by the Engineering Experiment Station, Alabama Polytechnic Institute, are
to be assigned to the Auburn Research Foundation. The Auburn Research
Foundation will pay the cost of obtaining such patents. If the Foundation
has not filed claim for a patent within a period of one year from the date
a written report describing the patentable invention was presented to its
Board of Directors, all patent rights on said invention revert to the in-
ventor or inventors.

5. Patents which may develop from research sponsored and financed by the
Auburn Research Foundation are to be assigned to the Auburn Research Foun-
dation. The Auburn Research Foundation will pay the cost of obtaining such
patents. If the Foundation has not filed claim for a patent within the
period of one year from the date a written report describing the patentable
invention was presented to its Board of Directors all pertent rights on said
invention revert to the inventor or inventors. Faculty members and others
whose research is wholly, or in part, supported by the .uburn Research Foun-
dation may be asked to sign an agreement with the Foundation whereby the
above may be put in force.

6. The Auburn Research Foundation will apply for patents for members of
the faculty, members of experiment station staffs, and other under the con-
ditions set forth below:

a. Any action will be at the discretion of the Board of Di-
rectors of the Auburn Research Foundation.

b. A written agreement between the inventor or inventors and
the Foundation will be executed assigning the patent to the Foun-
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dation before the Foundation makes formal application for the
patent.

c. The Foundation will bear all expense in obtaining the patent
and in any subsequent legal action which the Foundation may deem
advisable to protect the patent.

d. The Foundation will pay to the inventor or inventors fifteen
per cent of the profits from said patents, after all expenses
have been paid.

e. The Board of Directors of the Auburn Research Foundation may
at its discretion, grant additional amounts in excess of the
fifteen per cent (in 6d above) to an inventor or inventors whose
inventions, in the opinion of the Board, appear to warrant addi-
tional compensation.

f. Any profits accruing from the ownership of patents by the
Auburn Research Foundation will be used in aiding and/or initi-
ating research in the Alabama Polytechnic Institute as set forth
in the charter of the Auburn Research Foundation.

7. The action of the Board of Directors of the Auburn Research Foundation
in making grants to members of the faculty or departments for research pur-
poses is not to be based on the expected development of a patentable idea
from such research.

UNIVERSITY OF ALABAMA
.(adopted 1945)

I Patent Commnittee. The University has established a Patent Committee con-
sisting of three members of the faculty appointed by the President.

II Policy in Regard to Patents. The University's policy in regard to inven-
tions which can be patented is as follows:

(1) In the event that any member of the faculty makes an invention
which is capable of protection under the patent laws, the invention shall be
the property of the inventor, unless the University has made a substantial
contribution in time, money, or facilities to the production of such an in-
vention.

(2) If the University makes a substantial contribution in time, money,
or facilities to the production of any patentable invention made by a mem-
ber of the faculty, the invention shall be the property of the University.
The University will, however, assign to the inventor a percentage of the
net profits which it may derive from the sale or exploitation of such inven-
tion.

(3) 1If the University makes a contribution of two hundred dollars or
less in money to the production of any patentable invention made by a member
of the faculty, the invention shall be the property of the inventor. But
the inventor shall be under an obligation to reimburse the University for
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such contribution if the inventor derives sufficient profits from the in-
vention to do so. Any contribution, in money, in excess of two hundred
dollars shall be considered a substantial contribution within the provi-
sions of Section II, Part 2.

(4) 1In the event that any person is expressly employed for the pur-
pose of devoting all or a specific part of this time to research, any pat-
entable invention made by such person in the performance of his duties
for the University shall be the property of the University. In such a
case the procedure of Section II, Part 2 shall apply. -

(5) If a patentable invention is made by a member of the faculty,
and substantial contributions are made to the production of the invention
by both the University and some person or firm not connected with the Uni-
versity, the ownership of the patent, and the inventor's rights, shall be
the subject of special agreement.

(6) If a patentable invention is made by a student who is not employ-
ed by the University, the invention shall be the property of the student.

UNIVERSITY OF ARIZONA
(adopted 1939)2

1. A Fund for the Promotion of Research shall be established by the Board
of Regents of the University. In it shall be deposited all monies received
by the University from financially profitable patents granted for inven-
tions made by members of its staff or student body, as herewith provided.

2. A Patent Committee of the Faculty to consist of five persons shall be
appointed by the President. Additional members may be temporarily added
by the Chairman at any time to consider a particular invention if their
advice is needed.

3. If and when the Fund for the Promotion of Research reaches such a size
as to make it desirable to do so, another committee to consist of three
persons appointed by the President shall be created to consider and recom-
mend grants of money in support of research on the campus and the creation
of research fellowships, both to be financed from this Fund.

4. Except as otherwise stated, no inventor shall be compelled to submit

an invention to the Patent Committee or allow the Research Corporation of
New York to apply for a patent on it and commercialize the patent. If an
inventor does desire to take advantage of the facilities herein outlined,
such action shall be purely voluntary. If he wishes to apply for a patent
at his own expense and to sell such patent, or an interest in the same, or
otherwise use it in such a way as to yield financial returns to himself, he
shall be free to do so, but he mst then pay into the Fund for the Promotion
of Research ten per cent of all monies received by him from his invention

in recognition of the fact that University laboratory and other space and
equipment, together with library facilities, were doubtless used in develop-
ing the invention.

5. The Patent Committee may recommend to the Board of Regents that the con-

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://www.nap.edu/catalog.php?record_id=21085

123

contribution of the aforementioned ten per cent of gross earnings to the
Fund be waived or reduced if it seems evident to it that University facili-
ties and time were not used in developing an invention, or were used to
such a slight extent that a ten per cent contribution might be considered
exhorbitant.

6. If the University Patent Committee decides that an invention is meri-
torious and probably new, and, if the process or article is such as may
probably be marketed profitably, or if it seems desirable to make the in-
vention available to industry and the public on a reasonable basis, it will
submit the invention to the Research Corporation of New York. If the Cor-
poration accepts the invention, the inventor will assign all his rights
therein to the Research Corporation which will pay for having a search of
the Patent Office records made. If the invention is found to be patentable,
the Research Corporation will pay all the expense of procuring a patent or
patents, the cost of defending or prosecuting infringement suits, and the
expense of marketing the invention.

7. The Research Corporation will pay to the inventor seven per cent of the
gross profits accruing from his invention.

8. The Research Corporation will pay to the University, to be placed in
the Fund for the Promotion of Research, forty per cent of the net profits
accruing from the invention after the inventor has received his portion,
until all expenses incurred by Research Corporation in connection with an
invention have been refunded to it; thereafter, the University shall re-
ceive sixty per cent of the net profits.

9. If an employee of the University, either on full or part time, devel-
ops an invention as a result of research work for which he is paid by the
University, on University time, the inventor must submit his invention to
the Patent Committee and assign it to the Research Corporation, if both
the Committee and Corporation approve.

NOTE: It is understood that the Research Corporation of New York
is not interested in securing patents on and marketing small arti-
cles, such as it terms "gadgets", or relatively unimportant proc-
esses. The University will be unable to assist in the patenting
and marketing of such things until adequate funds are available

to justify the adoption of a plan of procedure different from that
herein set forth.

10. Should some person, group of persons, firm or organization pay in
whole or in part for the investigation of some problem at the University,
and should an invention be developed as a result of such a cooperative en-
terprise, then the ownership of the patent shall be determined by the terms
of the agreement entered into between the University and such cooperating
person, group of persons, firm or organization.

11. If the Patent Committee or the Research Corporation reports adversely
on any invention, or if no report is received by the inventor within ninety
days of the date the invention is submitted to the Patent Committee, the in-
ventor shall be free to handle it as seems best to him.
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UNRIVERSITY OF ARKANSAS
(adopted 1945)3

1. Any invention, formula and/or process developed or discovered by a staff
member in the course of his regular duties shall be controlled by the Uni-
versity.

2. An equitable division of royalties on profits derived from the sale or
license of an invention, formula or process patented at University expense
will be made by the University Committee on Patents.

3. The Trustees hereby authorize the establishment of a faculty committee
on University patents.

4. Funds may be appropriated as required for financing the work of this
committee.

The Committee on Patents is charged with the following responsibilities:

1. To determine the amount of University time, equipment and funds used in
developing the idea.

2. To determine whether or not funds used in the development of the idea
were 811 Federal or donated funds; and whether or not the invention is in
the interest of amdshould be patented for the general good of the public.

3. To receive and consider applications from staff members desiring to se-
cure patents at University expense and with University participation in pro-
fits and control.

4.. To appoint sub-committees of the staff to advise on technical phases of
patent applications under consideration.

5. To consider the business aspects of such applications.
6. To obtain specialized legal counsel to handle patent applications.

7. To consider and recommend to the Board of Trustees agreements covering
licensing patents secured.

8. To consider and recommend to the Board agreements with staff members re-
lative to the assignment of patents by the staff members of the University.

CALIFORNIA INSTITUTE OF TECHNOLOGY
(adopted 1945)4

1. Certain of the inventions which may be made by employees in line of
duty or with the use of Institute facilities should be patented in order to
protect the Institute and the public. These patents should be assigned to
the Institute and all costs involved in obtaining the patents borme by the
Institute.

2. In general it should be the policy of the Institute that no revenue in
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excess of administrative costs should be received from patents or inven-
tions made by employees in line of duty or with Institute facilities, but
it is recognized that such a policy if rigidly adhered to may be too lim-
iting on the activities of the Institute and employees. In each case where
this policy is deviated from, the inventor should then receive from the In-
stitute fifteen per cent of the gross sum of money which has accrued or
shall thereafter accrue to the Institute from his patent.

3. . In order to make the above policy effective and uniform in its applica-
tion, the Trustees should request all members of the staff of research and
instruction to sign a patent agreement assigning their rights to patents and
inventions which they may make in line of duty or with Institute facilities
to the Institute or its nominee. Such an agreement should be required of
all new employees.

Such an agreement has been formulated and has been approved by the faculty
Committee on Patents and by counsel.

L. Employees who elect to work on governmental or industrial projects under-
taken by the Institute should sign such supplemental agreements as are neces-
sary to enable the Institute to fulfill its contractual obligations in regard
to patents.

5. All employees should immediately report to the Institute any idea or dis-
covery which they believe to be of a patentable nature and which arises in

line of duty or as the result of the use of Institute facilities; this obli-
gation shall in no way interfere with the prompt publication of research re-

sults.

It is not intended that the research staff should be burdened by having con-
stantly to scrutinize research results for minor patentable features. How-
ever, inventions of obvious social or commercial value should be reported
promptly in order to obtain the desired protection.

6. Inventions and discoveries made by an employee in his own time and with-
out the aid of Institute facilities are the sole property of the inventor.

(1) Patents from such inventions should be administered so as not to
involve the Institute name or to discredit the Institute.

(2) Time spent in administering such patents should conform to
the Institute policy on outside activities by staff members.

(3) In general faculty members should not patent such inventions
which are in the specific field of an Institute research program
without permission of the Institute.

7. Patent licenses granted by the Institute should in general be non-ex-
clusive. In some cases involving high developmental expenditures by the
licensee, or for other special reasons, an exclusive license may be given
subject to a suitable cancellation clause.

8. In general it should be the policy of the Institute that the sponsors
of research work done by the Institute should not receive any patents as a
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result of this work. Vhen this is deemed impractical, patent rights may be
granted to the sponsors; if patents are assigned to the sponsors they shall
be required by contract to license others under these patents on the basis
of reasonable royalties and terms.

9. A committee selected by the Faculty should be charged with the following
responsibilities:

(1) Recommending what inventions should be patented by the Insti-
tute. '

(2) Adjudicating uncertain cases such as those involving "line of
duty" versus "own time" inventions.

(3) Making recommendations in regard to patent provisions in in-
dustrial contracts.

(4) Acting in an advisory capacity with regard to patents owned
by the Institute.

10. Any proposal to deviate from the general policy as expressed in Article
2 above shall be referred to the Faculty Committee on Patents for recommen-
dation.

UNIVERSITY OF CALIFORNIA
(adopted 1943) 5

1. All matters relating to patents in which the University of California is
in any way concerned shall be administered by an agency known as the Univer-
sity of California Board of Patents.

2. Members of the faculty or non-academic employees shall advise the Board
of Patents with regard to any patentable project developed in the course of
their work.

3. Assignment to the Regents of whatever rights the inventor or discoverer
may possess in the patent or appointment of the Board as the agent of the
inventor or discoverer shall be optional on the part of the faculty member

or employee.

L. The Board of Patents shall be appointed by the Regents. It shall have
full power of organization, subject to the provision that it meet at least
once each year, and the members shall serve, without compensation, at the
pleasure of the Regents.

The Board shall consist of nine persons selected from the faculty, the
administration of the University, and such other groups as the Regents may
determine, but of this number the Chairmen of the Committees on Research,
Northern and Southern Sections of the Academic Senate, shall be ex-officio
members. The Board shall be instructed to provide, upon organization, for
the discharge of members thereof at the termination of staggered terms of
service, without prejudice, however, to the right of retiring members to
accept reappointment.
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5. Subject to the approval of the Regents, the following powers and duties
shall be exercised by the Board:

a. Appoint a committee of experts to examine the merits of each
potentially patentable project which may be submitted to it or
which may come to its attention, and to cause such committee to
report its findings to the Board.

b. Report and recommend to the Regents in each instance the ac-
tion to be taken by the Board.

c. Reach agreement with the inventor or discoverer upon whatever
financial interest, if any, the Regents or a cooperating agency,
if one is involved, may have in the project, and upon distribution
of royalties, it being recognized that in instances where the Uni-
versity as well as the inventor may be found to possess rights

in an invention, the respective . equities therein shall be deter-
mined in the light of conditions leading to the invention, the
amount of income that reasonably may be expected to result there-
from, and the services assumed by the University in obtaining and
administering the patent. .

d. Execute, through the appropriate University officer or offi-
cers, all documents necessary to define the rights agreed upon
by the Board, a cooperating agency, if any, and the inventor or
discoverer.

e. Recommend, in the case of patents in which the University may
be found to have an equity or in which the Board has been asked
to act for the inventor, whether the Regents shall have it pat-
ented at their expense or release it entirely to the inventor for
whatever independent action he may care to take.

f. Retain patent counsel in association with the University At-
torney in connection with matters pertaining to the filing of pat-
ent applications, approved by the Regents, the prosecution thereof,
and the litigation which may arise therefrom.

g. Negotiate through the appropriate University officer for 1li-
censing and other agreements covering the manufacture and sale of
patented articles or processes resulting from patents an inven-
tions submitted to it, in which the Regents have an interest, and
to arrange for and direct the collection of royalties and the dis-
tribution thereof to those entitled thereto.

h. Obtain from cooperating agencies assignment of patent rights
to inventions or discoveries made as the result of research car-
ried on under special grants.

5. Any net income accruing to the Regents shall be devoted to -- First:
the promotion of research within the University. Second: general Univer-

sity purposes.
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CARNEGIE INSTITUTE OF TECHNOLOGY
(adopted 1944)

I Ownership of Inventions

A. 1In cases involving the Institute and an outside agency, patent
rights shall be specified in a special contract approved by the Institute
and covering the research.

B. An invention or discovery shall be the sole property of the Insti-
tute if the Institute has substantially completely supported the research
out of which it has emerged.

C. The Institute shall have no equity in an invention or discovery if
the Institute has made only an inconsequential centribution or no contribu-
" tion whatever to the research leading up to it. All such cases, however,
shall be reported in accordance with II-A below.

D. In cases lying between categoriesB and C above, the legal title
to the invention or discovery shall be in the Institute, for purposes of
orderly administration, but the inventor shall be entitled to a share in the
returns (if any) from it, commensurate with the respective contributions of
the inventor and the Institute, the proportions in any case to be determined
by a Conmittee on Patents subject to review by the President and the Execu-
tive Cammittee of the Trustees.

II Administration of Policy

A. Where an invention or discovery coming within the purview of this
Statement of Patent Policy has been made, the inventor shall inform the Pres-
ident in writing, through the department head and director concermed, regard-
ing the circumstances of the case.

B. In each particular case requiring review, a special Committee on
Patents shall be appointed by the President with the approval of the Execu-
tive Committee of the Trustees. A case shall be deemed to require review
if either the President or the inventor so determines.

C. Each Committee on Patents shall be composed of representatives of
the trustees, administration and faculty, and students (if involved) .

D. The functions of a Committee on Patents shall be

(1) to determine, subject to review by the President and the
Executive Committee of the Trustees, whether the case under
consideration lies in category B, C or D above and if in cate-
gory D, the specific proportions in which the proceeds are to
be shared between the inventor and the Institute; and

(2) to review and make recommendations to the President re-

garding any other issue that may arise concerning the particu-
lar case assigned to it.
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E. The final decision on matters coming within the purview of this
Statement of Patent Policy shall rest with the President and the Executive

Committee of the Trustees.

F. If it shall be determined that an invention lies in category B or D,
above, and that the Institute desirestu obtain patent protection thereon,
the inventor shall, upon request, execute such applications, assignments and
other lawful papers, and do such other lawful acts, as may be deemed necessa-
ry or desirable by counsel for the Institute, to vest legal title to the in-
vention and any patents thereon (both for the United States and foreign coun-
tries) in the Institute or its nominees and to aid in obtaining patent pro-
tection therefor, all without expense, however, to the inventor.

G. If it shall be determined that an invention comes within category B
or D, above, and that the Institute does not desire to obtain patent protec-
tion thereon, the President and the Executive Committee of the Trustees, if
they deem it to the best interest of the Institute to do so, may convey some
or all of the Institute's rights in the invention to the inventor, with such
reservations for the protection of the Institute as they may deem proper.

H. If it shall be determined that an invention comes within category
B, above, and that the Institute desires to obtain patent protection thereon,
the President and the Executive Committee of the Trustees, if they deem it
to the best interest of the Institute to do so, may provide that the inven-
tor share in the returns (if any) from the invention to the extent deter-
mined by the President and the Executive Committee of the Trustees.

IIT Applicability of Policy to Students

All graduate students who spend substantially full time at the Insti-
tute in any combination of study, research and teaching, will be required
to indicate in writing their acceptance of the provisions of this policy.
The rights of the Institute, if any, in inventions made by any other stu-
dents under the sponsorship of the Institute or employing its facilities will
be subject to determination, unless otherwise expressly agreed, by the ap-
plicable law relating to ownership of inventions, implied licenses and shop-

rights.

UNIVERSITY OF CHICAGO
(adopted 1943)7

The University of Chicago's basic policies include complete freedom of
research and the free, unrestricted dissemination of information. In view
of these policies, the University will not profit financially from research
by means of patents, royalties or licensing agreements. Members of the staff
will not be permitted to receive direct or indirect financial returns from
patents based on work performed during the period of their employment by the
University, or to make arrangements for such returns which take effect after
such period. The University will cooperate with industrial organizations
by conducting fundamental research projects financed by grants from such
organizations, and will make research reports to the grantors, but it will
retain the right to publication of the results. The University will not per-
mit its name or the names of its investigators to be used in advertising.
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UNIVERSITY OF CINCINNATI
(adopted 1946)8

(a) The right of absolute ownership by a faculty member or student or other
person connected with the teaching and research staffs of the University, of
his own inventions, discoveries, writings, creations, and/or developments,
whether or not made while using the regular facilities of the University (as
contrasted with those devoted to specific projects as outlined below), and
the right of such persons to apply for, hold and dispose of patents, copy-
rights and other protective rights, are recognized as indefeasible except in
the event that the invention, discovery, writing, creation, or development
was made as a direct result of a specific research project. sponsored and fi-
nanced by the University or by the University of Cincinnati Research Founda-
tion or by other agencies outside the University, under a contract with the
individual concerned, specifying the abrogation of those rights as to that
specific project.

(b) It is suggested that inventors or discoverers of patentable materials,
processes or ideas may find it desirable to consult with the authorities of
the University or of the University of Cincinnati Research Foundation con-
carming policies, procedures and terms for the acquisition and exploitation
of patent rights under conditions that may be advantageous to themselves
and/or to the University.

(¢) The policy of the University, with respect to inventioms, disc¢overies

or developments relating to medicine, therapeutics or hygiene, is to discour-
age the acquisition of patents by faculty members, students or other persons
connected with the teaching and research staffs or by any agency of the Uni-
versity, except when the control provided by patent rights appears to be nec-
essary or desirable in relation to the public welfare. Therefore, it is
strongly recommended that patentable inventions and discoveries of this type
as well as investigative work that is clearly pointed toward such patentable
inventions or discoveries, be brought to the attention of the Dean of the
Faculty to which the inventor belongs, and by the Dean reported to the ad-
ministrative authorities of the University, to the end that action, in keep-
ing with the rights and wishes of the inventor and approprijate to the public
responsibilities of the University, may be agreed upon. It is understood
that such consultation of the inventor with University authorities shall be
voluntary in the absence of prior agreement to the contrary, and that the
right of the inventor to this invention shall not be prejudiced thereby.

(d) The University may invite members of the Faculty or students or other
persons connected with the teaching and research staffs to give assistance,
services, advice, work and/or supervision in connection with research proj-
ects supported in whole or part by organizations or individuals outside the
University, provided that, in all cases, before assistance, services, ad-
vice, work and/or supervision are rendered, a written agreement, on terms
mutually satisfactory, has been made.

(e) The space and facilities of the University are provided for the purposes
of giving instruction and carrying on scholarly work. Research projects sup-
ported by industries or other sponsors, fram which it is contemplated that
patents, copyrights, or other rights beneficial to the supporter and/or the
University of Cincinnati Research Foundation will result, shall be housed
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only in such space and shall be entitled only to such facilities as are not
needed for instruction or other scholarly work. '

(£) Should any faculty member or student or other person connected with the
teaching and research staffs of the University wish, for any reason, not to
agree to restrict his rights mentioned in Paragraph (a) above, and/or should
he not wish to agree to provide the assistance, services, advice, work and/or
supervision mentioned in Paragraph (d) above, he shall suffer no prejudice

in his relations with the University because of his wish not to enter into
such agreement or agreements.

(g) No faculty member or student or other person connected with the teach-
ing or research staffs of the University shall use the name of the Univer-
sity for pramotional purposes in connection with the ownership or disposal
of patents or other such protective rights without first having obtained the
written consent of the President of the University. This provision shall
not apply to the copyrighting of books and articles for publication.

CLEMSON AGRICULTURAL COLLEGE
(adopted 1934)9

(a) The principle is recognized that the results of experimental work car-
ried on by or under the direction of any College employee or employees,
where any of the facilities of the College are used or where any part of the
expense involved is paid from funds controlled by the College, belong to the
College and the public and shall be used and controlled in ways to produce
the greatest benefits to the College and the public.

(b) In the event of any discoveries or inventions resulting from such ex-
perimental work, the Board of Trustees shall have the right to determine
what use may be made of them in the best interests of the public.

(¢) The ownership of copyrights on books, or inventions or discoveries
made by College employees outside of their regular duties and at their own
expense shall not be in the name of the College.

COLUMBIA UNIVERSITY
(originally adopted 1924 and subsequently revised)1O

This statement, which is designed to serve as a guide and basis in connec-
tion with patent rights and procedures, is prefaced with the comment: "As
has been indicated in the preceeding discussion of research practices, it
is clear that the problem of patent rights in connection with University re-
search may arise under a wide variety of conditions. No single procedure
can, therefore, be developed which may be applied to all cases."

l. Staff Members

While it is the policy of the Faculty of Medicine to discourage the
patenting of any medical discovery or invention, and to forbid the patent-
ing or exploitation of such discoveries by members of the staff, the right
of staff members in other divisions of the University to secure patents on
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their inventions is well recognized. Individual staff members, therefore,
in general, are free to patent any device or discovery resulting from their
personal researches and, of course, to make any arrangements they deem de-
sirable in reference to patent and other rights incidental to personal ar-
rangements for consulting and similar services.

As outlined in the next section, the University has provided through
the Committee on Patents and University Patents, Inc., a means by which a
staff member may secure advice and aid on patent proposals and may arrange
to share with the University the returns from any patent rights.

It should also be noted that staff members or other employees of the
University accepting appointment in an industrial service laboratory of the
University, or in connection with cooperative researches, assign to the Uni-
versity the rights to any inventions they may make in connection with such
employment, in order that the University may enter into the patent arrange-
ments with the client or sponsor outlined in Sections 3 and 4 following.

Staff members or other employees so engaged will also use proper discretion
in discussing such inventions with others in order that the rights of the
University and the client or sponsor may be properly protected. Needless to
say, such secrecy must not be permitted to prevent the discussion of ideas,
possible methods, etc., with colleagues and other experts whose counsel and
advice may be of importance in advancing the investigation or research in
question.

2. University Patents, Inc., and the Cammittee on Patents

In order that staff members engaged in personal research as well as
alumni and other friends of the University may assign to the University the
rights which may result from their investigations, either for the encourage-
ment of education and research or as a means of providing suitable partici-
pation by the University in such rights, there has been established a hold-
ing company known as University Patents, Inc. All the stock of this company
is owned by the University, and University Patents, Inc., is authorized to
accept, secure, and hold patent rights (also copyrights, trade-marks, or
proprietary names) and to make arrangements for the use thereof as provided
in Chapter XXXVII, Section 370, of the Statutes of the University.

Furthermore, in order to secure expert advice and assistance in the
handling andadministration of such patent rights, the Trustees have entered
into agreement with Research Corporation, a nonprofit organization the in-
come of which is devoted to the furtherance of scientific and engineering
research and invention, to act for the University when desirable in securing
patents, in administering same, and in disposing of rights through license.

The assignment of discoveries or inventions by staff members to Univer-
sity Patents, Inc., or to Research Corporation is normally, as above noted,
on a purely voluntary basis and University Patents, Inc., and Research Cor-
poration, in turn, reserve the right to refuse to cooperate in securing a
patent, or to accept an assignment, if, in their opinion, it is not in their
interest to do so.

Staff members interested in following this procedure should address
the Committee on Patents, care of the Secretary, Columbia University. This
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Committee not only acts as a policy-making group on University patent pro-
cedures, subject to the approval of the Trustees of the University, but also
in an advisory capacity to staff members, calling, when desirable, upon ex-
perts in various fields of research and patent law for advice, and recom-
mending to the staff member and to the University authorities suitable ac-
tion in specific cases.

3. Industrial Service Résearch

It has been noted that certain laboratories have been granted authority
under special conditions and limitations, to undertake, by direct contract,
researches and investigations for various clients. In many cases no patent
problems will arise in connection with such a contract, but the disposition
of rights to inventions should be stated in the contract, with provision,
where possible, for the University to share in such rights as provided in
Section 4 following.

Researches in these laboratories may also be initiated by staff members,
and it is understood, as previously stated, that they shall be free to dis-
pose of any patent rights arising from their own personal researches and in-
vestigations, although they will, of course, be bound by such arrangements
as may be made with specific clients or sponsors regarding the results of
research undertaken by the laboratory under agreements or contracts.

It is clear, however, that in those cases where researches or investi-
gations are undertaken, either in these or other laboratories, wholly at
University expense and as a normal activity of the department or laboratory,
the University should share in any patent rights or money values which result
from such studies. Provision is made for such participation through the
Committee on Patents, and University Patents, Inc., as noted in Section 2
above. The University, accordingly, reserves the right to make staff ap-
pointments in such departments or laboratories subject to such a requirement
(See Section 1).

L. Cooperative Research

Cooperative research may be undertaken on the basis of partial or full
support by the cooperating organization or individual.

(a) In general such cooperative research will be of a fundamental character
and such patents as may arise will be of a basic type requiring much time

and a large expenditure of funds in further research and development work
before the discovery or invention can be manufactured and marketed. The Uni-
versity cannot, in general, undertake such development, and this vital part
in the evolution of a discovery or product must, therefore, be undertaken

by the industry.

Accordingly, when the cooperating sponsor agrees to meet all the costs of a
cooperative research project, including salaries, supplies, apparatus, and a
reasonable allowance for overhead expenses, the University will arrange

that all staff members and other employees assign any rights to inventions
to the University, which in turn will authorize the sponsor, if he so de-
sires, to patent such discovery or invention arising from such research,

and to protect such patent by securing desirable foreign rights, etc. The
industry, however, shall agree to return to University Patents, Inc., for
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the encouragement and support of research and other University objectives,

a percentage of returns, based on sales or thruput, of any article or pro-
cess covered by such patent, in such amount and under such conditions as may
be mutually agreed upon. This agreement should include an understanding a®
to the efforts which the sponsor shall make for the realization of such ‘
patent, and provision that if the sponsor fails to meet these requirements
within a specified period all rights to said patent shall revert to Univer-
sity Patents, Inc.

(b) If the University is convinced that the opportunities for extending
fundamental scientific and technical knowledge offered by a proposed indus-
trial research are sufficient to justify the use of University funds in
meeting in part the cost of such research, it will enter into a contract
whereby the costs of the research will be carried jointly by the cooperat-
ing organization or individual and the University.

While the probability of patentable rights arising from such researches is
remote, it is agreed that, should such rights develop, the industry shall
be free to patent the same as provided in paragraph (a) above, but should
this patent prove financially productive, will return to the University not
only the sum required in paragraph (a) but an additional annual amount to
be - agreed upon, so that at least the full expenses incurred by the Univer-
sity in connection with the research in question up to the time of the dis-
covery or invention leading to the patent, shall be liquidated.

(¢) Scope of Patents. In order to avoid possible misunderstandings as to
the origin of any patent resulting from joint researches and investigations,
and to insure at all times a free and full discussion of developments of
mutual interest, it will be agreed that any patent arising from a discovery
or invention within the general scope of the specific research or investi-
gation, whether made in the University laboratories or in the laboratories
or shops of the industry, or by members of the University staff, by other
employees of the University or industry, or jointly by both groups, shall

be regarded as meeting the requirements for joint participation as provided
above.

(d) Industrial Associations or Institutes. Patent arrangements with in-
dustrial associations or institutions which are affiliated through contract
with the University in educational and/or research activities shall, in
general, follow the form of paragraph (a) above.

(e) Arbitration. In case of any dispute as to the details of a contract
for cooperative industrial research or the participation by the University
in rights resulting from any discoveries or inventions, it is agreed that
the University and the industry shall each appoint a representative and that

these in turn shall select a third party. The decision of this group shall
be accepted as final.

(f) Participation by Staff. While a staff member engaged in University re-
search of this cooperative or industrial type shall agree to an assignment
of his patent rights, any such employee who makes an invention which, under
the foregoing procedures, results in a financial return to the University,
shall be eligible to receive from the University such share in these returns
as may be mutually agreed upon.
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(g) Publication. The University reserves all rights to the publication of
data resulting from cooperative industrial research, subject to the follow-
ing conditions:

i. At the written request of the cooperating industry, publica-
tion will be withheld for a reasonable period so that patent ap-
plication can be filed. The industry will use its best efforts
to expedite such application, but, unless specifically agreed
upon, this period shall not exceed six months,

ii. Any patented or commercial products mentioned in such publi-
‘cation shall not be referred to by name except with the consent
of both the University and the industry.

iii. While the University will submit to the industry for review
and suggestions any proposed publication previous to printing
same, and will endeavor to meet all reasonable requests and sug-
gestions, the University reserves full authority as to the form,
scope, and content of such publications.

UNIVIRSITY OF CONNECTICUT
(adopted 1945) 11

538h. Research Foundation. Definitions. As used in sections 53%h to 545h,
inclusive, "University" shall mean The University of Connecticut; "board"
shall mean the Board of Trustees of the University; "foundation" shall mean
the research foundation established in accordance with section 53%9h; "em-
ployee'" shall mean any member of the faculty or staff of the University or
the foundation, or any other employee thereof, "invention" shall mean any
invention or discovery and shall be divided into the following categories:

(A) Any invention conceived by one employee solely, or by
employees jointly;

(B) Any invention conceived by one or more employees jointly
with one or more other persons;

(C) Any invention conceived by one or more persons not employees.

539h. Establishment and Management of Foundation. The board is authorized
to establish and manage the foundation as provided herein. The foundation
may, subject to direction, regulation, and authorization or ratification by
the board: (1) receive, solicit, contract for and collect, and hold in sep-
arate custody for purposes herein expressed or implied, endowments, dona-
tions, compensation, and reimbursement, in the form or money paid or prom-
ised, services, materials, equipment or any other things tangible or intan-
gible that may be acceptable to the foundation; (2) disburse funds acquired
by the foundation from any source, for purposes of instruction, research,
invention, discovery, development or engineering, for the dissemination of
information related to such activities, and for other purposes approved by
the board and consistent with sections 538h to 545h inclusive; (3) file and
prosecute patent applications and obtain patents, relating to inventions or
discoveries which the University may be justly entitled to own or control,
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wholly or partly, under circumstances hereinafter defined; and receive and
hold in separate custody, assignments, grants, licenses, and other rights in
respect to such inventions, discoveries, patent applications, and patents;
(4) make assignments, grants, licenses or other disposal, equitably in the
public interest, of any rights owned, acquired or controlled by the founda-
tion, in or to inventions, discoveries, patent applications, and patents; and
to charge therefor and collect, and to incorporate in funds in the custody
of the foundation, reasonable compensation in such form and measure as the
board shall authorize or ratify, and (5) execute contracts with employees

or others for the purpose of carrying out the provisions of sections 538h

to 545h, inclusive. All property and rights of every character, tangible
and intangible, placed in the custody of the foundation in accordance with
said sections, shall be held by the foundation in trust for the uses of the
University. The. entire beneficial ownership thereof shall vest in the Uni-
versity and the board shall exercise complete control thereof.

54,0h. Ownership of Inventions. The University shall be entitled to own,

or to participate in the ownership of, and to place in the custody of the
foundation to the extent of such ownership, any invention, on the following
conditions: (a) The University shall be entitled to own the entire right,
title, and interest in and to any invention in category A, in any instance
in which such invention is conceived in the course of performance of custom-
ary or assigned duties of the employee inventor or inventors, or in which
the invention emerges from any research, development or other program of the
University, or is conceived or developed wholly or partly at the expense of
the University, or with the aid of its equipment, facilities or personnel.
In each such instance, the employee inventor shall be deemed to be obligated,
by reason of his employment by the University, to disclose his invention
fully and promptly to an authorized executive of the university; to assign
to the University the entire right, title, and interest in and to each inven-
tion in category A; to execute instruments of assignment to that effect; to
execute such proper patent applications on such invention as may be requested
by an authorized executive of the University, and to give all reasonable aid
in the prosecution of such patent applications and the procurement of pat-
ents thereon; (b) the University shall have the rights defined in subsection
(a) of this section with respect to inventions in category B, to the extent
to which an employce has or employees have disposable interests therein; and
to the same extent the employee or employees shall be obligated as defined
in subsection (a); (¢) the University shall have no right to inventionsin
category C, except as may be otherwise provided in contracts, expressal or im-
plied, between the University or the foundation and those entitled .. the
control of inventionsin category C. .

541h. BEmployees to Share in Proceeds. Ezch employee who conceives any in-
vention and discharges his obligations to the University as hereinbefore
provided shall be entitled to share in any net proceeds that may be derived
from the assignment, grant, license or other disposal of such invention.

- The amount of such net proceeds shall be computed by, or with the approval
of, the board, with reasonable promptness after collection thereof, and
after deducting from gross proceeds such costs and expenses as may be rea-
sonably allocated to the particular invention or discovery. A minimum of
twenty per cent of the amount of such net proceeds shall be paid to an em-
ployee who solely conceived or made the invention, and shall be paid in
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shares to two or more employees who jointly made the invention in such re-
spective proportions as the board may determine. The board in its discre-
tion mdy increase the amount by which any employee or employees may partic-
ipate in such net proceeds.

54,2h. Disagreements: Procedure. Disagreements as to the allocation of any
invention to one of said categories, or as to the obligations of any employ-
ee or due performance thereof, or as to participation of any employee in net
proceeds, or as to rights or obligations with reference to invention in any
category, shall be disposed of as follows: (a) by voluntary arbitration of
all relevant issues, if the disagreeing parties approve and agree to be
bound by the decision upon such arbitration; (b) by compulsory arbitration
if that be provided for in any applicable contract between the disagreeing
parties; (¢) by recourse to courts of appropriate jurisdiction within the
state if arbitration cannot be resorted to under either subsection (a) or
(b) of this section.

543h. Regulations for Arbitration. The board is authorized to establish

and regulate, equitably in the public interest, such measures as the board

may deem necessary for the purposes of such arbitration, and to make con-

tracts for compulsory arbitration, in the name of the University or of the
foundation.

S544h. Regulations; Enforcement. The board is authorized to make and en-
force regulations to govern the operations of the University and the founda-
tion in accordance with the provisions of sections 538h to 545h, inclusive.

545h. Rights as to Products of Authorship. The provisions of Sections 538h
to 545h, inclusive, shall not entitle the University or the foundation to
claim any literary, artistic, musical or other product of authorship covered
by actual or potential copyright under the laws of the United States; but
the University and the foundation shall each be authorized to make and en-
force any contract, express or implied, which it may make with reference to
any such subject matter.

DREXEL INSTITUTE OF TECHNOLOGY
(adopted 1935)12

1. Inventions or other developments, whether or not subject to patent or
copyright, resulting directly from a program of research financed entirely
by the Drexel Institute, shall be the exclusive property of the Institute
and the Institute shall be entitled to all benefits or rights accruing from
such inventions or developments, and may acquire the title to any patents or
copyrights based thereon. It shall hold and administer these rights for the
ultimate benefit of the public. In cases where, after a reasonable period,
the Institutedoes not choose to acquire rights to inventions or developments
arising in ihis manner, provision shall be made whereby said rights or a part
of them shall revert to the individuals who made the inventions or develop-
ments.

2. Inventions or developments produced by a staff member or student along
lines unrelated to an Institute program of research with which the individ-
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ual may be connected, and to the production and development of which the

Institute contributes nothing substantial in funds, space, facilitigs, or
time of a staff member, shall be the exclusive property of the individual
producing the invention or development.

In cases where the development is produced by a student who is paying
tutition, and who is utilizing for research only a reasonable amount of space
and facilities, it shall be considered that the Institute is not contribut-
ing to the research, inasmuch as it is considered that such space or facil-
ities are provided forbytie tuition payment.

In cases where the student is receiving scholarship aid, the acceptance
of such scholarship aid shall not be considered as changing the status of
the student in regard to title to inventions or developments, since such
scholarship funds have been provided primarily for the assistance of out-
standing students, and are in general administered by rather than contribut-
ed by the Institute. The rights of the students or staff members under this
section include the right to assign or otherwise dispose of these rights.

In those cases where a contract is made with an outside party with def-
inite provisions for all expenses connected therewith, including overhead,
it shall be considered that the Institute has no equity or claim to inven-
tions or developments resulting therefrom.

3. In intermediate cases, where the costs of development are borne joint-
ly by the Institute and an individual, whether student or staff member, it
shall be considered that the equities are divided substantially in propor-
tion to the contributions. Every such case shall be subject to special
agreement, and in the absence of any such agreement it shall be considered
that the title remains with the Institute in any cases in which the Insti-
tute has substantially contributed.

UNIVERSITY OF FLORIDA
(adopted 1944)13

1. Investigations financed wholly by the University, that is, sponsored by
the University and carried out by public funds and by persons paid by the
University. All workers on such projects shall be under contract with the
Board of Control whereby, at the option of the Research Council, they may
be required to patent their respective inventions and/or discoveries and
assign the same to the Board of Commissioners of State Institutions of the
State of Florida for the use and benefit of the State of Florida, in which
event the University shall pay the cost of obtaining suzh patents.

If the University, with the approval of the Board of Commissioners of
State Institutions, disposes of a patent, or discovery, or invention, or a
part of its value, on such terms as to yield a return in excess of the cost
of such patent, the Research Council shall recommend to the President for
submission to the Board of Control and the Board of Commissioners of State
Institutions, the payment of a just compensation to the discoverer or in-
ventor from the net proceeds, which in no case shall be less than twenty-
five per cent. If the material involved in the patent comes from research
done on dissertations or connected with dissertation problems the amount

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://lwww.nap.edu/catalog.php?record_id=21085

139

allotted to the discoverers shall be divided as follows: 66-2/3 per cent to
the faculty member who has directed the research and 33-1/3 per cent to the
graduate student who helped with the work. If the University fails to agree,
within 120 days after the discovery or invention is announced to the Re-
search Council, to pay the cost of obtaining a patent, all rights and titles
to the patent shall remain in the name of the inventor. In case the Board
of Control declines to make application for patent on the invention, then
all rights to the invention shall be the property of the inventor, and the
Board of Control shall not assess any costs incurred by it against the in-
ventor. All University profits derived fram patents shall go to a Research
Fund which shall be used for further promotion of research.

2. Investigations financed partly by the University in material require-
ments or personnel service, the remainder being contributed byean organiza-
tion of industrial or other character, or by an individual not connected
with the University. Projects of this type. shall be undertaken only in ac-
cordance with the execution of a written agreement made prior to the actual
initiation of such project. Each contract shall stipulate patent and pub-
lication rights.

3. Investigations financed wholly by an organization of industrial or other
character, or by an individual not employed by the University. In this case
the research shall be prosecuted under a contract stating the rights and
ownership of patents which may result from such research.

4. Investigations performed by an employee of the University at his own
expense and on his omn time. This type of investigation logically divides
into two parts, Type A and Type B.

Type A. When a discovery or invention is made outside of the
field in which the discoverer or inventor is employed by the Uni-
versity the results of such research are obviously the private
property of the investigator.

Type B. When the discovery or invention is made in the field in
which the investigator is employed by the University the investi-
gator shall present to the Research Council an outline of the proj-
ect and the conditions under which it was done. The Council shall
then recammend a suitable policy for handling the material with
respect to patent rights.

UNIVERSITY OF HAWAII
(adopted 1945) 14

Patents and gopyrights resulting from work for which the employee has
been paid by the University shall, at the request of the Board (of Trustees),
be assigned to the University. The Board may at its discretion claim all or
part of such royalties resulting from patents and copyrights.

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://www.nap.edu/catalog.php?record_id=21085

0

UNIVERSITY OF ILLINOIS
(adopted 1936)15

L). Patents on Discoveries or Inventions

(a) The principle is recognized that the results of experimental work car-
ried on by or under the direction of the scientific or teaching staffs of
the University, and having the expense thereof paid from the University
funds or from funds under the control of the University, belong to the Uni-
versity and the public and should be used and controlled in ways to produce
the greatest benefit to the University and the public.

(b) In case of valuable discoveries and inventions resulting from experi-
mental work or of discoveries and inventions, which may be expected to have

a basic relation to other discoveries or inventions of commercial importance,
the practice is hereby established of taking out patents to be controlled by
the University; and any member of the scientific or teaching staffs of the
University who has made a valuable discovery or invention as the direct re-
sult of his regular duties on university time and at university expense, may
be required to patent his discovery or invention, the expenses connected
therewith to be borne by the University.

(¢) Application for a patent to cover such discoveries or inventions shall
be made in such cases as are approved by the President of the University,
after consultation with the discoverer or inventor and the appropriate

dean or director, and on its issue the patentee shall assign the patent to
the Board of Trustees of the University of Illinois for a nominal considera-
tion.

(d) The Board of Trustees shall administer the rights under the patents in
ways to suit the conditions, dedicating the patent to the public or licens-
ing its use. In case of license, the license shall be made with provisions
for the use of the patent, which will safeguard the public during the life
of the patent from unreasonable restrictions or exorbitant royalties, for
the use of later patents that may depend for their usefulness on a pre-
ceding patent secured by the University.

(e) In the event that any sum above a nominal royalty is received by the
University for the use of the patent, a proper share of it shall be paid to
the patentee.

(£) while the results of experimental work, including patentable discover-
ies, carried on under the direction of the scientific staff of the Universi-
ty, belong to the University and to the public, it is recognized that the
party who originates a research problem, brings it to the University for
solution, and pays the cost of the research has an equity in the fruits of
that investigation: in the case of cooperative investigations, special agree-
ments for preferential licensing may be made with the cooperating interests,
with a view to compensating in part for the financial assistance rendered

in the investigation. It is recognized, also, that the University has an
obligation to use its facilities to the best interest of industry as a whole
and of the general public, and should, therefore, employ the most suitable
and practical methods to have its laboratory discoveries made available as
speedily as possible, safeguarding the public from undue exploitation while
recognizing the interest of the originator and supporter of the research.

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://lwww.nap.edu/catalog.php?record_id=21085

]

(g) This action shall not be construed to include questions of ownership
in copyrights on books, or of inventions or discoveries made by members of
the teaching or scientific staffs outside of their regular duties and at
their own expense.

(h) In case the University declines to bear the expense connected with
taking out a patent, the discoverer or inventor may take out the patent and
control it himself.

45. Policy Concerning Patents

Whereas, from time to time, members of the university staff have made pat-
entable discoveries and inventions on university time and using university
equipment, and

Whereas, the policy of the University is that in such cases where it seems
best to take out a patent the staff member concerned should assign said pat-
ent to the University, and

Whereas, it is the duty of the University to conserve and advance the in-
terest of the public in the matter of discoveries and inventions made under
its auspices, as in all matters; now, therefore

Be it Resolved; that the policy of the University in such matters shall be
as follows:

(1) The University will seek to insure the largest possible use of its pat-
ented discoveries and inventions. That is to say, it will endeavor in all
cases to open up the use of such patents in whatever way will produce the
widest and largest benefits to the public at large.

(2) The largest and widest benefits to the public at large through the most
extensive use of articles and discoveries thus patented are not always to be
attained by the same procedure. If a discovery is simply made public, some
corporation or individual may take out a patent and monopolize the invention
or discovery. Therefore, simple publication of a notice of a discovery does
not insure the largest use or the largest benefit to the public. Publishing
the discovery or invention does not necessarily insure giving its benefits
to the public at large.

(3) There are some discoveries of such character that they should be pub-
lished so that anyone who wishes to use them may do so, the University sim-
ply retaining the patent title, so as to prevent anybody else from taking
out a patent and monopolizing the discovery or invention. An illustration
of a discovery for which such treatment would be proper would be a ferti-
lizer or a medicine that any manufacturer in these lines could make.

(4) There are cases, however, in which the article can be marmfactured only
by one or two establishments, because of the large amount of capital neces-
sary or because the use of the new discoveries depends on the utilization of
things already patented and owned by other people. In that case it is clear
that the public interest will be most largely served by giving a license,
even a monopoly license if necessary, for the manufacture of a patent or dis-
covery on a royalty or cash basis.
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Therefore, it is the judgment of the Board that the procedure to be
followed depends upon the character of the patentable discovery cr invention,
and that each case must be decided on the basis of that character and a jro-
cedure adopted accordingly, in order to secure the largest benefits to the

public.

IOWA STATE CO
(adopted 1938)1

The policy has been established at Iowa State College, of securing pat-
ents to be controlled by the College, or an agency established by it, on in-
ventions that are the outgrowth of the research work of members of the staff,
when that is believed to be for the best interests of the state. It is not
the purpose to secure patents merely because there appears to be the possi-
bility of revenue accruing, nor is the research program to be directed away
from fundamental research into development work in the hope of securing val-
uable patents.

Administrative officers of the various divisions, stations, and depart-
ments are expected to report to the President, or a cammittee set up by him,
inventions and discoveries that come to their attention and are believed to
be sufficiently important to be patented. Any member of the staff may sub-
mit an invention or discovery to his administrative superior for considera-
tion for patenting, or administrative officers may suggest to a staff member
that he submit an invention or discovery to be considered for patenting.

The agency established by the College is to administer the patents
which have been assigned to said agency, either by dedicating the patent to
the public or by licensing its use, whichever is believed will best serve
the public interest. In case the use of the patent is licensed, the terms
of the license shall be fixed so as to safeguard adequately the interest of
the state and the quality and price of the product growing out of the use -
of the patent.

Inventions and discoveries that are the outgrowth of researches conduct-
ed at Iowa State College in cooperation with industrial corporations may al-—
so be patented, but in that case the ownership of the patent, the licensing
basis, and the details of the control of the use of such prospective patents
are to be fixed by an agreement entered into with the cooperating agency be-—
fore the research is undertaken. In all such cases the College shall re-
serve the right of publication of the results of the research and any agree-—
ment with reference to patents in such cooperative arrangements shall have
in view the public interest as well as provide for shop rights to be exer-
cised by the College. All such agreements shall be approved by the President
or by his authorized representative.

When a member of the staff has assigned a patent to the College, or an
agency established by it, the said staff member will receive a bonus in a
sum equal to fifteen per cent of the net receipts from the licensing of the
patent, such bonus to be paid annually as accrued, accompanied by a detailed
statement of receipts and expenditures on account of the licensing of that
patent. Net receipts will be interpreted to mean receipts after the ex-
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penses of securing and licensing the patent have been earned, and the cur-
rent years costs of administering the patent have been deducted from the re-
ceipts from licensing and in addition, a reserve of not to exgeed five per
cent of the gross receipts has been set aside in a litigation fund.

The desirability of securing a patent on a particular invention or dis-
covery is to be investigated by a committee on patents set up by the Presi-
dent. The committee will consist of five members appointed by the President
on such a basis that normally not more than two new members will be appoint-
ed in any year after the first. This board will determine whether the in-
vention or discovery should be patented in order to safeguard the interests
of the College and the public, taking into account among other things the
relation of the invention to agriculture and the other industries in the
state, and a possible relation to the 1ife and health of the people of the

state.

All patents now assigned to the State of Iowa for the benefit of Iowa
State College together with all other patents and similar properties which
may be so assigned in the .uture shall be administered by the Standing
Committee on Fatents and Patent Rights of the Iowa State Board of Education
acting with appointees of the President of Iowa State College in accordance
with the action taken by the Iowa State Board of Education at its meeting
on March 17, 1946, and described in detail in the minutes of said meeting.

The Iowa State College Research Foundation, Inc. (successor to the
Board of Patent Trustees of the Iowa State College Alumni Association, Inc.)
is the agency pro.ided by the College to which members of the staff may as-
sign patents and similar properties which are directly or indirectly the out-
growth of research upon which said staff members have been engaged while in
the employ of the College. The expenses of the Iowa State College Research
Foundation, Inc., are to be paid from the receipts from the licensing of
patents and in the event that these are insufficient, it may employ other
funds that may be made available to it.

It is to be the policy of the Research Foundation to employ the net
earnings from patents exclusively for the promotion of research at Iowa
State College. It will allocate from such funds to specific research pro-
Jects only upon the recommendation of the Pr2sident or his authorized repre-
sentative. Upon recommendation of the Pr:sident or his authorized represen-
tative, all, or a portion, of the net ea.aings from patents in any year
will be employed to accumilate an endowment fund, the earnings of which are
to be used to promote research at Iowa State College.

This statement of policy is not to be construed to mean that a member
of the staff is expected to assign to the College the patent on an invention
which has been developed upon the staff member's own initiative and time
and has no direct relation to any of the research work upon which he has
been engaged for the College. In such cases, a patent may be secured and
held by the inventor. It is furthermore contemplated that if in any case
it is deemed inexpedient for the College, or its authorized agency, to hold
the patent on an invention or discovery of a staff member, it will then be
permissible for the staff member himself to secure a patent and to license
or dispose of the same.
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KANSAS STATE COLLEGE
(adopted 1941)17

A1l patents obtained on inventions resulting from College sponsored
research shall be assigned to a corporation (hereinafter called the Founda-
tionl8), independent of the College but composed of alumni of the College
and other qualified individuals, and created for the purpose of obtaining
patents on inventions, receiving gifts, administering or disposing of such
patents, and promoting research at Kansas State College by every proper
means.

(1) Anyone who believes that an invention resulting from a research’ pro-
Ject sponsored by the College should be patented shall present the matter to
an Advisory Committee consisting of faculty members, appointed by the Presi-
dent of the College, which will recommend whether or not the Foundation
should prosecute a patent application on the invention.

(2) If the Advisory Committee should decide that the invention does not
warrant patenting by the Foundation, the inventor will be free to patent it
himself. In such a case, however, the College does not relinquish its right
to publish any of the data obtained in the research project.

(3) 1In the event that any sum over and above the cost of obtaining a patent
should be obtained by the Foundation, a fair share of the profits (at least
fifteen per cent) shall be paid to the patentee.

(4) The remainder of any profits mentioned in Article 3 shall be used to
finance the activities of the Foundation, and to sponsor further research
in the College, except that a portion of such funds may be retained by the
Foundation as a reserve for meeting future expenses.

(5) 1In the case of cooperative research sponsored in part by an outside
corporation or individual, a written contract shall be made between the Col-
lege and the cooperating agency. This contract should include a statement
of policy substantially equivalent to that outlined below:

It is agreed by the parties to this contract that all results of
experimental work, including inventions, earried on under the di-
rection of the scientific staff of the College, belong to the
College and to the public and shall be used and controlled so as
to produce the greatest benefit to the public. It is understood
and agreed that if patentable inventions grow out of the investi-
gation and such inventions have commercial value, the cooperating
agency shall receive preferential consideration as a prospective
licensee, with a view to compensating said cooperating agency in
part for the assistance rendered to the investigation.

It is further agreed that the name of Kansas State College shall
not be used by the cooperating agency in any advertisement, wheth-
er with regard to the cooperative agreement or any other related
matter.

(6) 1In the case of a research project where all costs including overhead,
salary of investigator, reasonable rent on the use of equipment, etc., are
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paid by an outside party, said party shall be entitled to have all patents
assigned to him. Even so, the College will reserve the right to publish
all data of fundamental value to science and technology.

UNIVERSITY OF KANSAS
(adopted 1943)19

A11 patents obtained on inventions resulting from research sponsored
by the University shall be assigned to a corporation (hereinafter called
the Foundation<C), independent of the University but composed of alumni and
faculty of the university and other qualified individuals, and created far
the purpose of obtaining patents on inventions, receiving gifts, adminis-
tering or disposing of such patents, and promoting research at the Univer-
sity of Kansas by every proper means.

(1) Anyone who believes that an invention resulting from a research pro-
Ject sponsored by the University should be patented shall present the mat-
ter to an Advisory Committee consisting of faculty members, appointed by
the Chancellor of the University, which will recommend whether or not the
Foundation should prosecute a patent application on the invention.

(2) 1If the Advisory Committee should decide that the invention does not
warrant patenting by the Foundation, the inventor will be free to patent it
himself. In such a case, however, the University does not relinquish its
right to publish any of the data obtained in the research project.

(3) In the event that any sum over and above the cost of obtaining a patent
should be obtained by th. Foundation, a fair share of the profits (at least
fifteen per cent) shall be paid to the patentee.

(4) The remainder of any profits mentioned in Article 3 shall be used to
finance the activities of the Foundation, and to sponsor further research
in the University, except that a portion of such funds may be retained by
the Foundation as a reserve for meeting future expenses.

(5) In the case of cooperative research sponsored in part by an outside
corporation or individual, a written contract shall be made between the Uni-
versity and the cooperating agency. This contract should include a state-
ment of policy substantially equivalent to that outlined below:

It is agreed by the parties to this contract that all results of
experimental work, including inventions, carried on under the di-
rection of the scientific staff of the University, belong to the
University and to the public and shall be used and controlled so
as to produce the greatest benefit to the public. It is under-
stood and agreed that if patentable inventions grow out of the in-
vestigation and such inventions have commercial value, the coop-
erating agency shall receive preferential consideration as a pros-
pective licensee, with a view to compensating said cooperating
agency in parlL for the assistance rendered in the investigation.

It is further agreed that the name of the University of Kansas
shall not be used by the cooperating agency in any advertisement,
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whether with regard to the cooperative agreement or any other re-
lated matter.

(6) 1In the case of a research project where all costs including overhead,
salary of investigator, reasonable rent on the use of equipment, etc., are
paid by an outside party, said party shall be entitled to have all the pat-
ents assigned to him. Even so, the University will reserve the right to
publish all fundamental data of value to science and technology.

LEHIGH UNIVERSITY
(adopted 1924)21

(a) Any member of the scientific or teaching staff of Lehigh University
who has made a valuable discovery or invention as the direct result of his
regular duties on University time and at University expense may be required
to patent his discovery or invention, the expenses connected therewith to
be borne by the University.

(b) Application for a patent to cover such discoveries or inventions shall
be made in such cases as are recommended by the Executive Board of the le-
high Institute of Research and approved by the Board of Trustees of the Un-
iversity.

(¢) 1If a patent is issued the patentee shall assign the patent to the
Board of Trustees of Lehigh University for a nominal consideration.

(d) A patent thus assigned shall be administered by the Board of Trustees
in such manner as it may determine; provided, however, that if the patent

is sold or a royalty for its use is paid, one-half of the money thus real-
ized by the University shall be paid to the patentee, and the other helf es-
signed to the Lehigh Institute of Research for the furtherance of research.

(e) If a discovery or invention is developed in connection with a coopera-
tive investigation and a patent thereon is secured in accordance with the
preceding regulations, the cooperating agency will first be afforded the
opportunity to purchase or lease the patent rights, or in other manner shown
preferential treatment, in recogunition of its financial assistance in the
conduct of the investigation.

(f) These regulations shall not be construed to include questions of ovier-
ship in copyrights on books or of inventions cr dicecevaries rade Ly icdbers
of the teaching or scientific staffs outside their regular duties and at
their own expense.

UNIVERSITY OF LOUISVILLE
(adopted 1935)22
I. Administration of patents and incomes therefrom, if any.
(1) There shall be a University of Louisville Administrative Board of Pat-

ents to consist of the I'resident, the Business }anager of the University,
and not to exceed five persons to be appointed by the Board of Trustees each

Copyright © National Academy of Sciences. All rights reserved.


http://www.nap.edu/catalog.php?record_id=21085

Survey of University Patent Policies: Preliminary Report
http://lwww.nap.edu/catalog.php?record_id=21085

147

for a term of three years upon the recommendation of the President, these
five persons to be either Trustees of the University, administrative offi-
cers, members of the teaching staff, or alumni.

(2) This Board shall have authority, subject to the direction and control
of the Board of Trustees, to accept for and on behalf of the University by
assignment or otherwise, either directly or through trustees or holding cor-
porations, patent applications, royalties, licenses, or gifts therein gov-
erning discoveries, inventions or processes, when produced by members of
the staff of the University by use of University laboratories or otherwise.

(3) The Board of Patents shall be also empowered to make charges on such
terms and in such way as it may approve, for the use, manufacture, sale, or
other disposition thereof of the rights therein, with power, subject always
to the approval of the Board of Trustees, to arrange for the use or divi-
sion of the proceeds thereof.

(4) The Board of Patents may not authorize any charge or other obligation
upon the funds of the University or incur any liability without previous
authority of the Board of Trustees.

(5) The Board of Patents shall make an annual report to the President.

II. Conditions which should attend the inventions or discoveries made by
members of the staff of the University. The following regulations shall
not be considered to include questions of ownership in copyrights on books
or of inventions or discoveries made by members of the staff of the Univer-
sity outside their regular duties and at their own expense.

(1) Any member of the staff cf the University of Louisville who has made a
valuable discovery, invention, or who has developed material which should be
copyrighted as a result of his duties in the University, may be required to
patent this discovery or invention, or copyright the patent, the expenses
to be borne by the University.

(2) Application for a patent to cover such discovery or inventions shall
be made in such cases as are recommended by the University of Louisville Ad-
ministrative Board of Patents, and approved by the Board of Trustees of the
University of Louisville.

(3) If and when a patent is issued, the patentee shall assign the patent
to the Board of Trustees of the University of Louisville.

(4) A patent thus assigned shall be administered by the University of Lou-
isville Administrative Board of Patents in such marmer as it may determine,
provided that if the patent is sold or royalty for its use is received, one
half of the money thus realized by the University shall be paid to the pat-
entee and the other half assigned to the University.

(5) If the discovery or invention is developed in connection with a cooper-
ative investigation, and a patent thereon is secured in accordance with the
preceding regulations, the cooperative agency shall first be afforded the
opportunity to purchase or lease the patent rights or in other manner be
shown preferential treatment in recognition of its financial assistance in
the conduct of the investigation.
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UNIVERSITY OF VAINE
(adopted 1542)23

In the case of research workers engaged for or assigned to specific re-
search projects, the contract of the University with such an employee may
require that he patent the results of his researches, and assign the patents
to the University, which shall reimburse him for expenditures incurred in
obtaining such patents. In the event that the University should dispose of
a patent of a discovery or invention of a member of its staff on such terms
as to yield a return in excess of the cost of the patent, then the Board of
Trustees, or the designated representatives of the Board, determine a just
compensation to the discoverer or inventor from the net proceeds. If the
University fails to pay the costs of obtaining a patent within a year after
the discovery is announced to the University, then all rights and titles to
the patent remain in the name of the inventor.

If the University does not require a contract with the employee, then
it is understood by both parties that the law covering rights to patents
shall prevail. In this case, it is generally assumed that the title remains
with the inventor unless the University can show that the patent was a re-
sult of institutional investigations on which the inventor was employed, or
a result of the studies made by him under the direction of the University,
or with University facilities, or with a combination of these factors, which
would justify the University in claiming a just proportion of the patent
rights.

The cooperative nature of research partially financed by an outside a-
gency is recognized by an equitable understanding or agreement between the
University and the cooperating party or parties providing for the sharing
of the proceeds from resulting patents, and specifying the terms of publica-
tion of results. In the absence of an agreement, all rights to publication
and to patents remain with the University, provided this condition has been
put before the cooperative agencies.

Research financed wholly by an outside organization is prosecuted un-
der a contract determining the rights of publication and the ownership of
patents which may result from such research. It is understood that, in
this case, all rights to information obtained, to the publication of results,
and to patents may, by agreement, be in the name of the individual or or-
ganization responsible for the financial support of the investigation.

The results of research performed by staff members on their own time
and at their own expense are the private property of the investigator.

It is further recommended that a committee composed partially of fac-
ulty members and partially of representatives of the University administra-
tion be appointed by the President to pass on patent situations which may
arise.

MASSACHUSETTS INSTITUTE OF TECHNOLOGY
(adopted 1932)24

1. Inventions or other developments, whether or not subject to patent, re-
sulting directly from a program of research financed entirely by the Insti-
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tute shall be the exclusive property of the Institute, and the Institute
shall be entitled to all benefits and rights accruing from such inventions
or developments and may acquire the title to any patents based thereon.

It shall hold and administer these rights for the ultimate benefit of the
public. In cases where, after a reasonable period, the Institute does not
choose to acquire rights to inventions or developments arising in this man-
ner, provision shall be made whereby said rights or a part of them shall re-
vert to the individuals who made the inventions or developments.

2. Inventions or developments produced by a staff member or student along
lines unrelated to any Institute program of research with which the individ-
ual may be connected. and to the production and development of which the
Institute contributes nothing substantial in funds, space, facilities, or
time of a staff member, shall be the exclusive property of the individual
producing the invention or development.

In cases where the development is produced by a student who is paying
tuition, and who is utilizing for research only a reasonable amount of space
and facilities, it shall be considered that the Institute is not contribut-
ing to the research, inasmuch as it is considered that such space or facil-
ities are provided b the tuition payment.

In cases where the student is receiving scholarship aid, the acceptance
of such scholarship aid shall not be considered as changing the status of
the student in regard to title to inventions or developments, since such
scholarship funds have been provided primarily for the assistance of outstand-
ing students, and are in general administered by rather than controlled by
the Institute.

The rights of the student or staff members under this section include
the right to assign or otherwise dispose of these rights.

In those cases where, either through the Division of Industrial Coopera-
tion or other Institute agency, a contract is made with definite provisions
for payment by the sponsor of all expenses connected therewith, including
overhead, it shall be considered that the sponsor may be entitled to exclu-
sive rights or to a limited term license in patentable invention in his own
field of activity only.

3. In intermediate cases, where the costs of development are borne jointly
by the Institute and another — whether student, staff member, or outside
agency -- it shall be considered that the equities are divided substantially
in proportion to the contributions. Every such case shall be subject to
special agreement, and in the absence of any such agreement it shall be con-
sidered that the title remains with the Institute in any cases in which the
Institute has substantially contributed.

4. Under special conditions it may be deemed equitable that patentable in-
ventions arising fram thesis research of fellows of the Graduate School be
made available on a nonexclusive basis to donors of funds which support
such fellowships and to othersqualified to use such inventions. To this
end, it is stipulated that any patentable invention of a graduate student
arising from his assigned research under a fellowship shall be treated as
if it were the invention of a staff member, including the inventor partici-
pation in gross income prescribedfor staff inventors who assign patent
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rights to the Institute. Patent rights thus assigned will be administered
in accord with the general patent policy set forth under section 1 above.

5. The Institute will tender to the United States Government a nonexclu-
sive, irrevocable, royalty-free license for government use of any patent to
which the Institute acquires title on an invention generated in its labora-
tories from research which has received substantial governmental financial
assistance.

¥ICHIGAN COLLEGE OF MINING AND TECHNOLOGY
(adopted 1935)25

I realize that it is or may be my duty or privilege to devote some of
my time to research, and that the facilities and equipment of the College
which I will be permitted to use and enjoy may greatly aid me in prosecut-
ing research and in conceiving or devising discoveries and patentable in-

ventions.

In consideration of my employment by the College and of the salary to
be paid me by said College, and for the purpose of definitely settling any
question or possible controversy which may arise as to the ownership of any
patent which may be granted to me hereafter, I hereby agree that, in the
event that I shall conceive, devise or work out any discovery or invention
in the course of my employment, by or through the use of the facilities and
equipment of the College, the same shall at the option of the College be and
become the property of the College under the following terms and conditions.

1. I will disclose any such discovery or invention freely and fully to the
Fresident or other proper officer of the College.

2. Upon any such disclosure the College shall have the right and option to
take over such discovery or invention or to decline to take over the same.
This right and option shall terminate, however, if the College shall fail
or neglect to give me notice in writing of its intention to take over such
discovery or invention within a period of thirty days after I have notified
the College in writing of my desire that the College make its decision in

the matter.

3. If the College shall exercise its option to take over such discovery or
invention, I will at its request but at the expense of the College make prop-
er application for patent of the same and will assist in every way in pre-
paring such application and in the proceedings toward obtaining such patent.

4. Upon request of the College I will assign such application or any patent
issued on the same to the Board of Control of theé College, with full and
complete rights, powers and privileges of ownership, in trust, nevertheless,
for the following purposes:

(a) The College shall have full power and authority to issue li-

censes under the same and to fix and collect royalties for the use
of the same; to use the same for its own purposes, to sell or as-

sign the same in whole or in part, and in general to deal with the
same at its own absolute discretion.
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(b) The College shall pay to me, at least quarterly, fifteen per
cent of the net proceeds of the earnings or yield of such patent
arising from any source, whether from license fees, royalties, or
from sale. If such invention should have been developed by me in
collaboration with, or with the assistance of any other person or
persons who have entered into agreements with the College similar
to this, and are entitled to participate in the proceeds of such
invention, the payments hereunder shall be made to me and such
other persons in such proportionate shares as we may agree upon,
it being understood and agreed that the aggregate of the payments
to all persons shall not exceed fifteen per cent of the net pro-
ceeds of any one invention.

(¢) The College shall use the balance of such net proceeds, after
paying the fifteen per cent hereinbefore mentioned, for the further-
ance of research at said College and for the payment of overhead
and expenses connected with such research, including the cost of
securing, protecting, disposing of, or dealing with any patent de-
veloped by such research or by any person who has entered into an
agreement similar to this.

5. All notice to be given by me hereunder may be given to the President cr
the Chairman of its Board of Control.

UNIVERSITY OF NEBRASKA
(adopted 1946)2

In the absence of a specific contract to the contrary, the following
policy relating to patents shall obtain and be incorporated in employment
agreements of faculty personnel and other employees:

The title to a patent for any discovery or invention made by an em-
ployee of the University of Nebraska belongs to the said employee and he is
free to develop or handle it in any manner he sees fit, subject to the fol-

lowing provisos:

(a) When total net royalties, or other compensations, are less
than $1,000, no payment to the University is required.

(b) When net royalties, or other compensations, amount to more
than $1,000 and less than $5,000 per year, ten per cent of the ex-
cess of such royalties or other compensations above the sum of
$1,000 and less than $5,000 shall be paid to the University.

(c) Wnhen net royalties, or other campensations, amount to more
than $5,000 per year, the royalty to be paid to the University
shall be ten per cent on the amount above $1,000 and less than
$5,000 and twenty per cent on all amounts above $5,000

(d) 1In cases where contributions have been or may hereafter be

made to research projects by private persons non-exclusive licen-
ses on all inventions or discoveries resulting from such research
shall be issued on a reasonable royalty basis without discrimina-
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tion in favor of or against those making contributions in aid of
such research.

UNIVERSITY OF NORTH DAKOTA
(adppted 1937)27

A1l discoveries of utility in experimentation and testing of state min-
erals or allied industrial resources at the School of Mines at the Univer-
sity of North Dakota, or at any mining experimental station or sub-station
wheresoever situated in the State of North Dakota, shall be patented in the
name of the inventor or discoverer and shall be by him duly assigned to the
Board of Administration or its successors and assigns as trustee for the
benefit of the School of Mines of the University of North Dakota.

It is hereby made the duty of the Director of the said School of Mines
and the professors connected therewith and any person or persons in the em-
ploy of the said School of Mines, experimental station or sub-station to
report such discovery to the Board of Administration or its successors and
assigns and to make proper application for patent therefor and to duly as-
sign the patent when obtained to the State Board of Administration or its
successors or assigns as trustee for said School of Mines.

Any costs and expense necessarily incurred in securing the patents
herein provided for shall be paid for out of the funds provided for the
School of Mines at the University of North Dakota for the investigation and
development of the mineral resources in the State of North Dakota.

The Board of Administration of the State of North Dakota, its succes-
sors or assigns, upon recommendation of the President of the University of
North Dakota and the Director of the School of Mines of the University of
North Dakota, are hereby authorized to assign, or grant permission to use
any patent rights procured under the provisions of this Act, to any person,
firm, association or corporation which has or which may hereafter assist the
School of Mines of the University of North Dakota in makdng any such indus-
trial or scientific research, upon such terms and conditions as may to the
Director of the said School of Mines be deemed just and equitable.

Any person or persons engaged in experimental work as Director of the
School of Mines or professor or employee of the School of Mines at the Uni-
versity of North Dakota, or any experimental station or sub-station, fail-
ing to comply with the provisions of this Act shall be guilty of a misde-
meanor.

PENNSYLVANIA STATE COLLEGE
(adopted 1931)28

1. Investigations financed wholly by the College. In the case of research
workers engaged for or assigned to specific research projects, the contract
of the College with such an employee requires that he patent results of his
researches and assign the same to the College, in which event the College
will pay the cost of obtaining such patents; but if the College should dis-—
pose of a patent om a discovery or invention of a member of its staff om
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such terms as to yield a return in excess of the cost of such patent, then
the Board of Trustees, or the designated representatives of the Board, will
consider a just compensation to the discoverer or inventor from the net pro-
ceeds. If the College fails to pay the costs of obtaining a patent within
a year after the discovery is announced to the College, then all rights and
title to the patent remain in the name of the inventor.

If the College does not require a contract with the employee, then it
"is understood by both parties that the law covering rights to patents shall
prevail. In this case, it is generally assumed that the title remains with
the inventor unless the College can show that the patent was a result of in-
vestigations on which the inventor was employed, or a result of the studies
made by him under the direction of the College, or on College time and fa-
cilities, or with a combination of these factors, which would warrant the

College in claiming the patent rights.

2. Investigations in which a part of the material requirements or personal
service involved are provided at the expense of the College, the remainder
being contributed by an organization of an industrial or other character,

or by individuals not connected with the College. The cooperative nature

of research of this category should be recognized by an equitable under-
standing or agreement between the College and the cooperating party or par-
ties providing for the sharing of the proceeds from resulting patents, and
specifying the terms of publication of results. In the absence of an agree-
ment, all rights to publication and to patents should belong to the College,
provided that this condition had been put before the cooperating agencies.

3. Investigations financed wholly by an organization of an industrial or
other character. It is important that research of this category be prose-
cuted under a contract determining the rights of publication and the owner-
ship of patents which may result from such research.

4. Investigations performed by members of the College staff on their own
time and at their own expense. The results of such research are obviously
the private property of the investigator.

5. Procedure in Securing Patents. A report concerning possible patent-
able results of research conducted under the auspices of the College shall
be presented to the Council on Research by the member of the Council who
has been administratively responsible for this research.

If, in the judgment of the Council on Research, consideration should
be given to the desirability of protecting the results of this investigation
by patent, then the Council shall appoint a committee to estimate the value
of the patent rights, if granted, this committee to consist of the chairman
of the Council, the Assistant to the President in Charge of Business and Fi-
nance, the Dean of the School (or the director of an administrative division
of the College) , and the head of the department in which the research was
conducted.

This committee shall report to the Council on Research its judgment on
the value of the proposed patent and the best methods of making the discov-

ery useful to the public.
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After considering this report, the Council on Research shall recommend
to the President that the inventor or discoverer be authorized to apply for
a patent at the expense of the College and that patent rights, if granted,
be assigned to the College; or that the College shall neither request nor
accept the assignment of the patent rights, if secured by the inventor per-
sonally, with the reasons in support of its recommendation.

If the Council favors the assignment of the patent to the College it
shall prepare for the President a statement of the nature of the benefits
that may be derived, the probablg beneficlaries, difficulties that may be
met in the operation of the patent, and other pertinent information.

The President may recommend to the Board of Trustees that the transfer
of patent rights to the College be refused.

If the Board of Trustees, on the recommendation of the President, shall
accept the assignment of the patent rights, these may then be transferred
by the College to the Pennsylvania Research Corporation, or other similar
agency, under the terms of an agreement between the College and the agency
selected, covering the method of operating the patent.

The Board of Trustees may request a report and recammandation from the
Pennsylvania Research Corporation, or other agency selected to operate the
patent, before accepting the assignment of the patent from the inventor or
discoverer, in order to furtbher determine the field of ysefulness of the
patent, the best method of disposal of rights or licenses, and whether the
agency under consideration for operating the patent can successfully admin-
ister it in the interest of the public, the College, and the inventor.

UNIVERSITY OF PENNSYLVARIA
(adopted 1941) 29

The Trustees have declared it to be the policy of the University of
Pennsylvania that any invention or discovery which may in any manner affect
the public health, such as a new drug, process, or apparatus intended ‘pri-
marily for medical or surgical use, shall not be patented for profit, either
by an individual in the employ of the University or by the University itself.
However, in order to prevent the capitalization and exploitation by others
of any such discoveries or inventions, and in order to protect the public,
the Executive Committee of the Executive Board may consider it advisable
from time to time to patent such inventions or discoveries with the sole in-
tention of protection without profit.

Where researches in flelds other than those affecting public health are
carried out on University time or at University expense by special grants or
otherwise, patents on inventions or discoveries may be applied for, with
the approval of the President of the University, in which case the inventor
shall assign his rights in the patent to the University upon the payment to
the patentee of his expense in securing the patent. The University will
then exercise its ownership of such patent with or without profit, with due
regard for the interests of all persons concerned.

An appropriate patent release shall be signed by every employee engaged
on or concerned with a research contract of the University.
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PRINCETON UNIVERSITY
(adopted 1938)30

(1) There is a committee known as the Patent Camittee3l appointed by the
President and consisting of a representative of each of the following de-
partments at least: Biology, Chemistry, Engineering and Physics, and the
Controller of the University. This Committee administers the policy in con-
sultation with the President.

(2) The University has entered into an agreement with Research Corporation
in accordance with which a member of the University may assign an invention
to Research Corporation, with the understanding that Research Corporation,
if it accepts the assignment, is to carry out the patenting and commercial-
izing of the invention without any expense to the inventor; that Research
Corporation is to pay to the inventor a share (ordinarily seven per cent)

of the gross income which Research Corporation receives from the invention;
that the balance, after the expenses in connection with the patent have been
met, is to be divided between the University and Research Corporation as
provided in the general agreement covering all of these cases, with the un-
derstanding that this balance is the balance for all inventions administered
under this agreement, and not for each individual one.

(3) When a member of the University in the course of his academic activi-
ties makes an invention, he may consult the Patent Committee about the is-
suance of a patent, either through the Chairman of the Committee or the rep-
resentative of his department on the Committee if there is one. If he de-
sires to have the matter handled in accordance with section (4) below, the
Committee shall proceed in accordance with this plan. If these methods of
procedure would in any case involve undue delay in the securing of protec-
tion, the inventor may refer his invention directly to Research Corporation,
or file an application on his own responsibility with the Patent Office.

A member of the University shall be free to bring any patentable inven-
tion of his to the attention of the Patent Committee for action under sec-
tion (4) whether it has clearly resulted from his academic activities or not.

If a member of the University desires to obtain a patent on his own re-
sponsibility he may do so, whether he has consulted the Patent Committee or
not, but he shall furnish to the Patent Committee a copy of the patent when
issued. The Committee may raise the question of whether the University has
an equity in the proceeds of the invention because of the use of its facili-
ties. It is expected that the determination of the character and amount of
the University's equity in any such invention will be established in confer-
ence between the Patent Camnittee and the member, or members, of the Univer-
sity concerned. It is expected that the same procedure will be followed in
connection with any other question arising out of the patent policy.

(4) When the question of the patenting of a particular invention is brought
to the attention of the Cammittee, the Committee will decide upon the sound-
ness of the scientific basis of the invention and upon the advisability of
patenting according to the University policy. If the Committee reaches a
negative conclusion, it will turn the matter back to the inventor to handle
as he sees fit. If the Committee reaches a positive conclusion, or is in
doubt, it will refer the matter to Research Corporation to ascertain its
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opinion and whether Research Corporation desires to accept assignment of the
invention. If Research Corporation is unwilling to accept such an assign-
ment, the Patent Committee will decide whether the matter should be turned
back to the inventor or other steps be taken. If Research Corporation de-
sires to accept the assignment, the Committee will recommend to the inventor
that he assign the invention to Research Corporation and enter into an agree-
ment with the Corporation, in accordance with the general plan adopted by

the Corporation and the University.

(5) In accepting a grant from a corporation for the purpose of research, it
is the intent of the University that the grant shall be used for the train-
ing of men and the extension of the boundaries of lnowledge, and not for the
solution of specific industrial problems in which the corporation may be in-
terested.

If the University accepts a grant fram an industrial corporation for
the purpose of research in accordance with the above statement, it shall be
with the written understanding that, should an invention result from this
research, the University and the inventor will handle such invention in ac-
cordance with section (4), and with the further understanding that, if an
invention is patented in accordance with section (4), the corporation making
the grant will have special consideration. In case the corporation desires
a specific definition of such "special consideration" the method to be used
in establishing such "special consideration" shall be agreed upon in writing
at the time the grant is made.

If such corporation prefers to proceed in a manner other than that of
section (4), the Patent Committee will discuss such proposal with the cor-

poration.

It is understood also that the foregoing policy with respect to grants
for research from corporations shall not be applicable to fellowships made
available to the University by corporations. The holders of such fellow-
ships will be under the same regulations as other members of the University.

(6) Any funds coming to the University as a result of this patent policy
will be used for furthering research and scholarship in the University, the
awards to be made by the President, with the understanding that preferential
consideration be given to the needs of the particular field of research
which gave rise to the patent concerned.

RHODE ISLAND STATE COLLEGE
(adopted 1943)32

It is to be recognized as a guiding principle that the College, as a
publicly supported institution, has as a major responsibility the promotion
and protection of the public interest. In view of this responsibility, it
follows that, if patentable discoveries of potential commercial value arise
from research conductea at the College, such discoveries should be so con-
trolled as to effect the greatest public benefit.

In the several divisions of the College concerned with research, two
classes of research projects are recognized:
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A. Projects financed wholly from institutional funds (including
State and Federal appropriations);

B. Cooperative projects financed wholly or in part by special
grants from government agencies or from non-institutional sources
(industrial corporations, foundations, individuals, or other pri-

vate interests).

In research projects financed wholly from institutional funds, all in-
ventions or discoveries shall be the property of the College. If in such a
case it is the opinion of the College Research Committee that the interests
of the public will be best served under patent protection, the individual
investigator who made the discovery may be required to apply for a patent,
the expense to be borne by the College. At the time of filing the applica-
tion for the patent, it shall be assigned to the Board of Trustees of State
Colleges of Rhode Island, to be administered in the public interest. How-
ever, in case the College does not care to assume the responsibility for
the patent, the investigator may be authorized to contract with a collaborat-
ing agency for the purpose of securing a patent and developing it commercial-
ly. In either case, the rights of both the investigator and the College to
share in any financial returns by way of royalties or license fees shall be
recognized. Any contract made with a collaborating party shall safeguard

these rights.

In research projects financed wholly or in part by grants from outside
sources, the contract between the College and the collaborating party shall
specify the disposition of patent rights. Patents resulting from such re-
search may be assigned either to the College or to the collaborating party,
as agreed upon in advance. If a patent is assigned to the collaborating
party, it shall normally be provided that the College and the investigator
shall participate in the royalties and license fees resulting from such pat-
ent, the proportionate share to be specified in the contract.

RUTGERS UNIVERSITY
(adopted 1946)33

Research may lead to invention, whether or not that is one of the aims
of the investigation. Members of the University staff, working privately
or conducting research supported by University funds which are not under any
restrictions with regard to patents, who make inventions, are free to apply
for patents according to their own desires. If the work was done under
agreement with a corporation or other organization which reserves patent
rights to itself, members of the staff are then bound by the terms of the
agreement. Such staff members enter into private agreements with the spon-
sor which assumes all responsibility for enforcing the agreement. The Uni-
versity is not a party to such agreements.

The University claims no interest in any invention by members of its
staff, and it does not own patents nor does it accept the assignment of any
patent rights. The University desires, however, that inventions made by
members of the staff as a result of their research, whether dane alone or
cooperatively, shall be administered in an effective manner and with due
regard for the public interest. A University Committee on Patents has been
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appointed by the President to give assistance and advice on patent matters
to members of the staff and to serve as a clearing house for information
about patents applied for and secured.

Aid in applying for patents may be secured fram The Rutgers Research
and Endowment Foundation, a nonprofit corporation, organized under the laws
of New Jersey. Among its purposes are the facilitating of patent applica-
tions, the accepting of patent assignments and the devoting of income de-
rived from patents to research.

SOUTH DAKOTA SCHOOL OF MINES AND TECHNOLOGY
(adopted 1940) 34

The South Dakota State School of Mines recognizes the principle that
the results of research whose cost has been paid from School funds or funds
under the control of the School, belong to the School and should be used for
the benefit of the School and of the State of South Dakota.

Research workers employed by the South Dakota State School of Mines
must report promptly to the President of the School any patentable discovery
or invention they may make, and if requested in accordance with the proced-
ure set forth in this statement of policy, must take out patents and assign
them to the School. A clause to this effect should be included in the con-
tract between the School and the research worker; but if no such clause has
been included, then it shall be understood that the law covering the rights
to patent shall prevail. In this case the title remains with the inventor
unless the School can show that the patent was the result of institutional
investigations upon which the worker was employed, or that it was the re-
sult of studies made by him under the direction of the School, or upon
School time and with School facilities, or with some couwbination of these
factors, making it justifiable and legal for the School to claim patent
rights.

When a research worker reports a patentable discovery or invention to
the President of the School, the President shall immediately appoint a fac-
ulty committee to investigate it. If this committee recommends that the
invention or discovery be patented, and the Faculty of the School approves
its recommendation within one year of the announcement of the discovery or
invention to the President, the research worker must take out a patent and
assign it to the School, and the School will pay the cost. If the Commit-
tee does not recommend patenting the discovery or invention, or the Faculty
fails to act favorably upon a committee report recommending patenting, with-
in one year from the announcement of the discovery or invention, then all
rights and title to the discovery or invention remain in the name of the

research worker.

Patents assigned to the School, either under the procedure outlined a-
bove or as gifts, shall be administered by a Patent Administration Committee
of the Faculty, appointed by the President. The general policy of this Com-
mittee shall be to repay the School far all expenditures in connection with
each patent, and to divide any profits accruing after such repayment between
the School and the inventor. In the case of a cooperative investigation,
the Committee shall see that all the conditions of the cooperative agreement
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are met before making any division of profits. The Committee may, with the
approval of the Faculty, assign a patent to a research foundation which of-
fers satisfactory terms to the School. Whenever practicable, the Committee
should see that all patent royalties within the State of South Dakota be

waived.

STANFORD UNIVERSITY
(adopted 1938, amended 1939)35

Whenever any member of the staff or other person making use of the lab-
oratories or other facilities of the University shall make a discovery or
invention, or shall otherwise believe a valuable invention may result fram
his research, he shall comminicate such fact to the executive head of his
department or school, who upon investigation will notify the Patent Commit-
tee of the University as hereinafter provided. It shall be the duty of this
Committee to examine into the nature of the discovery or invention. If in
the opinion of the Committee a valuable invention has been made which

should be protected by patent, the Committee shall so recammend to the Pres-
ident. Upon favorable action by the President, and the written agreement

of the patentee to assign such patents as he may obtain to the University,
patent counsel and other necessary expenses incident to securing letters
patent shall be provided by the University.

In the event that the University shall notify the expectant patentee
that it does not desire to finance the application for letters patent, then
he may proceed as he may see fit and shall be under no obligation to assign
any interest in such patent as may result to the University.

It shall be the right of the University in its discretion to so manage
and exploit all patents assigned to it in the public interest and in such
manner as to be consistent with the highest ideals and aims of, and to se-
cure proper revenues to the University. It shall assign the patent or grant
licenses under it as will best protect the interests of the public and the

University.

Of the gross royalties or other revenues received by the University,
ten per cent shall be paid to the patentee, except in the case that the pat-
entee is a member of an organization whose ethics deny the right of their
members to receive such revenues, and except in the case that the patentee
is employed or assigned to work upon a specific investigation. The remain-
der, after meeting all proper expenses, shall be appropriated to the depart-
ment or school in which the discovery was made for research in the same or
related fields provided that revenues in excess of the reasonable needs of
such research shall be placed in a patent pool fund, any surplus in which
may be allocated for other research by the Board of Trustees on recommenda-

tion of the President.

In all cases where members of the staff or othersare receiving contri-
butions or support from others than the University in connection with any
research, employment or otherwise, or in case any third party shall have or
claim any right to any discovery or invention as a result thereof, such mem-
bers of the staff or others shall communicate all such facts to the execu-
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tive head of their department or school, who shall notify the Patent Commit-
tee of any case in which patentable discoveries are likely to be made.

\

The Comptroller is authroized to work out agreements with such third
parties which shall be in harmony with this patent policy and which shall in
general fairly assign the rights in letters patent and the proceeds thereof
in proportion to the relative contributions by each party. 1In such cases
the members of the staff or others shall assign their individual interest
to the University, as hereinbefore provided, and shall be paid ten per cent
of the gross revenue received by the University, except as hereinbefore
provided.

A Patent Committee shall be appointed by the President, which shall be
constituted as follows: the Comptroller or his representative; one member
of the faculty from each of the Schools of Engineering, Medicine, and Physi-
cal Sciences; and a representative of the University expert in patent law.
This Committee shall investigate all discoveries and inventions referred to
it, and shall report its recommendations to the President.

AGRICULTURAL AND MECHANICAL COLLEGE OF TEXAS
(adopted 1944; amended 1945)36

a. It is the policy of the College that the results of scientific inves-
tigations, experimental work and research carried on by or under the direc-
tion of the scientific or teaching staffs of the College, and with the ex-
pense thereof paid from College funds or from funds under the control of the
College, become the property of the College, and should be so used and con-
trolled as to produce the greatest benefit to the College and the public.

This policy is to be followed for all such work undertaken by any branch or
division of the College, whether undertaken on its own initiative or at the
request of outside parties.

b. The College stands ready at all times, within the limits of its means

and its responsibilities, to cooperate with any individual or corporation

in helping to solve specific technical problems and to overcome difficul-
ties or accomplish improvements in methods and processes. However, such co-
operation will be undertaken only after execution of a definite written a-—
greement, which shall include a statement of the financial contributions to
be made by the outside party, and an agreement by that party that neither

the name of the College nor its subdivisions nor any of its officials shall
be used in any advertising matter.

A1l such agreements shall also coptain the following clause or its substan-—
tial equivalent:

It is agreed by the parties to this contract that all results of
experimental work carried on by the College, including patentable
discoveries, belong to the College and to the public and should
be used and controlled so as to produce the greatest benefit to
the public. It is understood and agreed that if patentable dis-
coveries grow out of the investigation and such discoveries have
commercial value, the party of the second part (outside cooperat-
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ing party) shall receive preferential consideration as a prospec-
tive licensee, with a view to compensating the second party in
part for assistance rendered in the investigation.

c. Conforming to this policy, the College requires patents to be taken out

on any valuable discoveries and inventions resulting from research work, and
the control of such patents to be vested in the College. Any member of the

scientific or teaching staffs of the College who makes a valuable discovery

or invention as the result of his regular duties on College time and at Col-
lege expense may therefore be required to patent his discovery or invention
and assign iuv to the College, expenses connected therewith to be borne by

the College.

d. Application for a patent to cover such discoveries or inventions shall
be made in such cases as are required by the President of the College, and
on its issue the patent shall be assigned by the patentee to the Board of
Directors of the A. & M. College of Texas for a nominal consideration.

The Board of Directors shall administer the rights under the patents
in whatever manner seems most appropriate, either dedicating the patent to
the public or licensing its use. In case of license, the license shall be
made with provisions for the use of the patent which will safeguard the
public from unreasonable restrictions or exorbitant royalties during the

life of the patent.

e. While the results of experimental work, including patentable discover-
ies, carried on under the direction of the scientific staff of the College,
belong to the College and to the public, it is recognized that the party
who originates a research problem, brings it to the College for solution,
and pays the cost of the research has an equity in the fruits of that inves-
tigation; in the case of cooperative investigations, special agreements for
preferential licensing may be made with the cooperating interests, with a
view to compensating in part for the financial assistance rendered in the
investigation. It is recognized, also, that the College has an obligation
to use its facilities for the best interest of industry as a whole and of
the general public and therefore should employ the most suitable and prac-
tical methods to have its laboratory discoveries made available as speedily
as possible, while safeguarding the public from undue exploitation and at
the same time recognizing the interest of the originator and supporter of
the research.

f. In case the financial return to the College from the use of a patent
exceeds the cost to the College of the investigation which resulted in the
patent and of obtaining the patent, a share of the excess amount received
shall be paid to the patentee, this share to be not less than twenty per
cent, and may be more if so determined by the Board of Directors on recom-
mendation of the Director of the Station, or other supervisory official,
and the President.

g. In case the College declines to bear the expense connected with talking
out a patent, the discoverer or inventor may take out the patent and control
it himself.

h. Research workers employed by the College shall agree to abide by the
patent policy of the College as set forth in these regulations except for
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the period during which the employee is working on projects sponsored and
financed wholly or in part by the Texas A. & M. Research Foundation. During
this period the employee shall abide by the patent policy of the Foundation.

i. Nothing in this regulation is intended to claim ownership or control of
copyrights on books, or of inventions or discoveries made by members of the
teaching or scientific staffs outside of their regular duties and at their

own expense.

UNIVERSITY OF TEXAS
(adopted 1945)37

In the absence of a specific contract to the contrary, the following
policy relating to patents shall obtain and be incorporated in employment
agreements of faculty personnel and other employees.

The title to a patent for any discovery or invention made by an employ-
ee of the University of Texas belongs to the said employee and he is free
to develop or handle it in any manner he sees fit, subject to the following

provisos:

(a) When total net royalties, or other compensations, are less
than $1,000, no payment to the University is required.

(b) When net royalties, or other compensations, amount to more
than $1,000 and less than $5,000, ten per cent of the excess of
such royalties or other compensations above the sum of $1,000 and
less than $5,000 shall be paid to the University.

(¢) When net royalties, or other campensations, amount to more
than $5,000, the royalty to be paid to the University shall be
ten per cent on the amount above $1,000 and less than $5,000 and
twenty per cent on all amounts above $5,000.

(d) In cases where contributions have been or may hereafter be
made to research projects by private persons (such as in the case
of the Schoch Electrical Discharge Process) non-exclusive licen-
ses on all inventions or discoveries resulting from such research
shall be issued on a reasonable royalty basis without discrimina-
tion in favor of or against those making contributions in aid of
such research.

UNIVERSITY OF UTAH
(adopted 1944)

Whenever any member of the staff making use of the laboratories or
other facilities of the University shall make a discovery or invention, or
shall otherwise believe a valuable invention may result from his research,
he shall canmnicate such fact to the executive head of his department or
school, who upon investigation will notify the Patent Committee of the Uni-
versity as hereinafter provided. It shall be the duty of this Committee to
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examine into the nature of the discovery or invention. If in the opinion of
the Committee a valuable invention has been made which should be protected
by patent, the Committee shall so recommend to the President. Upon favor-
able action by the President, and the written agreement of the patentee to
assign such patents as he may obtain to the University, patent counsel and
other necessary expenses incident to securing letters patent shall be pro-
vided by the University or the University may, at its discretion, utilize
for such purposes the facilities of Research Corporation or other suitable

agencies.

Staff members pursuing research work for the University may, as a con-
dition to the grant of research funds and the use of University facilities,
be required to sign an appropriate agreement granting to the University the
rights to resulting patentable discoveries in return for a share in the roy-

" alties or other income.

In the event that the University shall notify the expectant patentee
that it does not desire to finance the application for letters patent,
then he may proceed as he may see fit and shall be under no obligation to
assign any interest in such patent as may result to the University.

It shall be the right of the University in its discretion to so man-
age and exploit all patents assigned to it in the public interest and in
such manner as to be consistent with the highest ideals and aims of, and
to secure proper revenues to, the University. It shall assign the patent
or grant licenses under it as will best protect the interests of the pub-

lic and the University.

Of the net royalties or other revenues received from patents by the
University, ten per cent shall be paid to the patentee, except in cases
where some other division of income is more appropriate. The remainder,
after meeting all proper expenses, shall be allocated to the University Re-

search Fund.

A Patent Committee shall be appointed by the President. This Commit-
tee shall investigate all discoveries and inventions referred to it, shall
appoint sub-committees of the staff to advise on technical phases of patent
application under coneideration, shall consider the business aspects of
such applications and shall report its recommendations to the President.

YALE UNIVERSITY
(adopted 1943) 38

It is the policy of the University that it or members of its faculties
should not make profits from inventions or discoveries made at the Univer-
sity, or in connection with its activities, and especially from inventions
or discoveries which may affect the health or welfare of individuals or of
the public. In any case where for the public interest or the advancement
of learning it may seem desirable to apply for patents covering inventions
or discoveries so made, the inventor should bring the matter to the atten-
tion of the President for report by the President to the Prudential Com-
mittee of the Corporation. The Prudential Committee is hereby authorized
to deal with each case according to its merits.
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